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THE RIGHT TO USE AND THE RIGHT TO REGISTER— 
THE TRADE-MARK ANOMALY 


By Julius R. Lunsford, Jr.* 


I. Introduction 


One of the declared purposes of the Lanham Act was ‘‘to 
modernize the trade-mark statutes so that they will conform to 
legitimate present-day business practice.’’! The principal register 
established by the Act expanded the former register to include all 
marks which have become distinctive through use. Many of the 
prior limitations on registration were omitted from the new stat- 
ute. The objective of its proponents was to make all valid trade- 
marks in lawful use in interstate and foreign commerce eligible 
for the, principal register.” 


Does this statute eliminate the distinction between the right 
to register and the right to use? Two articles have appeared in 
which the thesis is maintained that the Act abolishes the distinc- 
tion,® as previously recognized and applied by the Patent Office 
and the courts. The purpose of this article is to re-examine this 
construction of these provisions of the Lanham Act. 


This distinction created an anomalous situation where some 
trade-mark owners had the right to use but no right to register. 
The situation was caused by the application of different tests of 
confusing similarity by the Patent Office and the courts. The 
Patent Office follows a much more liberal trend in finding likeli- 


* Member of the Georgia B 

1. H. R. Rep. No. 603, 78th. Cong. Ist Sess. 4 (1943). Sen. Rep. No. 1333, 79th 
Cong. 2nd Sess. 5 (1946). 

2. Robert, ‘‘Commentary on the Lanham Trade-Mark Act,’’ 15 U. A. C. A. (vol- 
ume containing sec. 81-1113) p. 265 (1946). 

3. Le Blanc, The Lanham Act and The Right To Use vs. The Right to Register, 
39 Geo. L. J. 294 (1951) ; Jenney, A Plea For Realism In Trade-Mark Oppositions, 29 
J. Pat. Off. Soc. 668 (1947) reprinted 37 T. M. R. 742 (1947). This writer has con- 
tinuously pleaded for consistency in the determinations by equity courts. See Lunsford, 
Trade-Mark Infringement and Confusion of Source: Need For Supreme Court Action, 
35 Va. L. Rev. 214 (1949); Woe Unto You Trade-Mark Owners, 49 Mich. L. Rev. 1103 
(1951). 
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hood of confusion than the courts. The reluctance of our courts 
to extend protection against infringement beyond the measure of 
the old Act has been recently pointed out in a challenging article 
by B. W. Pattishall.** An analysis of the new provisions of the 
Act, its legislative history, the interpretations by the courts and 
the administrative tribunals is necessary in this examination. 


II. Legislative History 


Mr. Le Blane wrote that the most salutary effect of the Lan- 
ham Act was the abolition of the unfortunate legalistic distinction 
between the right to register and the right to use. As his authority 
he cites the Legislative Hearings on H. R. 9041 at 62.4 What ap- 
pears on the cited page is a brief submitted to the Committee by 
L. E. Daniels, Secretary and W. J. Derenberg, Assistant Secretary 
of the United States Trade-Mark Association. Immediately fol- 
lowing the brief is a statement by Charles R. Allen objecting to 
the bill.® 


Mr. Allen’s statement reads in part as follows: 


‘‘Under the existing statutes only the owner and user of a 
trade-mark is recognized as the owner thereof. I find no such 
limitation in the proposed new act on the right to register.’’® 


The Boston Patent Law Association also filed a statement in 
opposition to the bill.7 One the objections is embraced in the 
following language: 


‘*Heretofore, trade-mark rights have been acquired, under the 
principles of the common law, by use of the mark in commerce. 
... If this bill were enacted all this would be changed. The 
mere act of registration would create a monopolistic right in 
the mark registered. No actual association of the mark by the 
public with the registrant’s goods, such as grows out of the 
continued use of a mark is required;... Moreover, the right 
conferred by the act of registration would be a right enforce- 


3(a). Trade-Murks And The Monopoly Phobia, 50 Mich. L. Rev. 967 (1952); com- 
pare 15 U. 8. C. Sec. 85(b) (1946) with 15 U. 8. C. Sec. 96 (1946) for the tests under 
the Act of 1905; see Note 79; former Assistant Commissioner Spencer in ‘‘ Some Obser- 
vations On The Registrability of Trade-Marks,’’ 30 T. M. Bull. 115 at page 118-119-120, 
lists the tests for registration. 

4. Hearings before Committee on Patents, Subcommittee on Trade-Marks on H. R. 
9041, 75th Congress, 3rd Sess. 62 (1938). 

5. Id. at 66. 

6. Id. at 67. 

7. Id. at 111. 
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able throughout the United States, and this though the mark 
registered was never used, prior to registration, except locally 
and to a nominal extent.’’® 


Others® also objected to this change. The objectionable pro- 
visions were sections 1 and 2 which were as follows: 


‘‘Be it enacted by the Senate and House of the United 
States of America in Congress assembled, that it shall be un- 
lawful (1) to introduce or deliver for introduction or to receive 
in commerce any copy, counterfeit, or colorable imitation of 
any trade-mark registered under this Act, or (2) to use in 
commerce any such copy, counterfeit, or colorable imitation 
upon or in connection with the merchandise set forth in the 
certificate of registration or merchandise of such a character 
that the use of the copy, counterfeit, or colorable imitation 
in connection therewith is likely to cause confusion or mistake 
or to deceive purchasers. 


‘**Said acts are each declared to be unlawful and shall be 
actionable at the suit of any person injured thereby. Section 2. 
Trade-marks used in commerce shall be registered in the 
following manner: .. .’’*° 


It is appropriate to compare this stage in the evolution of the 
Lanham Act with the legislation finally adopted. The correspond- 
ing section (section 1) of the Act of 1946 reads in part as follows: 


‘‘The owner of a trade-mark used in commerce may register 
his trade-mark under the Act on the principal register hereby 
established: . . .’’14 


It is apparent that the objections were overcome by inserting 
the word ‘‘owner”’ and substituting the word ‘‘may”’ for ‘‘shall.’’ 
One of the objectors’® stated in a subsequent hearing: 


‘*T am one of the few that appeared when the bill was first pro- 
posed in 1939. At that time I was opposed to the bill, but 
through working with the groups interested we have reached 


8. Ibid. 

9. Earl H. Thompson at pages 68 and 69; Chauncey P. Carter at page 69 and 
Harrison F. Lyman at pages 83-84; Whitman, Opposes Lanham Bill, Reprint from 
PRINTER’S INK, March 17, 1938: ‘‘It would compel trade-mark owners to register 
their marks in the Patent Office—It would give—to the first to register exclusive rights 
even against a prior user who has not registered.’’ 

10. Sections 1 and 2 of H. R. 9041. 

11. 60 Stat. 427, 15 U. 8. C. 1051 (1946). 

12. Earl H. Thompson of Boston, Mass. 
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a compromise. Some of the evils that I saw at that time have 
been eliminated.’’!* 


No further action was taken in the Seventy-fifth Congress to- 
ward the enactment of this general legislation.'* None of the suc- 
ceeding bills contained any provision similar to Sections 1 and 2 
of the first Lanham Bill. 


Obviously H. R. 9041 was intended to furnish incentive for 
registration.’ Section 10 provided that ‘‘a registered trade-mark 
shall be assignable either with or without the goodwill of the 
business.’’ Section 14 provided that after the five year period for 
cancellation had expired, ‘‘the exclusive right of the registrant to 
his trade-mark shall be incontestable.’’ Section 32 provided that 
‘‘Tt shall be unlawful to use any mark in commerce unless and 
until such mark has been deposited in accordance with this sec- 
tion.’’ These sections coupled with Sections 1 and 2 would have 
repealed the common law of trade-marks concerning use and own- 
ership. Registration would have been a government grant such 
as a patent.1® Many trade-mark lawyers felt that the basic trade- 
mark law or the common law should not be sacrificed to provide 
incentive to register. 


It has been pointed out that Sections 1 and 2 were changed. 
The requirement for compulsory deposit was dropped from the 
next trade-mark bill—H. R. 4744 which was introduced on March 3, 
1939. This bill was followed by H. R. 6618 which was introduced 
in the House on June 1, 1939. H. R. 6618 provided for the assign- 
ment of trade-marks “either with or without the goodwill of the 
business’’ and passed the House on July 17, 1939. The Senate 
amended the section to provide for assignment of trade-marks 
‘‘upon such terms and conditions as the parties may agree.’’ The 


13. Hearings Before a Subcommittee of The Committee on Patents United States 
Senate 78th Congress, 2nd Sess. On H. R. 82 page 127 (1944). See also McLavin, The 
Revised Lanham Trade-Mark Bill 31 T. M. R. 87 at 97 (1941): ‘‘The objections of the 
Boston Patent Law Association to the form of the earlier Lanham Bills have been con- 
sidered and substantially met by changes made in the present form.’’ 

14. Robert, ‘‘The New Trade-Mark Manual,’’ 269-270 (1947). 

15. Martin, Incentives to Register Given by The New Trade-Mark Act, 36 T. M. R. 
213. 

16. For distinction between trade-marks and patents see Lunsford, ‘‘Woe Unto 
You Trade-Mark Owners, 49 Mich. L. Rev. 1103 (1951); Mishowaka Rubber § Woolen 
Mfg. v. 8. 8. Kresge Co. 119 F. 2nd 316 at 323; Prestonettes v. Coty 264 U. 8S. 359 at 
368 (1924). 
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Senate passed H. R. 6618 but later recalled it on a motion to 
reconsider. 


In 1941, H. R. 102 and the companion Senate bill S. 895 were 
introduced. The Trade-Mark Committee of the American Bar 
Association offered numerous amendments. The most important 
amendment provided for the assignment of trade-marks ‘‘in con- 
nection with the good-will or the business in which the mark is 
used or the part thereof to which it is appurtenant.’’ Other im- 
portant amendments were certain exceptions to incontestability, 
provisions for concurrent registrations and elimination of provi- 
sions for punishment of trade-mark infringement as a criminal 
offense.’7 H. R. 102 was introduced on January 6, 1943 and passed 
the House on June 28, 1943. It was reported to the Senate and 
there debated but never passed. H. R. 1654 was introduced Jan- 
uary 22, 1945 and passed the House with amendments on March 5, 
1945. It passed the Senate on June 14, 1946 and after a confer- 
ence between Committees of the Senate and the House was finally 
agreed upon on June 28, 1946. The President signed the legisla- 


tion on July 5, 1946.18 


III. Applicable Provisions of the Lanham Act 


The Lanham Act broadened the area of registrable trade- 
marks, the protection accorded such marks, and the general reme- 
dies for false description or representation of goods.’® It put fed- 
eral trade-mark law upon a new footing” by creating substantive 
federal rights.24 Many rights previously refused statutory recog- 
nition were brought under its protective fold. It provides for the 
registration of marks which, through uSe, have become distinctive 


17. Martin, op. cit. note 15 supra. 

18. Carter, Legislative History of The New Trade-Mark Act, 36 T. M. R. 121 
(1946) ; Robert, ‘‘ The New Trade-Mark Manual, 229 et seq., 265 et seq. (1947) ; Rogers, 
‘*The Lanham Act and The Social Function of Trade-Marks, 14 Law & Contemp. Prob. 
173 (1949). 

19. 60 Stat. 428, 437, 441, 15 U. 8. C. 1052, 1114 (1), 1125 (a) (1946); dissenting 
opinion of Judge Clark in Best § Co., v. Miller 167 F. 2nd 374 at 378 (C. C. A. 2, 1948) ; 
Lunsford, Trade-Mark Infringement and Confusion of Source: Need For Supreme Court 
Action, 35 Va. L. Rev. 214 (1949); Lunsford, Woe Unto You Trade-Mark Owners, 49 
Mich L. Rev. 1103 (1951). 

20. Judge Learned Hand in S. C. Johnson § Son v. Johnson 175 F. 2nd 176, 178 
(C. C. A. 2, 1949). 

21. Ibid; Sen. Rep. No. 1333, 79th Congress, 2nd Sess. 5 (1946). 
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of the goods and have acquired a secondary meaning”? irrespec- 
tive of the period of use. Also registrable are service marks, col- 
lective marks, and certification marks; and marks currently in law- 
ful use by more than one person. 


Our primary concern is with the provisions dealing with con- 


structive notice,?* concurrent use,”* incontestable rights”® and sec- 
tions 377° and 49°". 


(a) Registration and Common Law Rights 


In order to analyze these sections intelligently, it is necessary 
to consider registration rights and common law rights. A trade- 
mark right is not acquired by registration but arises out of pri- 


ority of adoption and use.** The protection of trade-marks was 
recognized by the common law in England and the United States 


long before the first Federal Trade-Mark <Act.9 


Callmann” explains that our law traces its ancestry to the com- 
mon law of England. The English law of registration allows the 


first user several years in which to proceed against a registered 
trade-mark which allegedly invades his common law right. Under 
the English law the statutory rights are supplementary to the 
common law rights.*t The German law*? provides that registra- 


22. Lunsford, Are Our Courts Protecting Secondary Meaning Trade-Marks, 39 
T. M. R. 767 (1949). 

23. 60 Stat. 435; 15 U. 8. C. 1072 (1946). 

24. 60 Stat. 428(d); 15 U. 8S. C. 1052(d) (1946). 

25. 60 Stat. 433; 15 U. 8S. C. 1065; See also 60 Stat. 438(b); 15 U. 8S. C. 
_— (1946). 

60 Stat. 440; 15 U. 8S. C. 1119 (1946). 

a7. 60 Stat. 446 (1946). 

28. Callmann, ‘‘Unfair Competition and Trade-Marks,’’ 2nd Ed. p. 2068 eg 
p- 2111 (1951) ; Robert, ‘‘The New Trade-Mark Manual’? 10 (1947). 

29. ‘Trade-Mark Cases 100 U. 8. 82, 95 (1879). 

. 30. Unfair Competition and Trade- -Marks, 2d Ed. Chapter 25, p. 2054 et seq. 
(1951). 

31. 1 and 2 Geo. VI, c. 22 (1938). 

32. The German Trade-Mark Act of 1894; CALLMANN, op cit. n. 30 supra, at 
2056; See Ladas, The Lanham Act and International Trade, 14 Law & Contemp. Prob. 
269 (1949) at 283 where he groups countries as follows: 1. British countries where 
prior use enables cancellation of an infringing registration or opposition against an 
application for an infringing mark. A registration, however, becomes conclusive 
after 5 to 7 years. 2. There is no opposition procedure in the following countries: 
Austria, Belgium, Czechoslovakia, Denmark, France, Holland, Hungary, Switzerland 
et al. Court proceedings may be brought for cancellation, however. 3. In the following 
countries opposition procedure is available but the law provides that the prior user 
meet special conditions: Brazil, Chile, Colombia, Cuba, Japan, Mexico and Portugal. 
7 In the following countries prior use gives no rights against a prior applicant or 

istrant: Argentina, Bolivia, Bulgaria, Costa Rica, Ecuador, Fi inland, a ae 
Li ria, Haiti, Paraguay, Iran, Salvador, and U. 8S. S. R. See also: Roge 
Directions in the Law of Unfair Competition, 74 N. Y. L. Rev. 317 at 34] to); 
Rogers, Goop-WILL, TRADE-MARKS AND UNFAIR TRADING, 111-113 (1914) where he 
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tion and not prior use creates the trade-mark right. The German 
statute does provide a cause of action against the infringement of 
an unregistered mark which is distinctive.** Callmann reasons 
that the trend in America is in the direction of the English law 
with respect to trade-mark registrations; and in the direction of 
the German law of unfair competition in that the Lanham Act 
provides protection against unfair competition. 


Judge Learned Hand has stated that the Lanham Act made the 
protection of the new right coextensive with the law of unfair 
competition as it was in 1946; and that the courts, in interpreting 
the Act, are to be guided ‘‘by the existing common law, especially 
in regard to issues as to which that law was settled in 1946.*4 
Callmann does not agree but contends that the Act is more than 
a simple codification of the common law and that Judge Hand’s 
reasoning is inconsistent with the legislative history of the Act.*® 


What has been the effect of the interpretations of the applic- 
able provisions of the Act? To answer this question we must 
examine the pertinent decisions to date. 


(b) Constructive Notice 


Section 22 of the Lanham Act provides that registration is 
constructive notice of the registrant’s claim of ownership of the 
mark. Once registration is effected, no subsequent adoption and 
use of the same or similar mark can be justified on a claim of 
good faith. This section grants additional protection to the regis- 
tered mark and all marks registered under the earlier acts will 
share in this new benefit. 


criticizes the foreign laws which provide for rights by registration. He related that 
it was a common practice for natives to register in*their own names, well-known marks 
for the purpose of bribes. He cited the countries of Mexico, Cuba, Argentina and 
Japan. An example is the case of Western Clock Co. v. Smith, 2 T. M. R. 522 (N. Y. 
1912) cf. Bulova Watch Co. v. Steele, 194 F. 2d 967, 92 U. 8. P. Q. 266 (C. C. A. 5, 
1952). 

33. CALLMANN, op. cit. supra, note 28 at p. 2056 and 2061: ‘‘The trend in 
American trade-mark law is in the direction of the German Law with respect to the 
well settled principle that the law of trade-marks is only a part of the law of unfair 
competition.’’ His reference is to the new concept of a federal law of unfair com- 
petition as established by the Lanham Act. See p. 77. But cf. Ladas, op. cit. supra, 
note 32 at p. 282-283. He states that Germany and other countries have adopted 
special acts for the suppression of unfair competition and concludes: ‘‘* * in 
these countries there are in effect two different compartments of the law—one for 
trade-marks and another for unfair competition. This is contrary to our conception 
of the trade-mark law as being a _ of the broader unfair competition law.’’ 

34. 8. C. Johnson §& Son v. Johnson, 175 F. 2d 176 at 178-179 (C. C. A. 2, 1949). 

35. CALLMANN, op. cit. supra note 30 at page 2060. 
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The doctrine of constructive notice is important in the study 
of this question in regard to its effect upon concurrent registra- 
tions and cases of estoppel by laches.*® 


The Court of Customs and Patent Appeals has in interpreting 
this section reached the conclusion that a federal registration, 
under the Act of 1905 or under the new Act, constitutes a public 
record of which a petitioner for cancellation is deemed to have 
had notice.*” The court held: 


‘‘It is our opinion that appellants’ registration constituted 
constructive notice of appellee, and that appellee having stood 
idly by for some ten years during which time appellants inno- 
cently conducted and built up their business until it was 
larger than that of appellee, is now precluded from obtaining 
cancellation of appellants’ trade-marks.’’** 


The effect of the decision is that the Court seems to realize 
that the mere fact of simultaneous use of the respective marks 
without open conflict over many years is evidence that actual con- 
fusion would be too insignificant to justify cancellation. 


Derenberg,*® in analyzing the decision, posed the question 
whether a petitioner may even be chargeable with laches during 
the five year period prescribed by Section 14 for the filing of a 
petition for cancellation. He concluded that it would be preferable 


36. Sec. 19, 60 Stat. 434, 15 U. S. C. Sec. 1069 (1946). Cf. Halliday, Laches, 
Acquiescence and Estoppel in Registration Cases, 40 T. M. R. 85 (1950) and Derenberg, 
Equitable Defenses in Patent Office Proceedings, 38 T. M. R. 495 (1948). 

37. Willson v. Graphol Products Company, 188 F. 2d 498 (C. C. P. A., 1951). 
The case involved an attempt by the registrant of ‘‘Graphol’’ to cancel appellant’s 
registrations of ‘‘Grapho’’ and ‘‘Grafolube.’’ Both the Examiner of Interferences 
and the Commissioner had sustained the petition on the basis of likelihood of con- 
fusion with reference to laches, 69 U. S. P. Q. 18 (1946). The case reached the 
Court after the Act had become effective and was removed to the Patent Office for the 

urpose of passing on the defense of laches, 162 F. 2d 446 (C. C, P. A., 1948). 
th the Examiner and Commissioner found that petitioner had no actual knowledge 
of respondent’s trade-marks, 83 U. 8. P. Q. 2 (1949). In its most recent case, The 
Lightnin Chemical Company v. Royal Howe Products, Inc., 94 U. 8. P. Q. 178 
(C. C. P. A., 1952) the Court affirmed its ruling in the Willson case and again held 
that the existence of the registration for 18 years was sufficient to sustain a defense 
of laches in a cancellation proceeding regardless of the petitioner ’s actual knowledge. 
The following language is taken from Judge O’Connell’s dissenting opinion at page 
671: ‘‘* * * one who relies upon labels as a ground of relief has the burden of its 
establishment and cannot be relieved thereof by the doctrine of constructive notice.’’ 
Cf. Lowell Needle Co., Inc. v. H. § A. Selmer, Ino., 92 U. 8. P. Q. 387 (P. O. Ch. Ex. 
1952) where the doctrine of the Willson case was held inapplicable in a cancellation 
proceeding involving a 1905 registration which had been republished under the new Act. 

38. Id. at 505. 

39. Derenberg, The Fourth Year of Administration of the Lanham Trade-Mark 
Act of 1946, 41 T. M. BR. 893 (1951). 
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to be able to rely on a fixed statutory term without having to fear 
that the right to cancel a conflicting mark will be lost unless exer- 
cised immediately after the effective date of the respondent’s reg- 
istration. Callmann considers the decision ‘‘catastrophic.’’*° 


Our inquiry is primarily concerned with the language of the 
court dealing with use and registrability : 


‘*As has been pointed out many times in the past, the Patent 
Office and this court pass upon the statutory question of the 
registrability of trade-marks and not upon the common law 
right to use a particular mark (cases cited).’’*? 


It thus appears that the distinction between the right to use 
and the right to register still exists and was not eliminated by 
Section 22, as construed by this court. 


(c) Concurrent Registrations 


The common law of trade-marks accepts the principle that 
there may be more than one owner of a trade-mark where there 
was simultaneous use in good faith of the same trade-mark for 
the samé merchandise sold in different localities.42 The Lanham 
Act adopted this common law principle** changing the 1905 Act 
under which registration was denied except to the first user in the 
point of time.“ 


Now the Commissioner of the Courts may permit concurrent 
registrations of similar or even the same marks to more than one 
registrant under the following conditions: 


(1) The parties must have become entitled to use such marks 
through concurrent lawful use in commerce; and they 
must have become so entitled prior to any of the filing 
dates of the applications involved ; 


(2) It must be determined that confusion or mistake or deceit 
of purchasers is not likely to result from the continued 
concurrent use of such marks; 


40. Constructive Notice and Laches, 42 T. M. BR. 395 (1952). 

41. Op. cit. supra, note 37 at pege 502. 

42. United Drug Co. v. Rectanus Co., 248 U. 8. 90 (1918); Hanover Star Milling 
Co. v. Metcalf, 240 U. 8. “403 ( Yeag o 

43. 60-Stat. 427,15 U. 8. C 1052 (1946). 

44. Tillman & Bendel, Inc. v. California Packing Corp., 40 F. 2d 108 (C. C. P. A., 
1930) ; Cf. Tillman ¢ Bendel, Inc. v. California Packing Corp., 63 F. 2d 498 (C. C. A. 
9, 1933). 
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(3) Conditions and limitations as to the mode or place of 
use or the goods in connection with which such registra- 
tions are granted must be perenne 3 in the grant of con- 
current registrations.* 


This section was clearly aimed at the elimination of concur- 
rent use without the right of concurrent registration. However, 
after the administration of the Act was undertaken a critical 
ambiguity in the language was discovered. Where ‘‘A’’ had regis- 
tered a mark under the previous acts (1881 or 1905) and after 
his application ‘‘B’’ began in good faith to use the mark in a dif- 
ferent area, ‘‘B’’ retained the right to use the mark after the 
Lanham Act became effective, but was he entitled to a concurrent 
registration under the Act.** The Commentators reached different 
opinions. 


Robert wrote: ‘‘A registration of the same mark or a mark 
similar to that registered under a prior act may be granted under 
the new Act to another who is entitled to use it as a result of 
concurrent lawful use continuing from a date prior to the effective 
date of the Act.’’*? 


Derenberg took the opposite view: ‘‘* * * an application 
for registration under the Lanham Act will bar a concurrent regis- 
tration if the concurrent use does not antedate the application. 
The same result will follow where such use is subsequent to the 
filing date of a registration under the Acts of 1881 and 1905. The 
Lanham Act does not grant a second user a concurrent registra- 
tion unless he can show that his first use occurred prior to the 
filing date of the registrations under the Acts of 1881 and 1905.’’#* 


The question finally came before the Commissioner of Pat- 
ents*® and he decided the question in accordance with the Deren- 
berg interpretation. He pointed out that the right to use is not 


45. Hauuimay, Concurrent Re eo Under the New Trade-Mark Law, 37 
0 


T. M. R. 243 (1917) ; Current Pr 
1951 
. 48: 60 Stat. 427, 438, 15 U. S. C. Sec. 1115(b) (1946); 60 Stat. 427, 446, 15 
U. 8. C. See. 1051 (1946). 

47. Robert, THE New TraDE-MarK Manual, 154 (1947). 

48. Derenberg, Preparing For the New Trade-Mark Law, 1946 Research Institute 
of America 36. Cf. Halliday, Constructive Notice and Concurrent Registration 38 
T. M. R. 111 (1947) and March, Territorial Scope of The Trade-Mark Act of 1946, 38 
T. M. RB. 955 (1947). 

49. Ex Parte Stauffer Chemical Co. 80 U. 8. P. Q. 180 (C. P. 1949). 


lems In Concurrent Registrations, 41 T. M. RB. 3 
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involved but merely a statutory right to register, which right can 
only be had after strict compliance with the provisions of the Act. 


The Commissioner reasoned as follows: 


‘‘The question involved, however, is not that of applicant’s 
right to use the mark, but as to applicant’s right to secure 
a limited registration thereof, and it is therefore not consid- 
ered necessary, in view of the conclusions reached above, to 
attempt to determine the question of the effect of the regis- 
tration under the Act of 1905 as constructive notice.’”° 


Applicant contended that the holding of the Examiner contra- 
vened Section 49 which provides that nothing contained in the 
Act shall adversely affect the rights or enforcement of the rights 
in marks acquired in good faith prior to its effective date. In 
upholding the Examiner’s decision the Commissioner said: 

‘This again refers to right to use rather than to registration, 

and since applicant would have had no right to registration 

prior to the effective date of the Act, this section has no 
bearing on applicant’s present rights to registration.’’®! 

Derenberg, of course, agrees with the decision on the ground 
that to hold otherwise would expose the owners of existing 1905 
Act registrations to endless harassment.®? There are others®* who 
consider the decision unfortunate. Obviously Section 49 provides 
for a continued recognition of common law rights. In light of the 
Court’s decision in the Willson case, decided subsequently, it is 
believed that the decision is correct. Pursuant to the recommenda- 
tion of the Committee on Trade-Marks of the American Bar 
Association, an amendment to Section 2(d) was introduced in the 
82nd Congress.** 


(d) Incontestability . 
lt is difficult to conceive how the incontestable rights pro- 


50. Id. at 182. 

51. Jd. at 183. 

52. Derenberg, The Second Year of Administration of the Lanham Trade-Mark 
Act of 1946, 39 T. M. R. 651, 664 (1949). 

53. Callmann, op cit, supra note 30 at page 2116 note 69; Le Blanc, 39 Geo. L. J. 
294 at page 307, 308; see also Nandenburgh, Concurrent Registration of Trade-Marks, 
29 J. Pat. Off. Soc. 720 (1947). 

54. 8S. 1957 introduced August 6, 1951. See also Derenberg, The Fourth Year of 
Administration of The Lanham Trade-Mark Act of 1946, 41 T. M. R. 893, 900-901 
(1951) and the Flintkote Company v. Merriam and Company 88 U. 8. P. Q. 390 (C. P., 
1951). 
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visions can have any bearing on resolving the conflict between the 
right to use and the right to register. Yet the provisions in the 
new Act show a Congressional willingness to recognize the trade- 
mark as property. Until definite decision by the courts and Patent 
Office have been rendered the effect of incontestability can be 
indicated only in the broadest sense. There is no prospect of any 
decisions in the immediate future since incontestable rights did 
not accrue until July 5, 1952.°° 


The new Act contains incontestability clauses in Sections 14,°° 
15°” and 33(b)°* which have a vital effect upon the substantive law 
of trade-marks. Section 14 declares that five years after the 
effective date of its registration, a trade-mark on the principal 
register shall no longer be open to cancellation proceedings. After 
that time the mark may be cancelled only if it has lost its nature 
as a mark, if it has been abandoned, if it consists of or comprises 
prohibited matter, and if it is used unlawfully or if its registration 
had been fraudulently obtained. 


The right to use the registered mark becomes incontestable 
after its continuous use for five years subsequent to registration 
under Section 15. When the right to use has become incontestable, 
the right to sue others for infringement is then fortified by a 
certificate of registration which is, under Section 33(b), con- 
clusive evidence of the registrant’s exclusive right to use the mark. 
The Act lists seven defenses which will affect the evidentiary 
weight to be accorded the certificate of registration. They are 
(1) that the registrant obtained registration fraudulently; (2) 
that the registrant abandoned the mark; (3) that the mark is being 
used by an assignee to misrepresent the source of the goods; (4) 
that the use charged to infringe is a use of the party’s individual 
name in his own business or a term which is descriptive of the 
goods; (5) that the infringing mark was adopted without knowl- 
edge of the registrant’s prior use and has been used continuously 


55. The effective date of the Act was July 5, 1947. The Hawkes Bill (S. 1919, 
80th Cong. 1st Sess. 1947) provided that no incontestable right shall be acquired before 
July 5, 1954 but the bill died with the 80th Congress. See CALLMANN, op. cit. supra 
note 30 at page 2083. 

56. 60 Stat. 433; 15 U. S. C. Sec. 1064 (1946). 

57. 60 Stat. 433; 15 U. 8S. C. Sec. 1065 (1946). 

58. 60 Stat. 438; 15 U. 8. C. Sec. 1115 (1946). 
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from a date prior to publication of the registered mark; (6) that 
the infringing mark was registered and used prior to the publi- 
cation of the registrant’s mark and has not been abandoned; and 
(7) that the mark has been or is being used to violate the anti- 
trust laws. . 


Congressman Fritz Lanham made the statement that these 
seven exceptions and defenses do not prescribe substantive rules 
of law but only affect the weight to be given the certificates of 
registration.*® In Forstmann Woolen Company v. Murray Sices 
Corporation,®© one of the numerous defenses raised by defendant 
was that plaintiff had used its trade-mark in violation of the anti- 
trust laws and that his complaint should be dismissed for that 
reason. The plaintiff alleged that this defense was unavailable 
because it applied only in cases in which plaintiff based his cause 
of action on an incontestable right. Judge Medina ruled that the 
anti-trust defense could be invoked in connection with any regis- 
tered trade-mark. He wrote: ‘‘Nevertheless, if a trade-mark 
owner’s use of his incontestable mark is subject to the defense 
specified in S. 1115 a fortiori, the plaintiff’s mark, which lacks 
the status of incontestability, must be subject to the same de- 
fense.’’® 


The incontestability clauses have been applauded, criticized 
and considered mainly a codification of existing law. Some com- 
mentators agree that there is real substance in the concept although 
it is weaker than its name implies. Williamson takes the position 
that the incontestability clause is so riddled with exceptions as 
to be not only useless but misleading as well.®* He lists twenty-one 
exceptions to incontestability by reviewing the statutory language. 


59. Cong. Rec. Nol. 93, p. 7650 (June 25, 1946). Cf. CALLMANN, op, cit. supra note 
30 at pages 2081 and 2082. 

60. 86 U. 8. P. Q. 209 (D. C. 8. D. N. Y. 1950); Derenberg, The Fourth Year of 
Administration of the Lanham Trade-Mark Act of 1946, 41 T. M. RB. 893 (1951). 

61. Id. at 210. 

62. Robert, op. cit. supra note 14 at 133; Derenberg, The Status of Existing 
Trade-Mark Registration Under The New Trade-Mark Act of 1946 (1948) 3 Food, 
Drug & Cosmetic L. 2 note 270, 276; Oomes & Frost, Incontestability 14 Law & 
Contemp. Problem 220 (1949). Judge Hand in the Johnson Case 175 F. 2d 176 
(CCA2, 1949). . 

63. Williamson, Trade-Marks Registered Under the Lanham Act Are Not Incon- 
testable. 37 T. M. R. 404 (1947). See also, Robertson, Legal Ambush Under The 
Lanham Act, Chicago Daily Law Bulletin, beginning April 28, 1947. 
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Digges points out the defects and concludes that the clause is a 
codification of existing law. 


Callmann has praised the provision as being one of the most 
important benefits of the Act. He advances the theory that the 
circumstances which bar incontestability of the registration may 
also affect the incontestability of the right to use.® In his text 
he treats Section 14 as the ‘‘Incontestability of registration’’ and 
section 15 as ‘‘Incontestability of Common Law Rights’’. Does 
this mean that the Act distinguishes the right to use and the right 
to register or merely that the text author distinguishes the respec- 
tive rights because they are treated in different sections of the Act? 


(e) Section 37 


Under Section 37 the equity courts, in any proceeding in- 
volving a registered mark, may determine the right to registration, 
order the cancellation of registrations, order the restoration of 
cancelled registrations and otherwise rectify the register, and 
the Commissioner is controlled by the order and decree.® 


In Merrick v. Sharp and Dohme, an applicant for registra- 
tion, whose application was opposed, did not wait for adjudication 
by the Patent Office, but sought a declaratory judgment in the 
federal District Court to the effect that there was no confusing 
similarity of the mark. The District Court held that a declaratory 
judgment would lie® but was unanimously reversed by the Court 
of Appeals for the 7th Circuit.” That court posed the following 
query: ‘‘Does the filing in the Patent Office of a statutory notice 
of opposition to the registration of a trade-mark, which opposition 
is based upon the confusion-in-trade clause of the statute, create 
an actual controversy between the parties justiciable by a Fed- 
eral Court under the Declaratory Judgment Act?’’ The question 


64. Digges, The Lanham Trade-Mark Act 36 T. M. R. 220 ayo 

65. = tml The New Trade-Mark Act of July 5, 1946, 37 T. M. R. 3 (1947) 
reprinted from 46 Col. L. Rev. 929 (1946). 

66. , op. cit. supra note 30 at p. 2078, 2080, 2081. ‘‘It is to be expected 


that the circumstances which bar incontesta ‘lity of the registration may also affect 
the incontestability of the right to use.’ 

67. 60 Stat. 440; 15 U. 8S. C. 1119 (1946). See Callmann, op. Cit. supra note 30 
at 2077 and Robert, op. cit. supra note 14 at 132-133. 

68. 185 F. 2d 713 (C. C. A. 7, 1950) rehearing denied Jan. 19, 1951; Cert. denied 
340 U. 8. 954 (1951). 

69. 89 F. Supp. 139 (1950). 

70. Op. cit. supra note 68. 
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was answered in the negative on the ground that such notice in- 
volved only the right to registration and not the right to use the 
mark. The language of the court is as follows: 


‘‘The argument (by applicant-plaintiff) fails to distinguish 
between a proceeding to register and a proceeding to redress 
for infringement. In a proceeding to register the right to use 
the mark is not involved.’’™ 


There has been one case in which the Federal Court issued 
an order cancelling 10 registrations.77 The case involved a toy 
manufacturer who had used the well-known names from nursery 
rhymes, ‘‘Little Bo Peep,’’ ‘‘Little Miss Muffet’’ ete. He had 
filed oppositions in the Patent Office but had been only partially 
successful. In the most recent case’ the opposition against an 
applicant who sought to register ‘‘Nursery Rhymes’’ was sus- 
tained on the ground that as long as opposer’s registrations 
existed there would be likelihood of confusion. Both the Patent 
Office and the Court of Customs and Patent Appeals also held 
‘‘Nursery Rhymes’’ unregistrable ex parte on the ground of its 
semi-gentric character.”* The successful opposer notified a third 
party that the use of ‘‘Little Bo Peep’’ and other terms constituted 
an infringement of its marks. Upon being notified the Dollcraft 
Company instituted an action in the federal court seeking in- 
junctive relief against infringement and also asking cancellation. 
The registrant counterclaimed seeking an injunction for trade- 
mark infringement. The court held that with the exception of 
the two names the entire registrations were descriptive and 
therefore invalid marks.”® 


The decisions indicate that while,relief is made possible, 
though not effective nor probable, through Section 37, it is 
necessary that an infringement suit be filed by the owner of a 


71. 185 F. 2d 713 at 717. 
Nancy Ann Storybook Dolls Inc. v. Dolleraft Co. 197 F. 2d 293 (C. C. A. 9, 


72. 
1952). 
73. 


Nancy Ann Storybook Dolls Inc v. Ippolito 77 U. 8. P. Q. 545 (1948). 

74. Nanoy Ann Storybook Dolls Inc. v. Ippolito 184 F. 2d 201 (C. C. P. A., 1950). 

75. Op. cit. supra note 72. Cf. Kitty Kelly Shoe Corp. v. Stallings 84 F. Supp. 
816 (D. C. E. D. Mich. 1949). Where the Court after finding that the plaintiff was 
the owner of two 1905 registrations but not entitled to use the mark ‘‘in the State of 
Michigan’’ ordered a copy of the judgment to be sent the Commissioner ‘‘for in- 
clusion in the file wrappers’’. This judge also held that the Lanham Act did not give 
any substantive rights to registered marks. 
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registered mark against a would-be registrant. Moreover, there 
is no provision that the court must determine the right to register. 
The Act is silent as to how a party may have his right of registra- 
tion adjudged by the Federal Courts—unless he is sued for in- 
fringement. Thus Section 37 is ineffective and the distinction 
between the right to use and the right to register still exists.’® 


IV. Patent Office Oppositions 


Jenney has expressed the hope that every one entitled to use 
a mark would be entitled to register it.77 There are those who agree 
with him”® but an examination of the Act fails to reveal any specific 
provision removing the distinction between the right to use and 
the right to register. On the contrary, the court’s interpretation 
of the provisions creating substantive rights continues to distin- 
guish the two rights. Moreover, there are those who discern a 
distinction in Sections 2(d) and 32(1) of the Act.”® 


Section 2(d) of the Trade-Mark Act recites certain negative 
tests of registrability in the following language: 


‘*. . . a mark which so resembles a mark registered in the 


Patent Office or a mark or trade name previously used in the 
United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion 
or mistake or to deceive purchasers;....... 


while the test of infringement is defined in Section 32(1) of the 
Act as follows: 


‘Any person who shall, in commerce, (a) use, without the 
consent of the registrant, any . . . colorable imitation of any 
registered mark in connection with the sale, offering for sale, 


76. Le Blanc, The Lanham Act and The Right to Register vs. The Right to Use, 


39 Geo. L. J. 294 at 321 (1951); Middleton, Trade-Mark Oppositions and The Declara- 
tory Judgment Act, 41 T. M. R. 387; of course an unsuccessful applicant may proceed 
under R. 8. 4915. 

(as 1). Jenney, A Plea For Realism In Trade-Mark Opposition, 37 T. M. R. 742 
1947 

78. See notes 2 and 3 supra. 

79. Middleton, op. Cit. supra, note 76; Derenberg, The Lanham Trade-Mark Act 
After One Year’s Administration, 38 T. M. R. 831 at 852 (1948): ‘‘It should be noted 
that in order to find ot mp. ase there must be confusion or mistake as to the source 
of origin of the — or services while no such limitation appears in Section 2d. If 
this were taken literally, we would have to reach the anomalous conclusion that a 
broader and more liberal test is to be applied by the Patent Office in ex parte pro- 
ceedings than would be used by our courts in infringement suits.’’ 
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or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such 


goods or services ... shall be liable to a civil action by the 
registrant for any or all of the remedies hereinafter pro- 
vided, ...’’ 


Middleton® reasons that the allegations of a notice of opposi- 
tion challenge only the applicant’s right to register his mark and 
not his right to use it. They are derived from Section 2(d) of the 
Act, not Section 32(1). Therefore, language that would con- 
stitute a threat of suit when embodied in a warning letter, be- 
comes innocuous when embodied in a notice of opposition. 


Jenney reports that in the Court of Customs and Patent 
Appeals out of fifty-nine oppositions there were fourteen oppo- 
sitions dismissed and forty-five sustained. In the Cireuit Court 
of Appeals, the trade-mark was held infringed in nine cases and 
not infringed in fourteen. Thus in the Circuit Courts of Appeals 
an alleged infringer has about 61 per cent chance of getting a 
confirmation of his right to use his mark, while in a Patent Office 
opposition he has only about a 24 per cent chance to register it. 
The difference in the foregoing language of the statute partially 
answers this apparent discrepancy. 


The Patent Office must consider the possible adverse effect 
of the registration on the public interest. In addition to Section 
2(d) requiring the Office not to register any mark which may 
be confusingly similar to a previously registered mark, other 
sections®'“) exclude registration of any mark which may lead to 
confusion or deception of the public. The safeguarding of the 
public interest plays a vital role in the administrative determina- 
tion of applications ex parte. The provisions for opposition, inter- 
ference, and cancellation proceedings likewise safeguard the public 
by denying registration of a mark likely to confuse the public. 

80. Op. cit. supra note 79 at page 395. 

81.(a) Sec. 3 and 4 dealing with service marks, collective marks and certification 
marks exclude registrability of any marks which may lead to confusion in the public 
mind as to certain representations made by the applicants. Section 5 (related com- 
panies) contains an exception with regard to applicants using the mark in such 
manner te deceive the public. Section 7 warns against any misuse by an assignee in 
a way mislead the public. See Derenberg, The Patent Office as Guardian of The Public 


Interest 14 Law & Contemp. Prob. 288 (1948); Cullen, The Public Interest in Trade- 
Mark Cases 27 J. Pat. Off. Sec. 631 (1945). 
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There are other explanations. The Patent Office is also con- 
cerned with matters of procedure. ‘‘The right to registration 
is wholly statutory, and while applicant’s trade-mark may be 
valid at common law, he is not given the right to register the 
same unless the provisions of the statute are complied with.’’® 
The care with which the Office explores these questions justifies 
‘*the strong legal presumption that the decision by these qualified 
experts was correct.’’®? Moreover, the lack of uniformity among 
the various circuits with regard to the availability and scope of 
equitable relief, in cases involving confusion as to sponsorship 
or reputation, constitutes a considerable handicap to the Patent 
Office in passing on these issues. The conflicting decisions concern- 
ing the valuable mark V-8 is an excellent example. One Federal 
Court of Appeals found no confusion between the mark V-8 used 
on a vegetable cocktail and the name VA for tomato juice.* Only 
a short time before another court of Appeals had held the owner 
of V-8 entitled to enjoin use of the same mark on vitamin tablets.™ 


Which decision should the Patent Office follow? Should the 
Office follow the liberal decision by the Ninth Circuit in Safeway 
Stores, Inc. v. Dunnell® or should the Office be guided by the 
narrow view of the Sunkist case?*® 


(a) Conflict Between the Courts 


The second circuit hears more trade-mark cases than any 
other circuit. For this reason the decisions of this circuit are 
probably more significant than those of other courts. Recent 
eases of this circuit show some vacillation. The following cases 
which are two to one decisions exemplify the conflict: 


In the “Liliputian Bazaar” case®’ relief was denied by Judges 
Swan and Frank with a dissenting opinion by Judge Clark; in 


81.(b) Motlow vy. Oldetyme Distillers 88 F. 2d 723, 733 (C. C. P. A., 1937). 
82. Feil v. American Serum Co. 16 F. 2d 88, 89 (C. C. A. 8, 1926); The Frito 
Company v. General Mills Co. 93 U. 8. P. Q. 301 (N. D. Texas, 1952). 
“i 949) Standard Brands, Inc. v. Eastern Shore Canning Co. 172 F. 2d 144 (C. C. A., 
‘ . 
84. Standard Brands, Inc. v. Smidler 151 F. 2d 34 (C. C. A. 2, 1945). 
85. 172 F. 2d 649 (C. C. A. 9, 1949). 
86. California Fruit Growers Exchange v. Sunkist Baking Co. 166 F. 2d 971 
C. C. A. 7, 1947). See also Derenberg, The Patent Office As Guardian of The Public 
nterest in Trade-Mark Registration Proceedings, 14 Law & Contemp. Prob. 288 (1949). 
87. Best § Co. v. Miller, 167 F. 2d 374 (C. C. A. 2, 1948). 
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the same month Judges Augustus Hand and Clark granted relief 
in the Seventeen case®** and Judge Frank dissented; in the Cali- 
fornia Wearing Apparel case*® Judges Clark and Swan denied 
relief summarily with a dissent by Judge Learned Hand; V-8, 
supra, was protected by Judges Swan and Chase, and Judge Frank 
wrote a reluctant concurring opinion; Judges Clark and Chase 
granted protection to the geographical mark ‘‘La Touraine’’® 
and Judge Frank dissented; in the Eastern wine case® Judges 
Frank and Clark denied relief and Judge Swan dissented without 
an opinion. In the famous Johnson case” Judges Learned Hand 
and Swan wrote the majority opinion while Judge Clark dissented. 


In addition we have the conflict between the second circuit 
in the Johnson case and the Seventh Circuit in the Sunkist case. 
The second Sunkist case conflicts with the court’s previous ruling 
in a prior case before the Lanham Act was passed.®* The Ninth 
Circuit is inconsistent in its decision in the Safeway case and 
the Sunbeam cases.** 


(b) Conflict Between the Patent Office and the Courts 


Is there any wonder that the decisions in the Patent Office 
conflict with those in the courts? In the ‘‘Strongheart’’ case the 
Court of Customs and Patent Appeals held there was likelihood 
of confusion between ‘‘Strongheart’’ and ‘‘Red Heart.’ A year 
later the Seventh Circuit®® refused to enjoin the use of ‘‘Strong- 
heart’’ upon the complaint of the owner of ‘‘Red Heart’’ on the 
ground that the issue in the Patent Office was merely the right to 
register while the issue in the subsequent case was the right to use. 
Here the blame, if any is due, falls on the Federal Court and not 
upon the Patent Office. 


¢ 


88. Triangle Publications, Inc. v. Rohrlich, 167 F. 2d 969 (C. C. A. 2, 1948). 
(C. C. A. 2, 1947). 

89. California Apparel Creators v. Weider of California Inc., 162 F. 2d 893 

90. La Towraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115 (C. C. A. 2, 


Eastern Wine Corp. v. Winslow-Warren Ltd., 137 F. 2d 955 (C. C. A. 1943). 

92. S.C. Johnson & Sons, Inc. v. Johnson, 175 F. 2d 176 (C. C. A. 2, 1949). 

93. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 
(C. C. A, 7, 1941). 

94. Sunbeam Lighting Co. v. Sunbeam Corp., 183 F. 2d 969 (C. C. A. 9, 1950) 
and Sunbeam Corp. v. Sunbeam Furniture Corp. 191 F. 2d 141 (C. C. A. 9, 1951). For 
a discussion of the contradiction in the Seventh Circuit see Pattishall, Trade-Marks 
and The Monopoly Phobia, 50 Mich. L. Rev. 967, 977 note 24 (1952). 

95. Doyle v. John Morrell, 88 F. 2d 721 (C. C. P. A., 1937). 

96. John Morrell § Company v. Doyle, 97 F. 2d 232 (C. C. A. 7, 1938). 
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Under the Act of 1905, our courts held on numerous occasions 
that their equity jurisdiction related only to the right to use and 
did not give them jurisdiction to correct or cancel records in the 
Patent Office. The Classic example is found in Procter & Gamble 
v. J. L. Prescott Co.*" In that case, the Prescott Company had 
succeeded in cancelling the trade-mark ‘‘Chipso’’ as a result of 
rulings in the Patent Office and the Court of Customs and Patent 
Appeals. Subsequently Procter & Gamble sued Prescott alleging 
that ‘‘Oxol’’ infringed its mark ‘‘Oxydol.’’ Prescott counter- 
claimed seeking an injunction against the use of Chipso be- 
cause it infringed ‘‘Chase O.’’ The Federal Court held that 
‘*Chipso’’ was confusingly similar to ‘‘Chase O”’’ but refused to 
grant an injunction because of laches.°® The Court of Customs 
and Patent Appeals at that time was not in a position to consider 
equitable defenses. The Federal Court held that Chipso could be 
used but refused to issue a decree to permit Chipso to remain on 
the register despite the fact that the CCPA decision was not con- 
sidered res judicata. 


Another much litigated mark is ‘‘Breast O’ Chicken.’’ The 
Court of Customs and Patent Appeals held in 1931% that an oppo- 
sition by the owner of ‘‘Chicken of the Sea’’ should be sustained. 
The applicant brought a new application under the Lanham Act 
and alleged that the Commissioner should not follow the old deci- 
sion but should be guided by certain equity court decisions in 
which it was held that ‘‘Chicken of the Sea’’ was descriptive and 
its owner could not prevent use of ‘‘Breast O’ Chicken.’’©° The 
Commissioner held that the decisions of the Equity Courts in- 
volved the right to use only and not the right to register. More- 
over, he found that the Federal Court’s decisions were not based 
on likelihood of confusion but on the technical invalidity of the 
mark. He concluded that though the decision of the CCPA was 
not technically res judicata, he should be bound by its ruling. 


The Court of Customs and Patent Appeals recently affirmed 


pan ace 


So 
ee 


97. Procter & Gamble Co. v. J. L. Prescott Co., 77 F. 2d 98 (1935); see Pem- 
berton, The ‘‘Chipso Trade-Mark’’, 28 T. M. Bull. 320 (1933). 

98. Procter ¢ Gamble Co. v. J. L. Prescott Co., 102 F. 2d 773 (C. C. A. 3, 1939). 
Cf. Derenberg, The Fourth Year of Administration of the Lanham Trade-Mark Act of 
1946, 41 T. M. R. 893, 911. 

99. Van Camp Sea Food Co., Inc. v. Westgate Sea Products Co., 48 F. 2d 950 
(C. C. P. A., 1931). 

100. Ea Parte Westgate Sea Products Co., 84 U. 8. P. Q. 368 (C. P., 1950). 
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the Commissioner in holding Hy-V confusingly similar to V-8.?% 
The Commissioner had made the following comment: 


‘‘Applicant further contends that the decision of the Court 
of Appeals, Fourth Circuit, in Standard Brands, Inc. v. East- 
ern Shore Canning Co., 172 F. 2nd 144, requires dismissal 
of the notice of opposition. Not only did that case involve 
the right to use rather than the right to register, but in finding 
the mark there involved not to be confusingly similar to the 
mark on which the opposer now relies, the court emphasized 
that defendant’s mark had a well-known meaning * * *. No 
such situation exists in this case.’’? 


Subsequently the Commissioner reiterated the doctrine that 
there is still a distinction between the right to use and the right 
to register. He stated in the Landis case :’ 


‘‘The respective rights of the parties to use the name Landis 
on the same machines or on the same or different classes of 
machine tools is not involved in this proceeding which is con- 
cerned solely with the right under the statute of the Landis 
Machine Company to the registration upon the application it 
ras made, and it has been determined under all the facts in 
the case that a registration cannot be issued under the statute. 
Any controversy between the parties as to their respective 
rights to use the name Landis must be settled in the proper 
forum without the aid of a federal trade-mark registration to 
one of them.’’!™* 


(c) The Weak Mark Doctrine 


The ‘‘weak mark’’ doctrine largely created the anomalous 
situation whereby some trade-mark owners had the right to use 
but no right to register. This was brought about by the difference 
of opinion between the Federal Courts and the Patent Office over 
the contention that many similar marks were registered or in use 
and consequently the opposer’s (plaintiff’s) mark was a weak 
mark and entitled to a very narrow protection. Some Federal 
Courts considered such evidence in determining the scope of pro- 


101. Campbell Soup Company v. Hy-V Company, Inc., 92 U. 8. P. Q. 212 
(C. C. P. A., 1951). 

102. Campbell Soup Company v. Hy-V Company, 86 U. 8. P. Q. 217, 219 (C. P., 
1950). 
103. Landis Tool Co. v. Landis Machine Co., Inc., 89 U. 8. P. Q. 42 (C. P., 1951). 
104. Id. at 44. 
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tection to be granted.’°° The Patent Office and Court of Customs 
and Patent Appeals, on the other hand, refused to consider such 
evidence,’ 


Did the Lanham Act change the views of the Patent Office and 
the Courts? We have given previous treatment to Sections 2(d) 
and 32(1) and concluded that the language of the sections, if read 
literally, require different tests by the Patent Office and the 
Courts. Le Blane concludes that the language of the Act would 
point to identical tests of similarity in opposition proceedings 
and in infringement suits.1°? Both Middleton and Derenberg dis- 
agree.1°S The results of the decisions of the respective jurisdic- 
tions seem to corroborate the latter’s views. 


In the Johnson case’? Judge Learned Hand made a distine- 
tion between the protection afforded a strong mark and that 
afforded a weak mark despite the fact that there was confusion. 
Judge Clark dissented."’° The Seventh Circuit in Philco Corpora- 
tion v. F. € B. Manufacturing Co.,™ likewise pointed out that a 
distinctive mark will be broadly protected but general words or 


names will be protected only within the range of similar goods. 
Cases from other jurisdictions confirm the views expressed in these 
decisions." It is thus shown that the position of the courts has 
not been substantially altered since the effective date of the Lan- 
ham Act. 


Any change in the position of the Patent Office and the CCPA 
must be caused from Section 19'?* of the Act since it directs the 
Patent Office in all inter partes proceedings to consider the equi- 


105. Majestic Mfg. Co. v. Majestic Elect. Opp. Co., Inc., 172 F. 2d 862 (C. C. A. 6, 
1949) ; Arrow Distilleries v. Globe Brewing Company, 117 F. 2d 347 (C. C. A. 4, 1944); 
France Milling Co. v. Washburn-Crosby Co., 7 F. 2d 304 (C. C. A. 2, 1925). But see 
Little Tavern Shops, Inc. v. Davis, 116 F. 2d 903 (C. C. A. 4, 1941) where owner of 
‘‘Little Tavern Shops’’ enjoined the use of ‘‘Hubbard’s Little Tavern Liquors.’’ 

106. Lactona, Inc. v. Lever Bros. Co., 144 F. 2d 891 (C. C. P. A., 1944); Pepso- 
dent Co. v. Comfort Mfg. Co., 83 F. 2d 906 (C. C. P. A., 1936); American Frutt 
Growers, Inc. v. Michigan Fruit Growers Inc., 38 F. 2d 696 (C. C. P. A., 1930). 

107. Op. cit. supra note 2 at page 313. 

108. Op. cit. supra note 79. 

109. 175 F. 2d 176 (C. C. A. 2, 1949). 

110. Id. at 180. 

111. 170 F. 2d 958 (C. C. A. 7, 1948). 

112. Sunbeam Lighting Co. v. Sunbeam Corp., 183 F. 2d 969 (C. C. A. 9, 1950)— 
See author’s criticism of this decision in Woe Unto You Trade-Mark Owners, 49 Mich. 
L. Rev. 1103 (1951); Pro-phy-lac-tic Brush Co. v. Jordan Marsh Co., 165 F. 2d 549 
(C. C. A. 1, 1948). 

113. 60 Stat. 427, 15 U. S. C. Sec. 1069 (1946). 
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table principles of laches, estoppel, and acquiescence and where 
applicable to apply them. In the ‘‘Gemlite’’ case'* the Commis- 
sioner held that ‘‘Gemlite’’ and ‘‘ Jewelite’’ are confusingly sim- 
ilar and cancelled the registration of ‘‘Gemlite.’’ The Commis- 
sioner made the following comment concerning the previous adju- 
dication by the First Cireuit Court of Appeals!’ which held 
contra: 


‘‘That the issues here involved are different, however, is indi- 
cated not only by the fact that Pro-phy-lac-tic’s registration 
of the word ‘GEM’ was not involved in that case and by the 
fact that there was there involved a question of right to equi- 
table relief for infringement rather than the narrower statu- 
tory question of right to registration here involved, but by 
the position taken by Gemloid in its pleadings and adhered 
to on this appeal that ‘GEMLITE’ and ‘JEWELITE’ are 
confusingly similar—in spite of the court’s ruling to the con- 
trary.’’ 


At the time this article is being prepared there have been 
no adjudications on this specific point by the Court of Customs 


and Patent Appeals. There have been two disappointing decisions 
in which the identical mark was registered over opposer’s protest 
for similar but not identical goods.’ In the Alligator case,!7 
Judge O’Connell recommended to opposer that it file a suit in 
equity to enjoin the use of the name. 


The Commissioner, however, has rendered numerous deci- 
sions.1* From these decisions it is apparent that the position 
remains unchanged and that Section 19 is not in point. In Star- 


114. Gemloid Corporation v. Pro-phy-lac-tic Brush Co., 77 U. 8. P. Q. 476 
(C. P., 1948). 

115. Op. cit. supra, note 112. , 

116. The Pep Boys — Manny, Moe and Jack v. The Edwin P. Guth Company, 94 
U. 8. P. Q. 158 (C. C. P. A., 1952). ‘‘Cadet’’ was registered for electric light fixtures 
over the opposition of the owner of ‘‘Cadet’’ for storage batteries and electrical 
appliances. Judge O’Connell dissented; The Alligator Company v. Larus § Brothers 
Co., Inc., 196 F. 2d 352 (1952). However, see United Drug Co. v. Mercirer Co., 182 
F. 2d 222 (C. C. P. A. 1950); Aluminators Corp. v. Vita-Var Corp., 183 F. 2d 612; 
Eureka Williams Corp. v. Willoughby Mach. & Tool Co., 194 F. 2d 543; Lever Bros. 
Co. v. Babson Bros. Co., 94 U. 8. P. Q. 161 (1952). 

117. Ibid. See also: Brown-Brockmeyer Co. v. Westinghouse Electric Corp., 94 
U. 8. P. Q. 165 (C. C. P. A. 1952) where Judge O’Connell in a strong dissent wrote at 
page 170: ‘‘. . . appellant should exercise its right under the statute and present the 
issue de novo before such a tribunal.’’ (Citing 97 F. 2d 232. See notes 95 and 96.) 

118. Ez Parte Good Luck Glove Co., 85 U. 8. P. Q. 509 (C. P., 1950). R. C. 
Williams § Co. v. Gordon, 76 U. 8. P. Q. 67 (C. P., 1947); Ex Parte Monarch Silver 
King, Inc., 94 U. 8. P. Q. 123 (C. P., 1952). 
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dust, Inc. v. Finer Full Fashion Hosiery Company,''® the Commis- 
sioner held that the fact that a portion of both marks involved 
was weak would not prevent confusion, and that if the opposer’s 
mark was weak, the applicant’s was also. 


The Commissioner has also held that an opposition is not 
barred by laches, for, even though opposer may have known about 
a mark for years, the instant application is the first opportunity 
to oppose its registration.’*° In Northam-Warren Co. v. Millers 
Forge Mfg. Corp.,** the Commissioner stated: 

‘‘The Examiner found nothing therein to the effect that the 

opposer acquiesced the use of the applicant’s mark, but that 

the opposer did object to the applicant’s registration of the 


mark, and manifestly the opposer could take no action against 
applicant’s registration except in the present proceeding.’’!”” 


The rule of strong and weak marks should not be taken too 
literally. The basic test is, as Judge Hand’** has enunciated: 


119. 85 U. S. P. Q. 507 (C. P., 1950). In this case the Commissioner cited 
Pepsodent Co. v. Comfort Manufacturing Co., 83 F. 2d 906 (C. C. P. A., 1936). 

120. The Edwin H. Fitler Co. v. The Grady-Travers Company, 84 U. 8. P. Q. 
360 (C. P., 1950) ;. General Motors Corp. v. United States Air Conditioning Corp., 92 
U. 8. P. Q. 257, 258 (P. O. Ch. Ex. 1952): ‘‘First, this is an opposition proceeding 
filed within the thirty-day period specified in the statute and opposer could not have 
filed the opposition in any other period. Second, the application is still a pending 
application within the jurisdiction of the Patent Office. If it were found that the 
marks were confusingly similar, the Patent Office would be constrained to reject the 
application ex parte under section 2(d) of the Trade-Mark Act and it should be noted 
that Section 19 of the Trade-Mark Act relating to the application of equitable prin- 
ciples of laches, etc., is limited to inter partes proceedings. Consequently, no reason is 
seen for considering the question of laches in an opposition proceeding when the Office 
would have to act on the application ex parte disregarding any question of laches.’’ 
See Derenberg, The Fifth Year of Administration of the Lanham Trade-Mark Act of 
1946, 94 U. 8. P. Q. No. 8, Part I, p. 17-18 (Sept. 13, 1952). 

121. 92 U.S. P. Q. 360 (C. P., 1952). 

122. Id. at 361. See also: Sleepmaster Products Co. v. Cleveland Welding Co., 89 
U. 8S. P. Q. 281 (C. P., 1951). See Halliday, The Lanham Act Opposition, 37 T. M. R. 
611 (1947): Liddy, Opposition, Cancellation and Interference Proceedings, 40 T. M. R. 
1031 (1950). See note 36. Cf. Ex Parte Monarch Silver King, Inc., 94 U. S. P. Q. 
123 (C. P., og where ‘‘General’’ was denied registration for bicycles because con- 
fusion will be likely on account of the prior use of ‘‘General’’ on auto tires with 
rye Telephone § Radio Corp. v. Federal Television Corp., 180 F. 2d 250 (C. C. A. 
2,1 ‘ " 

123. ‘*The suggestion has at times also been made that the doctrine does not 
apply to a mark which is not coined, and it is on this that the defendant relies. We 
do not agree. It is quite true that, just as a coined word is easier to protect than a 
word of common speech upon goods on which the owner has used it, so it is easier to 
prevent its use upon other kinds of goods. The proprietary connotation—‘secon 
meaning ’—of a word of common speech is harder to create and easier to lose, and its 
fringe of penumbra does not usually extend so far as that of a coined word. But that 
is a matter of proof and of that alone; if the owner can in fact show that the fringe 
does extend to other goods there is no reason why his interest should not be recog- 
nized. His interest is exactly the same as though the mark were a coined word (his 
reputation and his chance to extend his sales), . . . It would therefore be wrong to 
make any absolute distinction between coined, and colloquial, names ...’’ Landers, 
Frary § Clark v. Universal Cooler Corp., 85 F. 46, 48 (C. C. A. 2, 1936). 
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Would the public be confused as to the origin or source of the 
new product? His comments leave the impression that an ordinary 
word will be afforded the same protection as a coined word pro- 
vided a secondary meaning has been established. Pattishall’** has 
aptly pointed out that the test which has been enacted into the 
statute is ‘‘If the use by the subsequent trader is likely to result 
in confusion with the goods, services or reputation of the prior 
user, it should not be permitted. What the law need protect is the 
right to individual identity, not the word or mark which, when 
used in a highly finite way, is the means for achieving it. For the 
law to concern itself with the nature of the word or mark in any 
way other than to inquire as to the likelihood of confusion is to 
place the cart before the horse. When it is understood that the 
protection which should be afforded in the law of commercial iden- 
tification runs not to particular words, marks or designs but actu- 
ally to an intangible right to maintain one’s identity inviolate * * * 
no more is needed.’’!*5 Under the common law there is no distinc- 
tion between coined or invented words and other technical trade- 


marks., It thus appears that the Patent Office is following the more 
desirable procedure in refusing to adopt the ‘‘weak mark”’ 
doctrine.'*° 


It is obvious that the courts have adopted the rule that where 
the trade-mark is an ordinary word or symbol protection against 
the use of similar words on identical goods or identical words 
on similar goods will be limited or denied. On the other hand in 
oppositions heard by administrative tribunals opposer’s mark 
cannot be challenged except by a counterclaim for cancellation. 
Consequently the tests are different and until the respective forums 
adopt the same test we will continue to have chaos and contra- 
diction. Judge Charles Clark’s dissenting opinions’*®™ to the 


124. Pattishall, Trade-Marks and The Monopoly Phobia, 50 Mich. L. Rev. 967, 
978, 983, 990 (1952). 

125. Ibid; Nims, Unfair Competition and Trade-Marks, 3rd ed. 580 (1929) ‘‘yet 
because of a failure of the sellers of Blue Ribbon Beer from the beginning to sell 
malt extract as well as beer under that name, another concern is permitted to sell Blue 
Ribbon Malt Extract. A system of the law that permits such opportunities for exploit- 
ing the public is unfortunate, to say the ljeast.’’ 

126. » Lunsford, Trade-Mark and Famous Brand Names, 41 T. M. R. 923 at 937-940 
(1951) ; Callmann, op. cit. supra note 28, at pages 1504-1505. 

126(a). Best § Co. v. Miller, 167 F. 2d 374 (C. C. A. 2, 1948); 8. C. Johnson 
Son v. Johnson, 175 F. 24 176 (C. C. A. 2, 1949). 
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effect that the courts have failed to carry out the mandate and the 
spirit of the new Act are fully justified. At the same time Judge 
O’Connell has recommended that the unsuccessful opposer seek 
injunctive relief in the equity courts.1*°) If the courts and the 
administrative agencies adopt the test incorporated in the statute: 
If the use by the subsequent trader is likely to result in confusion 
with the goods, service or reputation of the prior user, it should 
not be permitted?**“ there would be a minimum of contradiction. 


V. Solution 


It is apparent that unless both forums adopt this test the 
distinction between the right to use and the right to register will 
continue under the Act of 1946.!*7 Naturally, it is desirable that 
the Register reflect the existence of all trade-marks that are in 
use in interstate commerce. How can this be done? The Act is 
completely devoid of direction or suggestion that either the Patent 
Office or the equity courts change their respective position on the 
‘tweak mark’’ doctrine. Frequently trade-mark cases are heard 


by judges who are unfamiliar and inexperienced in these matters. 
It is difficult to educate the courts that trade-marks are commer- 
cial identification marks and that likelihood of confusion of source 
is the test to be applied. Some courts have difficulty in distinguish- 
ing between a trade-mark, a copyright or even a patent. Other 
courts become confused by trying to distinguish between trade- 
marks and trade-names.'*® 


There are several possible solutions. One is the adoption of 
the procedure followed in the civil law countries in making regis- 
tration a prerequisite to use. This is objectionable because it does 
away with common law; it could open the door to false or fraudu- 


126(b). See notes 116, 117 supra. 

126(c). 60 Stat. 437, 15 U. 8. C. Sec. 1114(1); 3 Torts Restatement Sec. 730, 
Comment (b); Oppenheim, Public Interest in Legal Protection of Industrial § Intel- 
lectual Property, 40 T. M. R. 613 at 622 (1950); see also Lunsford, Ascertaining The 
Facts in Unfair Trade Cases, 40 T. M. R. 753 (1950). 

127. Derenberg, The Third Year Of The Administration Of The Lanham Trade- 
Mark Act of 1946, 40 T. M. R. 914 at 940 (1950). 

128. Rogers, Introduction To The New Trade-Mark Manual XV (1947): ‘‘Except 
in commercial centers there were few conflicts between manufacturers over the mark- 
ings on goods ...’’ Even today very few trade-mark cases are heard outside the 2d, 
7th and 9th Circui 
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lent registrations ;!?9 and it would require a complicated procedure 
to show that the marks were being used. 


Naturally, there is a possibility of an amendment to the Act. 
Section 2(d) and Section 32(1) should be identical in language 
and any amendment should clearly state that the right to use and 
the right to register would be one and the same. It is doubtful 
that this would be sufficient since the decisions interpreting the 
Act reveal evidence of confusion and inconsistency in the findings 
of the courts. It has been said: ‘‘Despite all the efforts of the 
bar, our courts still cling to the familiar anachronisms.’’!*° 


This writer has suggested a special court, similar to our tax 
courts, to hear trade-mark cases.'*! Similar proposals have been 
made concerning patents.’*? A special court to hear all appeals 
from Federal District Courts would greatly expedite such litiga- 
tion, for it would be staffed by specialists in these matters. The 
Court of Customs and Patent Appeals hears only appeals from 
the Commissioner of Patents. It is believed sound to include 
Carter’s proposal to divorce trade-mark administration from the 
administration of patents.’** The Court of Customs and Patent 
Appeals could become the Court of Trade-Mark Appeals and be 
the appellate tribunal for appeals from the Commissioner of 
Trade-Marks and the Federal District Courts. 


This court would build up over a period of years a body of 
precedents which would greatly reduce the amount of litigation 


129. See note 32; Halliday, Registration Rackets, 30 T. M. Bull. 194 (1935); 
Nims & Whitman, Trade-Mark Menace, 30 T. M. Bull. 157 (1935). 

130. Callmann, One Year Under The Lanham Act, 38 T. M. R. 857, (1948). 

131. Lunsford, Woe Unto You Trade-Mark Owners, Op. cit. supra, note 3 at 
1126-1127: ‘‘Recently Congress provided for a Court of Military Appeals to review 
all courts-martial of the units of the armed services. Is this the answer to the con- 
fusion of the courts concerning trade-marks? Members of the services and public 
reaction were responsible for the new Military Code. Inequities in the administration 
of military justice commanded a revision. Likewise, the inequities in construing, 
interpreting and at times, refusing to apply the provisions of a law, the validity of 
which has not been questioned, command rectification. Will it be necessary to estab- 
lish a special court to administer the Lanham Act or review cases arising thereunder 
on appeal? 

132. Editorial, The Journal of Commerce and Commercial, January 20, 1943. 
Davis, Proposal Modifications in the Patent System, 12 Law & Contemp. Prob., 796, 
802 (1947). The Union of South Africa has passed a Patent Act effective January 1, 
1953 setting up a Patents Court to simplify litigation in general, including the hearing 
of Oppogitions & Declaratory Judgments Actions. 

133. Carter, 4 New Day For Trade-Marks, 36 T. M. R. 141 (1946). See also, 
Nims, The Significance of Trade-Mark and Unfair Competition Law For The Future, 
41 T. M. RB. 649 (1951). 
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that would be necessary thereafter. It would remove conflicts 
between the Courts of Appeal for the various circuits. The estab- 
lishment of such a court would assure uniformity, finality and con- 
sistency. The present Act offers much hope to trade-mark owners 
but a full measure cannot be realized under the present set-up. It 
is believed that this special court would assure a new day for 
trade-marks and accomplish the avowed purpose of The Lanham 
Act. 





Vol. 43 T. M. BR. THE RIDDLE OF ANTI-TRUST 


THE RIDDLE OF ANTI-TRUST* 


Rudolf Callmann** 


I. Competition and Monopoly 


The recent announcement that a thorough legislative revamp- 
ing of our anti-trust laws may be in the offing is both encouraging 
and welcome. But if this project is to succeed, a complete re- 
appraisal of our anti-trust approach will be essential. Experience 
has demonstrated that the judiciary has been unable to cope effec- 
tively with some of the very fundamental problems of anti-trust 
and monopoly. A crippling adherence to precedent has thus far 
paralyzed the field and prevented any intelligent analysis con- 
sistent with changing times and with the fabric of our economy. 


For almost half a century now, we have been deluding our- 
selves with the thought that ours is the most efficient statutory 
law against monopolies, and our courts have sometimes indulgently 
assumed that our corpus juris boasts a superior and well con- 
ceived common law against unfair competition. But for all of that 
our industry remains the most monopolized in the world; and if, on 
occasion, a court grants satisfactory protection against unfair 
competition, its decision is more often than not attributable to 
happy accident. 


The law relating to competition and monopoly is in a most 
confused state, and its chaotic condition is to a considerable degree 
chargeable to the legal fraternity’s failure to develop a legally 
adequate theory upon which to base it. 


From the outset the approach fo anti-trust problems was 
wrong because the philosophy of the moving law, the Sherman Act 
of 1890, was conceived in error and similarly administered and 
interpreted. With the posthumous blessing of Adam Smith—at a 
time when his principles were only half the truth of our economic 
wisdom—the Sherman Act was passed. Designed to preserve the 
competitive system in industry and commerce and to provide the 
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means by which competition could be retained in its free and 
primitive state, the Act insisted upon the fiction of a chemically 
pure competition as the only true concept of economic order and, 
therefore, unconditionally outlawed any attempt to disturb or 
taint this pristine ‘‘ purity.’’ 

A uniformity was assumed, however, where none exists. The 
realities of economic competition and the legal concepts sur- 
rounding them are anything but uniform. Rather, it might be 
said that the order of competition now reflects two different and 
distinct types of commercial behavior. First, there is a multitude 
of small competitive enterprises in the manufacture and sale of 
goods, but these units are for the most part powerless in respect 
of market processes. They have neither the power nor the desire 
to alter or affect them. Second, there is the competition of big 
business and monopoly, resulting from an industrial concentration 
fostered by the law of corporations and patents, which wields great 
power in the molding of financial and industrial policy. Com- 
petitive capitalism becomes monopoly or trust capitalism and this 
leads to industrial imperialism. 


Broad programs for the regulation of competition have ap- 
peared in such fields of public service as transportation (railroads, 
water carriers, motor carriers, air carriers and pipe lines), com- 
munication (telephone, telegraph and radio), and production and 
distribution of electric power, gas and water supply. Govern- 
ment control of these industries was initially directed against 
an abuse of economic power, but today its main purpose is to 
supersede the working factors of the competitive system for the 
purpose of assuring the public adequate service at reasonable rates 
and of regulating supply according to demand through the ‘‘ public 
convenience and necessity’’ concept. Regulation is sometimes regu- 
lation of monopoly, and sometimes regulation of competition. How- 
ever, classification as a public utility does not necessarily imply 
monopoly ; and in most branches of governmental control, trade is 
neither thoroughly monopolistic nor thoroughly competitive. 


The unity of our hypothetical order of free competition has 
moreover been disturbed by numerous statutes enacted expressly 
to limit the scope of the anti-trust laws or to regulate competition. 
Such exemptions extend not only to agriculture but also to numer- 
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ous industries. Destructive competition and the inability of the 
weaker or smaller marginal economic units to survive the fluctua- 
tions of any business cycle are usually accepted by Congress as jus- 
tification for ‘‘legalized’’ collaboration or regulated trade. The 
Supreme Court once conceded that Congress has the full power to 
modify what it has forbidden by the Sherman Act. It may do so by 
placing the machinery of price fixing in the hands of public 
agencies. It may single out for separate treatment, as it has done 
on various occasions, a particular industry and thereby remove the 
penalties of the Sherman Act as respects it. Congress under the 
commerce clause is not impotent to deal with what it may consider 
to be dire consequences of laissez-faire. It is now powerless to take 
steps in mitigation of what in its judgment are abuses of cut-throat 
competition. 


No clear line of demarcation can be drawn between competi- 
tive and anti-competitive activities. They are not two separate 
spheres, one of freedom and the other of authority, one represent- 
ing free private enterprise and the other monopolistic concentra- 
tion of economic power. There is, on the contrary, a continuing 
change, a dynamic fluctuation produced by the various elements of 
interferences by technical and legal developments, economic forces, 
public opinion and the like. There are innumerable phases of 
monopoly and competition, and they range from the simplest forms 
of anti-competitive agreement to the control of the entire supply 
of an irreplaceable product by single, giant, unified concerns. 


Therefore, the Sherman Act with its unconditional prohibi- 
tion of any agreement or combination designed to regulate com- 
petition was erroneous in theory to the extent that it posited “free 
competition” and “restricted competition” or “restraint of trade” 
as exclusive opposites. They are really facets of the same phenom- 
enon in an economic order where free competition, though an ideal, 
is not the only form of business activity. The Sherman Act prevents 
business men from escaping ruinous competiton, even though no 
one doubts that competition may some times be ruinous and a non- 
competitive order preferable. 


After twenty years of the Sherman Act, the Supreme Court 
came up with what it believed to be a solution to this dilemma. By 
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analogy to the common-law concept of restraint of trade, the 
Supreme Court announced the “Rule of Reason” under which only 
“unreasonable” acts or contracts, agreements or combinations 
which operate to the prejudice of the public interest by unduly 
restricting competition or unduly obstructing the due course of 
trade, are in violation of the law. Recently the Supreme Court 
announced that a restraint may be unreasonable either because a 
restraint otherwise reasonable is accompanied with a specific 
intent to accomplish a forbidden restraint or because it falls within 
the class of restraints that are illegal per se. As examples of re- 
straints illegal per se, the Court cites price fixing, concerted refusal 
to deal with non-members of an association, and patent licensing 
on condition that unpatented materials be used in connection with 
the patented device. As a restraint otherwise reasonable which, 
in certain circumstances, may be forbidden, the Court refers to 
vertical integration which, without more, cannot be held violative 
of the Sherman Act. Such integration may be reasonable if cal- 
culated to meet legitimate business needs but unreasonable if its 
effect is to restrain or suppress competition, to gain control over 
an appreciable segment of the market, or to restrict unreasonably 
the opportunities of competitors to market their product. 


This so-called Rule of Reason needs further analysis. Except 
where statutes or common law outlaw certain acts as inherently 
dangerous and therefore “illegal per se,” the courts tend to over- 
emphasize the precise economic situation in which the defendant 
acted. Our courts, for example, sometimes devote too much atten- 
tion to the economic strength and the percentage of market control 
enjoyed by a capital combination, although it is difficult to as- 
certain with any degree of accuracy what importance has been 
attributed to this factor in the decisions of the Supreme Court. 
One can as readily find combines with a rather high percentage of 
market control which have been upheld as those which have been 
declared unlawful. The American Sugar Refining Company, for 
example, controlled 98 per cent of the sugar refined in the United 
States; in their respective markets, United Shoe Machinery Com- 
pany controlled over 90 per cent, United States Steel Corporation 
about 50 and International Harvester accounted for 64 per cent of 
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the business—and yet no violation of the anti-trust law was found 
in any of these cases. 


This myopic concern over the economic picture at the time 
of the suit not only prompts investigation into the defendant’s 
percentage of market control but also, quite logically, into the 
existence of unrestricted competition which, of course, may be but 
is not necessarily a test for the existence of market control. It 
is certainly no more correct to say that a combination is unlawful 
because there is no outside competition than it is to say that a 
combination is lawful merely because there is outside competition. 
The fact is that there are stages to monopolistic development, and 
it is because of that fact that a combination may well be unlawful 
despite effective outside competition. On the other hand, a combine 
may not necessarily be unlawful under the orthodox standards of 
the Sherman Act even though it enjoys complete freedom from out- 
side competition. The static monopoly concept that has dominated 
the Supreme Court expresses itself in the following truism: If 
there is vigorous and effective competition in an industry a 
monopolistic situation does not exist. This statement is too simplis- 
tic. Even though the competitive struggle be fierce and vigorous at 
the moment, it may sometimes be likened to the last bright flame of 
the candle before it dies down. Price leadership may well augur 
the beginning of the end and where one merger supplants a com- 
petitive relationship, a second and a third will have a progres- 
sively destructive effect upon the competitive pattern of an entire 
industry. A dynamic approach, on the other hand, would more 
properly be concerned over the possible future repercussions of an 
economic transaction and would require the court to test the 
challenged act against the competitive pattern of our economy. 


It is probably conceded today that judicial inability to cope 
with the problems of the economic size of a business has in great 
measure contributed to the modern trend in the direction of con- 
centration of economic power. Only recently has there been any 
trend toward modification of the famous statement that the ‘‘mere 
size of a corporation”’ resulting from natural growth, ‘‘ however, 
impressive’’ is not unlawful per se. But even the realization that 
size as such may be an anti-competitive factor of the first magni- 
tude means little unless we know more about the economic concept 
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of size. The fact is that we know pitifully little. Even those who 
in principle are prejudiced against big business may not be willing 
to concede that every big corporation presents an actual or poten- 
tial anti-trust problem. 


When a big corporation originates a new material, it goes 
into production on a massive, efficient scale. As costs decline 
it lowers the price to consumers. By the time its patents ex- 
pire, the company is so far ahead in technical know-how, the 
investment required to compete is so tremendous, and the price of 
the product is so reasonable, that few are tempted to compete. 


The investment needed and the risks that go with research 
can be undertaken only by the big corporation. The result some- 
times mean a new industry for the country. Many of these corpora- 
tions, after successful development of their inventions, grant 
patent licenses to any would-be competitor at a moderate fee, and 
even offer to furnish complete know-how and serve in the role of 
consultant, designer and contractor in the building of the potential 
competitor’s plant. In such a relationship the ‘‘competitive’’ 
spirit is almost non-existent. But who can take that risk of invest- 
ment if not the big corporation? 


It is not surprising then that our judiciary is unwilling to 
assume the awful responsibility of ordering the dissolution of a 
big business. An examination of the giants of industry and com- 
merce reveals, however, that the problem of size resulting from 
natural growth is in fact not of major concern. We must know the 
economic optimum or minimum of size if we are to ‘‘unscramble 
the eggs.’’ The fact remains that very few, if any, big business 
combines ‘‘jest growed”’ that way like Topsy. Most of our modern 
industrial Brobdinnagians are the product of mergers over the 
years. 


The trend toward concentration of economic power has been 
materially spurred by judicial apathy to the enormous merger 
movement which during the last six decades have wrought the 
industrial integration and concentration of our industry. Modern 
economists have recognized the inherent dangers of this develop- 
ment and have sounded the warning trumpets. In the light of the 
most important of all anti-trust law cases and the most debatable 
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of the recent merger cases, it does not seem overpresumptuous to 
state that the real problem is a disheartening lack of theoretical 
analysis in the anti-trust law and a hopeless and muddling applica- 
tion of the Rule of Reason. 


There has been remarkably little study of the true nature of 
the Rule of Reason and the measuring rod of its applicability. 
It is nothing more than a statement of a conclusion for a court 
to treat ‘‘reasonable’’ as the equivalent of a ‘‘reasonable and nor- 
mal method in furtherance of trade and commerce.’’ Even though 
a vertical integration may be reasonable or even the result of a 
normal development for a certain enterprise, it may nevertheless 
result in an anti-competitive deformation of the pattern of in- 
dustry. The anti-trust laws were avowedly intended to maintain, 
in the interest of the national economy, the principle of free com- 
petition. Only such anti-competitive acts as are clearly in the 
interest of the national economy should be classified as ‘‘reason- 
able.’’ Only then should the interest in maintaining free competi- 
tion give way. 

An act should not be classified as reasonable merely because 
it is reasonable from the standpoint of a private business. By 
force of logic, the element of “intent” would also be deprived of 
any significance; the businessman may have no intent to under- 
mine free competition. He may be actuated solely by the profit 
motive, and certainly he need have no concern over the public 
interest if his acts are within the law. But if his acts affect the 
pattern of free competition, the reasonableness of his intent or 
his profit should not exonerate his actions. It is possible to go 
still further—even if a certain transaction is in the economic 
interest of a group of business units or an entire industry, it must 
still bow to the national economy. Only an emergency situation 
in the interest of the national economy can justify any infraction 
on the paramount public interest in freedom of competition. Such 
an emergency can arise in a given industry, if, for example, free 
competition temporarily or even permanently proves unworkable; 
or if a combination or merger of two independent units seems 
advisable in order to strengthen their ability to compete with the 
giants of industry; or if an association of independent competitors 
is valuable for the dissemination of information or for the com- 
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mon interest in industrial relations; or if a business concern wants 
to quit doing business and it is in the public interest that it be 
taken over by a competitor. 


The present interpretation of the Sherman Act, however, 
forces the courts to ignore an emergency situation with catas- 
trophic repercussions of the whole national economy. The so- 
called Madison Oil case, decided by the Supreme Court in 1940 
is strikingly apposite. In 1926 disastrous market conditions in 
the oil industry were caused by the production of crude oil and 
gasoline in excess of demand. State proration laws, restricting 
the production of “hot oil” and “hot gasoline,” were ineffectual ; 
and the Administrator of the Petroleum Code under the National 
Industrial Recovery Act, in cooperation with the larger oil corpo- 
rations, attempted to remedy the evil of over-production. When 
in 1935 the latter Act was declared unconstitutional, the oil corpo- 
rations continued to cooperate voluntarily and resorted to a plan 
of buying up the “hot oil” and “hot gasoline” so that the general 
price level would not be disturbed. In the ensuing litigation under 
the Sherman Act, the Court of Appeals reversed the conviction in 
the District Court on the theory that the effect of the concerted 
action upon fair competition is the sole determinant of its legality 
under the Sherman Act; if such concerted action destroys competi- 
tion, the theory goes, it should be branded unlawful; if, however, 
such action preserves fair competition by eliminating a competitive 
evil or otherwise alleviating market conditions it is not unlawful 
per se, even though a price fixing agreement be involved. The 
Supreme Court, on the theory that price fixing agreements are 
unlawful per se and that the elimination of so-called competitive 
evils affords no legal justification, reversed the Court of Appeals. 
Perhaps this case demonstrates more forcibly than any other that 
an inflexible adherence to precedent can prove inadvisable. Had 
there been some procedure as is suggested herein whereby this type 
of cooperative combination could have obtained governmental 
approval ab initio, in the interest of the national economy, this 
decision would not have resulted. 

True, the line of demarcation between public and private 
interest is oftentimes shadowy, particularly when a “business 
affected with a public interest” is involved. And very often the 
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two interests overlap. But because there is a twilight zone and 
because the distinction is difficult to draw does not establish that 
it is valueless or wrong. The failure to emphasize, or at least to 
recognize, the national interest as the acid test for the reasonable- 
ness of a “restraint of trade” is perhaps attributable to historical 
accident. At common law the Rule of Reason involved a balancing 
of private interests between the parties to a covenant or contract 
in restraint of trade and this concept was, without further refine- 
ment, imported into Section 1 of the Sherman Act, which was 
enacted in the public interest. 


Under the Rule of Reason a distinction has been made between 
restraints that are unlawful per se and restraints that are lawful 
or unlawful depending upon the “reasonableness.” This was a 
sort of makeshift, and its evolution was quite natural. Our courts 
were not trained to deal with the complicated economic problems 
of anti-trust, and therefore found some measure of solace in setting 
up an inflexible “hornbook” rule on the one hand and a flexible 
rule on the other. Thus, like the cautious doctor who, to be on the 
safe side, says “no” to his patient, the courts have ruled that any 
price-fixing agreement is unlawful per se. On the other hand, the 
vertical integration or the exclusive dealing agreement is not 
illegal per se. But the inflexibility of the one rule is just as per- 
nicious as the flexibility of the other. 


There may be combinations between competitors or even 
monopolistic enterprises that should be permissible under certain 
conditions and, as such, should be lawful under the Rule of Reason. 
But what factors will determine whether such a combination or 
monopoly falls outside the condemnation of the anti-trust laws? 
What authority should apply the Rule’‘of Reason? And when should 
the inquiry with respect to its applicability be made? If possible, 
an economic evil should be rooted out in its incipiency; if it is 
not, then there is the problem of acting upon a fait accompli. If 
the court cannot act until after the evil has taken root, what other 
authority can act before that happens? 


II. Blocking the Roads to Market Control 


A free or competitive enterprise can effectively dominate or 
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control a market by directly eliminating or restraining present or 
potential competition. Then too, a dominant market position may 
be developed through natural growth to bigness or by means of 
tactics caleulated to establish first a foothold and then a fortress 
in the market. 


The strategy may call for peaceful agreements between com- 
petitors with respect to their competitive relations, either through 
loose combinations as in the case of cartels and trade associations. 
or through close combinations such as consolidations and mergers. 
There may even be combinations with non-competitors, either by 
way of vertical integration or horizontal combination, or by agree- 
ments with non-competitors whereunder customers or suppliers 
are influenced to take sides in the competitive struggle. And, of 
course, there are such blatantly unfair methods of competition as 
boycotts and discriminatory price policies. 


These tactics may be classified as follows: 


(1) peaceful agreements between competitors with respect 
to their competitive relations ; 


(2) development of a dominant market position by means of 
non-competitive agreements; 


(3) development of a dominant market position by natural 
growth; 


(4) warfare directed against competitors by means of unfair 
competition. 


Notwithstanding the deviations from the principle of free 
competition recognized by government control or express ex- 
emptions from the anti-trust laws, the concept of free competitive 
enterprise is dominant in our economic philosophy. But compe- 
tition is not just a negative concept outlawing any attempt to 
disturb the economic pattern by monopolies or anti-competitive 
manipulations. It should also be recognized as a positive concept 
requiring that all business be conducted in a competitive, fighting 
spirit. It is impossible to rationalize the anti-trust laws and en- 
force them properly unless we recognize that this fighting men- 
tality lies at the very base of the competitive relationship in 
business. One who does not have the courage and daring to as- 
sume the risks of this commercial battle should not attempt to 
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carry on business as an independent entrepreneur. This theory 
is based on the axiom that the order of competition is by nature 
an order of struggle and thus set apart from all other spheres 
of life which are ordinarily orders of peace. The legal corollary 
of this principle is the following: Just as the order of peace would 
be violated by struggle so the order of competitive struggle would 
be violated by peace. This principle is the very essence of our 
anti-trust laws. 


One who elects to go into business on a competitive basis 
does so of his own free will, and on the battlefields he must 
either fight or perish. There is no room for either the non- 
combatant or the conscientious objector. Therefore, any ‘‘peace- 
ful agreement’’ between competitors violates the order of com- 
petition, because it is only possible when the competitive spirit 
deteriorates and gives way to an anti-competitive atmosphere or 
mentality. Any ‘‘peaceful agreement’’ between competitors at- 
tempts to bridge the gap between the two spheres or orders of 
life, that of peace and that of struggle. This concept is so broad 
in scope that it includes almost all anti-trust law violations with- 
in the competitive relationship. One can only guess at the economic 
development under the Sherman Act had our courts adopted such 
a theory from the beginning. 


If free competition is recognized not only as a theory but 
as a living rule and a way of business life, it will lead to the 
realization that in principle the actors in the market should be 
isolated units, powerless and without knowledge of the dominat- 
ing factors and equally exposed to the mysteries and vicissitudes 
of the market process. This powerlessness of every competitor, 
his complete submission to commercial risk, is the second pre- 
dominant feature of the competitive order; and absence of in- 
fluence upon the market process is a necessary prerequisite to 
the state of pure competition. A competitor who obtains and 
exercises any influence upon the market process disturbs the 
competitive economy. Therefore, under this view, an entrepre- 
neur violates the anti-trust laws when he attempts to control 
the market by developing a dominant market position, whether it 
be through vertical integration or horizontal combination with 
competitors or non-competitors, or even through natural growth. 
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Every peaceful agreement between competitors with respect to 
their competitive relations and every non-competitive transaction 
which is likely to lead to market domination should be unlawful 
unless an exceptional situation exists which justifies such an 
agreement or transaction as ‘‘reasonable.’’ 


Now we must face the big problems; who shall decide whether 
the exception should be allowed and when should action be insti- 
tuted? Such activity should be curbed, if possible, before it has 
achieved its purpose. Once market control is established, it may 
be difficult to determine which course would be more detrimental 
to the economy as a whole: to require affirmative action to undo 
the evil or to allow its continuance. As the Sherman Act modified 
by the Rule of Reason, has been administered for about 60 years, 
chance alone determined where along the road to market control 
the law breaker would be halted. 


In 1914, Congress vested the Federal Trade Commission with 
authority to determine whether certain practices are in violation 
of the anti-trust laws and further empowered the Commission to 
institute action against such practices and even to stop them in 
their incipiency. But only in rare cases has Commission action 
successfully curbed such activity in its incipiency, for the roads 
to market control are open to all and progress thereon can be 
readily camouflaged. 


In cases of manipulated monopoly, i.e., in cases of intentional 
agreements and transactions, such existing institutions as the 
FTC’s Trade Practice Conferences should be pursued, and the 
proceedings should be based on acceptance of the premise that a 
“monopolist,” as such, is not a criminal. This has been impliedly 
recognized by the courts of all countries in the universal reluctance 
to convict the representatives of big business, the dignitaries of 
our commercial communities, under criminal statutes forbidding 
monopolies. According to Polanyi’s thesis, as expounded in his 
book “The Great Transformation,” monopolies represent a social 
defense mechanism against the Moloch Market, a defense which 
virtually dissolves society by considering everything in terms of 
“commodity” and price without regard to whether or not it pays. 
Monopolies, under this theory, are formed to insulate businessmen 





Vol. 43 T. M. R. THE RIDDLE OF ANTI-TRUST 41 


against the violent fluctuations of the market, just as labor unions 
were developed to protect workers from the ravages of a free 
market in labor. Therefore, a given monopoly should not be con- 
demned merely because it is a monopoly; it should be condemned 
only if it is an unnecessary monopoly because not justified by 
existing economic conditions or because, though reasonable, it 
has acted in a manner that abuses its license to continue. If, how- 
ever, the responsible governmental agency decides that, under 
given economic conditions, the monopoly is necessary, then govern- 
mental control should be continued while such necessity persists. 


A much more complicated case is that presented by a big 
business which has gradually and more or less naturally grown 
to bigness attended by all its evil consequences of price leader- 
ship, oppression of competitors, elimination of potential competi- 
tion, etc. It is extremely difficult and, in fact, almost impossible, 
to ascertain when bigness oversteps tolerable boundaries. But that 
line of demarcation must be drawn. It is suggested that a govern- 
mental agency, as, for example, the Economic Division of the FTC, 
should, maintain a constant surveillance over economic conditions. 
Like the chemist who continuously keeps in sight the processes 
in his test tube, the economist should constantly observe the 
phenomena of economic life. Such continuous supervision of the 
whole field of economic endeavor is not only the proper way to 
make preventive intervention possible, but it also secures a more 
nearly correct evaluation of the economic facts; a more nearly 
correct evaluation than where the end stage of a long development 
is presented as a fait accompli to a court which cannot help being 
a stranger to the problem before it. Unless the circumstances are 
stronger than man and free competition simply cannot be main- 
tained, it must be up to the business man to decide whether he 
wishes to live in the sphere of free competition or im the sphere of 
governmental control. Business men should not be allowed to escape 
the risks of the competitive struggle by entering the “paradise” 
of governmental care. If they prefer the latter to the former, there 
is conclusive evidence that monopoly lives unfettered under gov- 
ernmental weakness. Advocates of an anti-competitive collectivism 
will wonder how great the sphere of free competition would be if 
the anti-monopoly policy were as energetic as is here suggested. 
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Only then can we hope that government can regulate from the 
outside by fixing rules of conduct in advance, rather than penetrate 
the interior of business management by command. 


As to the operation of anti-trust laws in the domestic field, 
the following conclusions appear to be justified: 


1. Although the Sherman Act, with its unconditional prohibi- 
tion of any restraint of trade in business competition, is in theory 
good law, it ignores the fact that there are certain conditions under 
which free competition becomes economically impractical and real- 
istically unworkable. Therefore, a Rule of Reason was spawned 
to allow for a certain amount of regulation of competition by pri- 
vate forces. 


2. Such a Rule of Reason must be a rule of necessity, and 
the standard of reasonableness must not be a subjective standard, 
distilled from the self-serving declaration of business men as to 
the reasonableness of their profits. Rather, it must be an objective 
standard, premised upon the truism that the anti-trust laws are 
designed to preserve the order of free competition; a deviation 
from this order may only be justified if it is vital to the existence 
of competitors and to their ultimate ability to revive a competitive 
market as soon as possible, or as stated in a recent government 
publication, “Proposals for Expansion of World Trade and Em- 
ployment,” “to prevent or alleviate the serious economic problems 
which may arise when . . . production adjustments cannot be 
effected by the free play of market forces as rapidly as the cir- 
cumstances require.” An economy of pure competition can never 
be developed. Our economy is partly competitive, partly non- 
competitive and partly monopolistic. It is in some fields regulated 
—in others, not. The big task of an enlightened economist is to 
bring all these economic forces into a healthy interplay for the 
benefit of the whole. 


3. Anti-competitive conduct which may or may not come 
within a Rule of Reason may be classified as follows: 


a. Unfair competition, whether pursued for the ordinary and 
lawful end of diverting customers from a competitor or whether 
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intended to secure market control, is unlawful per se. This un- 
equivocal prohibition is traditional to judicial and administrative 
proceedings. 


b. Peaceful agreements between competitors by such means 
as cartels, trade associations, license agreements, consolidations 
and mergers should be unlawful per se, unless specifically ap- 
proved by a governmental agency authorized to supervise such 
business methods. Any act or practice in pursuance of such an 
agreement without the official imprimatur should be subject to 
criminal penalty. In such a case, the only proper question before 
the court is whether the agreement had official sanction, not 
whether the economic scheme it contemplated was reasonable. 


c. Warfare between competitors may be waged by means 
unlawful per se such as boycotts, selling below cost, discriminatory 
practices, or by means which may be justified in the ordinary 
course of business such as patents, trade-marks, exclusive dealing 
agreements and the like. The increasing use of such means in 
the pursuit of monopolistic ends points up the advisability of 
conditioning all such agreements upon the prior approval of the 
snpervisory board. 


d. Bigness qua bigness should be outlawed only indirectly. 
It is universally conceded that there is an economic optimum 
beyond which expansion of business ceases to be profitable, dif- 
ficult though it may be to determine where this optimum lies. 
The law of diminishing returns must be respected in this regard. 
There should also be recognized another economic optimum beyond 
which the expansion of business becomes alien to our pattern of 
free enterprise, and it will be even more difficult to mark out this 
optimum. Despite temptations to resist it, expansion is almost 
always a deliberate yielding to the favorable development of a 
business. Expansion beyond a certain limit, however, should im- 
mediately subject the business to governmental attention. 


4. Approval of certain anti-competitive practices is tanta- 
mount to the application of a Rule of Reason. The administra- 
tion of the Rule of Reason by our courts has proven a complete 
failure. The preservation of our economic order of free com- 
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petition, by the judicial process of exclusion and inclusion, casts — 
a burden upon our judges, which is basically at odds with, and 
plays havoc upon, their exclusively legal training and goes much 
too far beyond the traditional common-law litigation between 
private parties. An administrative agency, like the Federal Trade 
Commission, with a well-equipped and well-trained Economic 
Division, schooled in the concept of ‘‘freedom’’ envisaged by our 
founding fathers, should be authorized to maintain a continuous 
surveillance over the pattern of our industrial and commercial life 
and should be empowered to intervene whenever freedom of com- 
petition is disturbed. The Commission’s powers should be en- 
larged so as to enable it to fulfill its new duties. All Commission 
decisions affecting the competitive life should, of course, be subject 
to judicial review. The modern attitude of the courts gives new 
life to the hope that an effective Commission policy may yet be 
realized. There is no longer reason to fear that such efforts 
of a Commission’s economic experts, provided they are within 
constitutional and statutory limits, will be emasculated by judicial 
review. 


5. The anti-competitive organizations or units permitted by 
the governmental agency must remain subject to constant scrutiny 
and supervision, which must be recognized as an emergency con- 
trol and in the nature of an exception. As soon as free competition 
can work again, permission for regulated competition must be 
withdrawn. 


6. The creation of a new governmental agency or the in- 
vestiture of an existing agency with new power would not drive 
us further along the road to governmental business control. The 
agency charged with the prevention of anti-competitive practices, 
wherever possible, would keep American industry loosely inte- 
grated. It is true that integration may be inevitable in excep- 
tional cases, but free competition rather than governmental domi- 
nation would be the basic policy of our economic future. This 
agency would play the role of the guardian of competitive free- 
dom. It would police the abstract market and insure the ordinary 
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play of competitive economic forces in a market undisturbed by 
forces alien to its proper functioning. 


III. International Cartels 


The approach to the problem of the international cartel 
must be radically different from the approach to the domestic 
phenomena of combination, concentration and cooperation of 
economic forces. In the domestic sphere, our anti-trust laws 
are designed to protect the principle of competitive and individual 
economic freedom. But international trade has never in economic 
history been recognized as an individual freedom. Trade be- 
tween cities and countries was never carried on by isolated in- 
dividuals. Merchants attending a distant fair banded together 
and occupied neighboring booths—as they often still do today— 
and international tradesmen were considered the economic pleni- 
potentiaries of their countries. Their treatment depended on 
particular treaties with, or conditions granted to, their coun- 
tries. The Medieval Hansa and like institutions attest to such 
economic situations. The main motives were twofold. First, 
those who travelled in foreign countries needed, and looked to 
their own government for protection. Second, those whose trade 
followed the flag were deemed to be emissaries of a peaceful 
economic invasion and the trade itself was regarded as another 
facet, and even tool, of their government’s foreign policy. The 
latter aspect took on greater significance as trading in foreign 
countries became safer and imperialism grew stronger. Basically, 
every colonial system was founded upon doctrines of mercantilism. 


Germany started empire building comparatively late and, 
therefore, saw fit to control her trade. The close nexus between 
the German governmental departments concerned with foreign 
policy and the leading German trade associations was premised 
upon the established wisdom that there is hardly a tool better fit 
than foreign trade to carry out the intentions of foreign policy. 
The tremendous setback suffered by American industry during the 
first years of the latest war was not attributable to the greater 
ability of German business men. It merely demonstrated the 
victory of mercantilism over laissez-faire. And in many instances, 
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the American industrialists enviously witnessed the govern- 
mental assistance enjoyed by their German competitors in world 
markets. 


As it looks now, we are living in an age of supernationalism 
and superimperialism. In foreign markets, the free trade of 
private businessmen will be subordinated to considerations of 
foreign policy while the great powers are mutually antagonistic 
and suspicious. Under such circumstances, if the past is any guide, 
private international cartelization will remain a menace to, and 
may effectively sabotage, national policy. It is, therefore, only 
natural that our State Department’s Proposal for Expansion of 
World Trade and Employment urge cooperation among all coun- 
tries to insure the enforcement of any national statute or decree 
directed toward the elimination or prevention of restrictive busi- 
ness practices in foreign trade, and advocate inter-governmental 
commodity agreements rather than private cartels. 


It is obvious that the anti-trust laws have different func- 
tions in the national and international economy. In the former 
they are designed to preserve and maintain our order of free 
competition, but in the latter it will be their task to prevent the 
frustration of our foreign policy of private business organizations. 
If in the future we succeed in attaining an over-all aspect of a 
competitive economy, the goal of free competition may become 
desirable in foreign trade, and the theory of our anti-trust laws 
can then be extended to protect the principle of free competition 
in international trade. 


Today, all agreements with respect to the participation of 
American businessmen in restrictive international trade agree- 
ments are unlawful. On the theory of “personal sovereignty,” 
which ignores the fundamental principles of conflict of laws, any 
American who participates in such agreements anywhere in the 
world violates the law. There is an exception, however, under the 
Webb-Pomerene Export Trade Act, for American business enter- 
prises that combine to form export trade associations. Such asso- 
ciations are exempted from the anti-trust laws only if they are 
“not in restraint of the export trade of any domestic competitor 
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of such association.” Export associations claiming such exemption 
must register with the Federal Trade Commission and supply cer- 
tain information. 


Without any detailed discussion of the adequacy of the Act, 
its effect is limited in that it permits competitors in domestic 
trade to combine for export trade in order to meet foreign competi- 
tion. It ignores the possibility of competition between domestic 
exporters in foreign markets, and it neglects the participation of 
the independent enterprise in foreign competition which, though 
in restraint of trade of other American companies, may produce 
effects highly beneficial to the domestic economy as a whole. It 
may even be that, for political reasons, a government department 
may want American companies to participate in a foreign activity 
manifestly violative of our anti-trust laws. 


Unless American business is to withdraw from trade with 
countries which favor cartelization or have established wholly or 
partly owned government monopolies, they must be afforded an 
opportunity to operate in foreign markets in accordance with the 
law of the foreign countries. When nations are forced to integrate 
the foreign activities of their business enterprises with their 
foreign economic policy, the possibilities of desirable participation 
in foreign agreements of domestic companies are hardly to be 
anticipated. The solution is as simple as it is natural. Every 
domestic business which intends to operate in a foreign market 
in a manner inconsistent with our anti-trust laws should first 
acquire a governmental license. For that purpose we need only 
extend the Webb-Pomerene Act to any independent business and 
any isolated transaction of such business or an export trade asso- 
ciation and administratively exempt any transaction violative of 
the anti-trust laws if an authorized governmental agency allows 
it on whatever conditions are deemed necessary. 


The United States may attempt to reconcile its laws with 
those of foreign nations, as planned in the Proposals of the De- 
partment of State; but, if this cannot be achieved, the anti-trust 
laws of the United States must be made more flexible to meet the 





48 THE TRADE-MARK REPORTER Vol. 43 T. M.R. 


necessities of our foreign trade in the interests of our national 
economy and our foreign policy. 


1. Just as this article went to press, the ‘‘New York Post’’ reports on December 
26, 1952, a session of the National Security Council at which a plan to settle the Iranian 
oil dispute was discussed. General Bradley, the head of the Joint Chiefs of Staff, 
‘*solemnly warned that time is running out for the Mossadegh government and that un- 
less the protracted oil dispute is settled quickly Iran may fall into Communist hands. 
Bradley — out that the Mossadegh regime has little money left with which to 
pay the Iranian Army, and that when the funds are exhausted the Reds may be able 
to seize control of the Army. 

‘The establishment of an international oil cartel to market Iranian oil,’ argued 
Bradley, ‘is a solution that both Iran and Britain will accept. But American oil 
companies, whose participation in this cartel is the key to the whole matter, won’t 
join unless they have official assurances they won’t be prosecuted under the anti-trust 
laws. They feel they have to have such a guarantee, coupled with dropping the grand 
jury proceedings against them on this very question.’ 

The President vigorously shook his head in disagreement. 

‘That’s too big a price to pay for solving this problem,’ he declared. ‘What you 
are asking is a complete switch in the anti-monopoly policy of my Administration. I 
cannot agree to anything like that in the final days of my term.’ 

‘We realize it would mean a big reversal,’ said Bradley. ‘But the Iranian situa- 
tion is extremely critical. It could get out of hand any day. Extreme measures are 
called for and that is why we are asking that these two steps be taken.’ 

But the President remained unmoved. 

‘I have not been convinced,’ he replied, ‘that this proposed solution is worth 
sacrificing the anti-trust laws of our country. I consider that too great a price to pay 
in this matter. After all, this isn’t a dispute of our making and I remain unper- 
suaded that we should do most of the sacrificing.’ ’’ 


LL 





Vol. 43 T. M. B. NOTES FROM OTHER NATIONS 


NOTES FROM OTHER NATIONS 


Australia 
Registration of Shape of Goods 


An application to register the shape of a piece of candy in 
Class 42, Confectionery, was refused by the Deputy Registrar. 
The applicant appealed to the Law Officer who supported the re- 
fusal, stating that the shape or configuration of an article is not 
a trade-mark within the meaning of the Act. 


The Australian Act defines a trade-mark as meaning ‘‘a mark 
used or proposed to be used in relation to goods for the purpose 
of indicating, or so as to indicate, a connexion in the course of 
trade between the goods and some person having the right either 
as proprietor or as registered user to use the mark whether with 
or without any indication of the identity of that person. * * * 


The Law Officer stated that the legislation is not designed 
to confer upon the owner of a trade-mark protection against the 
competition of others who may vend the same type of goods. He 


further held that ‘‘it is the mark not the goods which is the sub- 
ject matter of trade-mark protection.’’ 


Referring to the definition in the Act, the Law Officer held 
that for the purpose of determining the question of registration, 
the significant words of the definition are ‘‘a mark used or pro- 
posed to be used in relation to goods.’’ Consistently with this 
definition he stated that in his opinion a distinction must be drawn 
between the mark and the goods themselves. 


Austria 
Procedural Amendments _ 

Under amended procedure in the Austrian Patent Office appli- 
cations are now examined in respect of older trade-marks and 
older trade-mark applications, including international trade-marks 
protected in Austria. When the Patent Office in its search finds 
marks which are registered for the same class of goods, the appli- 
cant is so informed and he may then withdraw his application, 


members and special acknowledgment is made to the Trade-Marks, Patents and De- 
signs Federation of London. 
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restrict his goods or insist on the registration. If the new trade- 
mark is registered, the prior applicants or registrants, as the case 
may be, are informed by the Patent Office. The prior applicant 
or registrant may then file a petition for cancellation with the 
Nichtigkeitsabteilung of the Patent Office and the Patentgerichts- 
hof, respectively. 


Formosa 
Re-registration 
A new regulation requires a new registration in Formosa of 
marks previously registered in China if such marks are to be pro- 
tected in Formosa, and makes provisions for registration of new 
marks in that island. 
Great Britain 


Registration of Geographical Terms 


Yorkshire Copper Works Ltd. applied to register in parts 
A and B the word ‘‘ Yorkshire’’ for ‘‘solid drawn tubes and capil- 
lary fittings, all being made of copper or non-ferrous copper 
alloys.’’ The application was rejected by the Registrar, and the 
applicant applied to the High Court of Justice—Chancery Divi- 
sion. Mr. Justice Lloyd-Jacob held that in view of the possibility 
that others might in the future manufacture such goods in York- 
shire, the mark neither distinguished nor was it capable of dis- 
tinguishing the applicant’s goods and was not registrable in either 
part of the register. 


Registration of Generic Terms 


In an opposition proceeding to register ‘‘Portogram”’ for 
radio receiving sets, radio-gramophones and sound amplifiers the 
hearing officer held that the use of ‘‘Portogram’’ by the opposer 
had been as a generic term and not as a trade-mark; that such 
use had dedicated the word to the public; and that the application 
for registration must, therefore, be refused. 


Confusingly Similar Marks—Infringement 


In an infringement suit Mr. Justice Lloyd-Jacob held that the 
plaintiff’s use of ‘‘Goya’’ did not entitle it to enjoin the defend- 
ant’s use of ‘‘Gala.’’ His holding was based on the fact that the 
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evidence did not establish such similarity as to render confusion 
likely; and that the degree of similarity was not such that it was 
either intransically likely or intrinsically unlikely that there would 
be confusion. 


Confusingly Similar Marks—Infringement 


The Court of Appeal has held that the mark ‘‘Gor-Ray”’ is 
not infringed by ‘‘Gilray.’’ Plaintiff had established that some 
persons in the trade, being familiar with Gor-Ray but not with 
Gilray, thought that when Gilray goods were asked for the word 
was used in mistake for Gor-Ray. The court held that this was 
not the type of confusion contemplated by Section 4 (1) of the 
Trade-Marks Act of 1938, and the marks were not shown to be 
confusingly similar. 

Hashemite Jordan 
New Statute 


The Hashemite Kingdom of Jordan was formed in 1950 from 
Transjordan and an annexed part of Palestine. A Trade-Marks 
Law, No. 33 of 1952, is now in force throughout the whole of 
Hasherhite Jordan. The new law is based mainly on the Pales- 
tinian Law of 1938. 

India 
Repression of Infringement 

A study authorized by the Union Government has been com- 
pleted to determine the advisability of amending certain provi- 
sions of the Indian Penal Code to make criminal offenses relating 
to trade-marks cognizable under the Criminal Procedure Code. 


The sections of the Indian Penal Code covering criminal 
offenses relating to trade-marks are: Section 480—using false 
trade-marks; Sections 481 and 482—using false property marks 
and punishment therefor; Section 483—counterfeiting a trade- 
mark or property mark; Section 485—making or possessing an 
instrument for counterfeiting a trade-mark or property mark; 
Section 486—selling goods bearing a counterfeit trade-mark or 
property mark; Sections 487 and 488—making false marks upon 
receptacles and the punishment therefor; and Section 489—tam- 
pering with a trade-mark or property mark with intent to cause 


injury. 
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The Union Government, upon completion of the study, has 
determined that it is inadvisable to make offenses under the Penal 
Code cognizable under the Criminal Procedure Code so as to 
enable the police to act without a complaint from an aggrieved 
party and without a warrant from a Magistrate. 


The Union Government has pointed out that the sale of spuri- 
ous goods under false trade-marks or in containers of the original 
manufacturers is punishable as an offense of ‘‘cheating’’ under 
Section 420 of the Penal Code, which is cognizable. Therefore, 
the police can take effective action to put down the traffic in 
spurious goods by having recourse to their powers under Section 
157 (C.P.C.) which outlines the procedure where an offense is 
suspected. 


Imprisonment for Counterfeiting 


Acting on the complaint of Lever Brothers in Calcutta, the 
police organized raids in several places and recovered large quan- 
tities of spurious soap, and dies, molds and other instruments for 
making and labeling the soap. Eleven persons were sentenced to 


terms of rigorous imprisonment varying from six months to two 
years for the sale of such goods. 


The Magistrate emphasized the need for punishment of such 
offenses and observed: ‘‘It was nothing but a deliberate act and 
not a matter of mere accident that there could have been so much 
resemblance between the spurious soaps of the accused and the 
genuine goods of Lever Brothers. Their object was clearly to 
deceive the public. The evidence clearly calls for deterrent pun- 
ishment because the interests of society are so closely connected 
with the proper maintenance of correct standards of professional 
integrity in trade and business.”’ 


Netherlands 
Confusingly Similar Marks 
The mark ‘‘Nijma Révérance’’ with the silhouette of a 
womans’ bending figure was registered for shoes and slippers. 
An application to cancel the registration was made by the owner 
of the mark ‘‘Nyma”’ used on artificial silk goods. 
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The Court of Cassation, on appeal, ordered cancellation of 
the registration on the ground that the existence of the word 
‘‘Nijma’’ in the registrant’s mark created confusion as to origin 
of the shoes and slippers in view of the prior use of the word 
‘‘Nyma’’ for artificial silk goods. 


New Guinea 
New Statute 
With the formation of Indonesia on December 27, 1949, the 
former Netherlands Indies are split into two jurisdictions, Indo- 
nesia and New Guinea. In both territories the old Netherlands 
Indies legislation has been adopted for the trade-mark law. The 
old registers are available in Djakarta. 


A new Bureau of Industrial Property has been established 
in New Guinea so that it is now proper to proceed with applica- 
tions to register marks used there. 


Registration in New Guinea is not necessary for marks which 
were registered and in force as of December 27, 1949, but when 


the time for renewal comes, renewal must be effected in both New 
Guinea and in Indonesia. Marks registered or renewed in Indo- 
nesia after December 27, 1949, are not protected in New Guinea 
unless an application to register is filed. 


Sweden 

Unregistered Users 

The unregistered user of a trade-mark brought an action for 
cancellation of a similar mark registered in 1949 on the basis of 
the provision of the trade-mark law that ‘‘established’’ trade- 
marks, even if they are not registered, are an obstacle to the regis- 
tration of marks liable to be confused with them. The case was 
dismissed on the ground that the petitioners had not used their 
trade-mark to such an extent that it could have been regarded as 
‘‘established’’ in Sweden at the time of registration of the other 
company’s mark. 

Switzerland 

Unfair Competition 

A case of unusual interest to American trade-mark owners 
was recently decided by the highest Swiss Court. Walt Disney 
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Productions sued Micky-Maus, Inc. for copyright infringement 
and unfair competition. The defendant had used on the walls 
of a restaurant as well as on the doors, tables and dishes, pictures 
of the Mickey Mouse and had also called its establishment the 
Micky-Maus Café. The Swiss Court held that the use of the Mickey 
Mouse picture at the door, on the walls, tables and dishes was an 
infringement of the copyright which Walt Disney had in Switzer- 
land, but that a different result should be reached with regard to 
the use of the name ‘‘ Micky-Maus’’ for the café. Although under 
more recent decisions, the title for a copyrighted work may enjoy 
copyright protection in Switzerland, it was held that the title 
‘*Mickey Mouse’’ was not sufficiently unique or distinctive to 
qualify for such protection. The Court also held that relief in 
unfair competition could not be granted where there was no actual 
competition. The plaintiff’s argument that the name ‘‘ Mickey 
Mouse’’ should be protected on the basis of Article 6 of the Inter- 
national Convention, of which both the United States and Switzer- 
land are members, was not adopted by the Court. As a result, the 
Café near Zurich will continue to be known as the Micky-Maus 
Café but in the meantime has been compelled to remove all pic- 
tures of the Mickey Mouse from its door, walls, dishes, and wher- 
ever else the picture may have appeared. 


Syria 
Compulsory Registration and Use 
A legislative Degree No. 245 provides for the compulsory reg- 
istration and use of trade-marks on certain local and foreign 
products to be designated by the Minister of National Economy. 


Union of South Africa 
Registered Users 
Last year the Registrar issued a ruling under which all regis- 
tered user agreements were required to contain a specific clause 
to the effect that goods made by the permitted user and identified 
by the trade-marks would be made according to specifications 
or formulae laid down or approved by the trade-mark owner. 


The Registrar has now issued a supplemental ruling stating 
that it has been decided to relax the rule with regard to inclusion 
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of a supervising clause where the permitted user is a subsidiary 
of, or is controlled by, the trade-mark owner, provided there is 
provision to the effect that permitted use will terminate with ter- 
mination or change of the existing relationship between the trade- 
mark owner and the proposed registered user. 


Standardization Marks 


The Minister of Economic Affairs of South Africa has ac- 
cepted a recommendation made by the Council of the South Afri- 
ean Bureau of Standards with regard to the use of the word 
‘‘standard.’’ Sub-section (e) of Section 23 of the Standards Act 
will in all probability be amended in line with the following recom- 
mendation of the Council: the use of the word ‘‘standard’’ in 
relation to the sale of commodities is to be freely allowed with the 
reservation, however, that its use will not be permitted in phrases 
such as ‘‘South African Standard”’ or any similar phrase or de- 
scription implying conformity to specification of the South African 
Bureau of Standards, unless the manufacturer is a permit holder. 


The Minister of Economic Affairs has also accepted the rec- 
ommendation that as far as circumstances permit the appropriate 
sub-section of Section 23 of the Standards Act be administered in 
the spirit of the proposed amendment until such time as the actual 
amendment has been made. 


FORMER GERMAN-OWNED TRADE-MARKS 


We quote the following from an interview recently granted 
by Chancellor Adenauer to the United States News & World Re- 
port (printed in its issue of December 26, 1952, p. 19). When 
asked about the treatment of former German trade-marks in other 
countries, the Chancellor said: 


‘‘The problem of trade-marks is a very difficult one, and a 
painful one for us as well. Oxly yesterday I was a guest at the 
160th anniversary celebration of the Eau de Cologne firm, 4711, 
in Cologne. As you know, I was born in Cologne, and the people 
of the firm complained bitterly, sort of weeping on my shoulder. 
Many trade-marks can no longer be used by the original firms. I 
discussed the problem with one of the managers of the firm 4711 
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and with our Minister of Economics, Dr. Erhard. As soon as 
we come to discuss trade agreements with the United States, after 
the treaties are signed, we will be forced to take up this matter. 
This is a very annoying question.’’ 


When asked, ‘‘Would you try to stop further sales of trade- 
marks by the Alien Property Custodian?,’’ the Chancellor replied: 


‘‘The trade-marks have been sold already; for example, the 
cross of Bayer products. At present our people can no longer use 
the symbol as a trade-mark in the U. 8S. The confiscation of pat- 
ents does not hurt as much because they usually are outdated 
anyway after several years, but a trade-mark remains.”’ 


In the meantime, the same vexed problem has arisen in many 
other countries. In England, in a case just instituted last Novem- 
ber, R. J. Reuter Coy. Ld. v. Muhlens, 69 R. P. C. 325 (1952), the 
former German owner of the famous ‘‘4711’’ trade-mark has been 
sued for infringement of his old mark by the company which 
had acquired the mark from the Custodian of Enemy Property. 
In a preliminary motion, the defendant has set up the defense 
that the sale of the German trade-mark was ‘‘wtra vires’’ and that 
title had therefore remained in the former German owner. 


A French court recently went to the extent of holding that 
use by an importer of the old, well-known German trade-mark 
‘‘OLYMPIA”’ on typewriters was a criminal infringement of 
the ‘‘OLYMPIA”’ trade-mark in France, which had been sold by 
the French Alien Property Custodian. Professor Paul Roubier 
and other French authorities have recently criticized this view as 
actually encouraging a deception of the public by authorizing use 
of a former German trade-mark on nonauthentic or nongenuine 
merchandise. 
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STEELE v. BULOVA WATCH COMPANY, INC. 
No. 38—U. S. Supreme Court—December 22, 1952 


TRADE-Mark Act oF 1946—PLEADING AND Practice—SkorTi0n 45 
Expression of intent of Act in Section 45 grants broad jurisdictional powers 
to prevent violation of any rights of registrant. 


CouRTS—PLEADING AND PRACTICE—JURISDICTION 
Lanham Act confers broad jurisdictional powers on U. 8S. courts and court 
has jurisdiction to enjoin American citizen who uses in Mexico a trade-mark owned 
by American company but not registered in Mexico, particularly when defend- 
ant’s operations are not confined to the foreign country. 


CouRTS—PLEADING AND PRACTICE—CONFLICT OF LAWS 
Defendant’s registration of ‘‘Bulova’’ in Mexico was canceled by Supreme 


Court of Mexico during pendency of litigation, and there was, therefore, no con- 
flict with Mexican law. 


On writ of certiorari to Court of Appeals for Fifth Cireuit (92 
U.S. P. Q. 266). 


Suit for trade-mark infringement and unfair competition by Buolva 
Watch Company, Inc., against Sidney Steele, Sofia Steele, and S. Steele y 
Cia, S. A. Defendants sought writ of certiorari from Court of Appeals 
which had held for plaintiff, reversing District Court which had dismissed 
complaint on jurisdictional grounds. Affirmed. 


Wilbur L. Matthews, Grady Barrett and Herbert Davis, San Antonio, Texas, 
for defendants-petitioners. 


Marz Leva, Alexander B. Hawes and A. Lloyd Symington, of Washington, 
D. C., for plaintiff-respondent. 


Mr. Justice CLARK delivered the opinion of the Court. 


The issue is whether a United States District Court has jurisdiction to 
award relief to an American corporation against acts of trade-mark infringe- 
ment and unfair competition consummated in a foreign country by a citizen 
and resident of the United States. Bulova Watch Company, Inc., a New 
York corporation, sued Steele,! petitioner here, in the United States District 
Court for the Western District of Texas. The gist of its complaint 
charged that ‘‘Bulova,’’ a trade-mark properly registered under the laws of 
the United States, had long designated the watches produced and nationally 

1. Joined as parties defendant were 8S. Steele y Cia, S. A., a Mexican corporation 


to whose rights Steele had succeeded, and Steele’s wife Sofia who possessed a com- 
munity interest under Texas law. 
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advertised and sold by the Bulova Watch Company; and that petitioner, a 
United States citizen residing in San Antonio, Texas, conducted a watch 
business in Mexico City where, without Bulova’s authorization and with the 
purpose of deceiving the buying public, he stamped the name ‘‘Bulova”’ on 
watches there assembled and sold. Basing its prayer on these asserted 
violations of the trade-mark laws of the United States? Bulova requested 
injunctive and monetary relief. Personally served with process in San 
Antonio, petitioner answered by challenging the court’s jurisdiction over 
the subject matter of the suit and by interposing several defenses, including 
his due registration in Mexico of the mark ‘‘Bulova’’ and the pendency of 
Mexican legal proceedings thereon, to the merits of Bulova’s claim. The 
trial judge, having initially reserved disposition of the jurisdictional issue 
until a hearing on the merits, interrupted the presentation of evidence and 
dismissed the complaint ‘‘with prejudice,’’ on the ground that the court 
lacked jurisdiction over the cause. This decision rested on the court’s find- 
ings that petitioner had committed no illegal acts within the United States.® 
With one judge dissenting, the Court of Appeals reversed; it held that the 
pleadings and evidence disclosed a cause of action within the reach of the 
Lanham Trade-Mark Act of 1946, 15 U.S. C. §1051 et seq.4 The dissenting 
judge thought that ‘‘since the conduct complained of substantially related 
solely to acts done and trade carried on under full authority of Mexican 
law, and were confined to and affected only that Nation’s internal commerce 
[the District Court] was without jurisdiction to enjoin such conduct.’’> We 
granted certiorari, 343 U. S. 962. 

Petitioner concedes, as he must, that Congress in prescribing standards 
of conduct for American citizens may project the impact of its laws beyond 
the territorial boundaries of the United States. Cf. Foley Bros., Inc., v. 
Filardo, 336 U. S. 281, 284-285 (1949) ; Blackmer v. United States, 284 U. S. 
421, 436-437 (1932) ; Branch v. Federal Trade Commission, 141 F. 2d 31 
(1944). Resolution of the jurisdictional issue in this case therefore depends 
on construction of exercised congressional power, not the limitations upon 
that power itself. And since we do not pass on the merits of Bulova’s claim, 
we need not now explore every facet of this complex® and controversial? 
Act. 

2. While the record shows that plaintiff fully relied on his asserted cause of 
action ‘‘arising under’’ the Lanham Act, diversity of citizenship and the jurisdic- 
tional amount were also averred. As we are concerned solely with the District Court’s 
jurisdiction over the subject matter of this suit, we do not stop to consider the 
significance, if any, of those averments. Cf. Pecheur Lozenge Co. v. National Candy 


Co., a U. 8S. 666 (1942), decided prior to passage of the Lanham Act. See also 
note wmfra. 

3. The District Court’s unreported findings of fact and conclusions of law, as 
—— appear at R. 246-248. Cf. R. 232, 237. 

4. 194 F. 2d 567 (C. A. 5th Cir. 1952). 

5. Id., at 573. 

6. For able Court of Appeals discussions of the impact of Erie R. Co. v. 
Tompkins, 304 U. 8. 64 (1938) on the law prior and subsequent to the Lanham Act, 

see Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 193 F. 2d 77 [41 T. M. R. 149 
(C. A. 2d Cir. 1951) ; 8. C. Johnson § Son v. Johnson, 175 F. 2d 176 [39 T. M. R. 557 
(C. A. 2d Cir. 1949); Campbell Soup Co. v. Armour ¢ Co., 175 F. 2d 795 [39 T. M. RB. 
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The Lanham Act, on which Bulova posited its claims to relief, confers 
broad jurisdictional powers upon the courts of the United States. The 
statute’s expressed intent is ‘‘to regulate commerce within the control of 
Congress by making actionable the deceptive and misleading use of marks 
in such commerce ; to protect registered marks used in such commerce from 
interference by State, or territorial legislation ; to protect persons engaged 
in such commerce against unfair competition ; to prevent fraud and decep- 
tion in such commerce by the use of reproductions, copies, counterfeits, or 
colorable imitations of registered marks; and to provide rights and remedies 
stipulated by treaties and conventions respecting trade-marks, trade names, 
and unfair competition entered into between the United States and foreign 
nations.’’ §45, 15 U. S. C. §1127. To that end, §32(1) holds liable in a civil 
action by a trade-mark registrant ‘‘any person who shall, in commerce,”’ 
infringe a registered trade-mark in a manner there detailed.* ‘‘Commerce’’ 
is defined as ‘‘all commerce which may lawfully be regulated by Congress.”’ 
§45, 15 U.S. C., §1127. The district courts of the United States are granted 
jurisdiction over all actions ‘‘arising under’’ the Act, §39, 15 U. S. C. §1121, 
and can award relief which may include injunctions,® ‘‘according to the 
principles of equity,’’ to prevent the violation of any registrant’s rights. 
§34, 15 U. S. C. §1116. 


The record reveals the following significant facts which for purposes of 
a dismissal must be taken as true: Bulova Watch Company, one of the larg- 
est watch manufacturers in the world, advertised and distributed ‘‘Bulova’’ 
watches in the United States and foreign countries. Since 1929, its aural and 
visual advertising, in Spanish and English, has penetrated Mexico. Peti- 
tioner, long a resident of San Antonio, first entered the watch business there 
in 1922, and in 1926 learned of the trade-mark ‘‘Bulova.’’ He subsequently 


566] (C. A. 3d Cir. 1949); Stauffer v. Exley, 184 F. 2d 962 [40 T. M. R. 960] (C. A. 
9th Cir. 1950). See also National Fruit Product Co. v. Dwinell-Wright Co., 47 F. 
Supp. 499 [32 T. M. BR. 516] (1942). And see Zlinkoff, Erie v. Tompkins: In Relation 
to the law of Trade-Marks and Unfair Competition, 42 Col. L. Rev. 955 (1942); 
Bunn, The National Law of Unfair Competition, 62 Harv. L. Rev. 987 (1949). 

7. See, e. g., Timberg, Trade-Marks, Monopoly, and the Restraints of Competi- 
tion, 14 Law & Contemp. Probs. 323 (1949); cf. Brown, Advertising and the Public 
Interest; Legal Protection of Trade Symbols, 57 Yale L. J. 1165 (1948). Compare, 
e. g., Pattishall, Trade-Marks and the Monopoly Phobia, 50 Mich. L. Rev. 967 (1952) ; 
Rogers, The Lanham Act and the Social Function of Trade-Marks, 14 Law & Contemp. 
Probs. 173 (1949). 

8. ‘‘Any person who shall, in commerce, (a) use, without the consent of the 
registrant, any reproduction, counterfeit, copy, or colorable imitation of any registered 
mark in connection with the sale, offering for sale, or advertising of any goods or 
services on or in connection with which such use is likely to cause confusion or 
mistake or to deceive purchasers as to the source of origin of such goods or services; 
or (b) reproduce, counterfeit, copy or colorably imitate any such mark and apply 
such reproduction, counterfeit, copy, or colorable imitation to labels, signs, prints, 
packages, wrappers, receptacles, or advertisements intended to be used upon on in 
connection with the sale in commerce of such goods or services, shall be liable to a 
civil action by the registrant for any or all of the remedies hereinafter provided in 
this chapter, * * *.’’ 15 U. 8. C. §1114 (1). 

9. See also §35, 15 U. 8. C. §1117 (profits, damages and costs); §36, 15 U. 8. C. 
oe (destruction of infringing articles); §38, 15 U. 8. C. §1120 (damages for 

raudulent registration). 
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transferred his business to Mexico City and, discovering that ‘‘Bulova’’ had 
not been registered in Mexico, in 1933 procured the Mexican registration 
of that mark. Assembling Swiss watch movements and dials and cases im- 
ported from that country and the United States, petitioner in Mexico City 
stamped his watches with ‘‘Bulova’’ and sold them as such. As a result of 
the distribution of spurious ‘‘Bulovas,’’ Bulova Watch Company’s Texas 
sales representative received numerous complaints from retail jewelers in 
the Mexican border area whose customers brought in for repair defective 
‘‘Bulovas’’ which upon inspection often turned out not to be products of 
that company. Moreover, subsequent to our grant of certiorari in this case 
the prolonged litigation in the courts of Mexico has come to an end. On 
October 6, 1952, the Supreme Court of Mexico rendered a judgment uphold- 
ing an administrative ruling which had nullified petitioner’s Mexican 
registration of ‘‘Bulova.’’!° 


On the facts in the record we agree with the Court of Appeals that peti- 
tioner’s activities, when viewed as a whole, fall within the jurisdictional 
scope of the Lanham Act. This Court has often stated that the legislation of 
Congress will not extend beyond the boundaries of the United States unless 
a contrary legislative intent appears. E. g., Blackmer v. United States, 284 
U. S. 421, 487 (1932); Foley Bros., Inc. v. Filardo, 336 U. S. 281, 285 
(1949). The question thus is ‘‘whether Congress intended to make the law 
applicable’’ to the facts of this case. Ibid. For ‘‘the United States is not de- 
barred by any rule of international law from governing the conduct of its 
own citizens upon the high seas or even in foreign countries when the rights 
of other nations or their nationals are not infringed. With respect to such an 
exercise of authority there is no question of international law, but solely of 
the purport of the municipal law which establishes the duty of the citizen in 
relation to his own government.’’ Skiriotes v. Florida, 313 U. S. 69, 73 
(1941).11_ As Mr. Justice Minton, then sitting on the Court of Appeals, ap- 
plied the principle in a case involving unfair methods of competition: 
‘*Congress has the power to prevent unfair trade practices in foreign com- 
merce by citizens of the United States, although some of the acts are done 
outside the territorial limits of the United States.’’ Branch v. Federal 
Trade Commission, 141 F. 2d 31, 35 (1944). Nor has this Court in tracing 
the commerce scope of statutes differentiated between enforcement of legis- 
lative policy by the Government itself or by private litigants proceeding 
under a statutory right. Thomsen v. Cayser, 243 U. S. 66 (1917) ; Mande- 
ville Island Farms v. American Crystal Sugar Co., 334 U. S. 219 (1948) ; cf. 
Vermilya-Brown Co. v. Connell, 335 U. S. 377 (1948) ; Foley Bros., Inc. v. 
Filardo, supra. The public policy subserved is the same in each case. In the 
light of the broad jurisdictional grant in the Lanham Act, we deem its 

10. Sidney Steele v. Secretary of the National Economy, decided by the Second 
Court of the Supreme Court of Mexico. That decision is reprinted, as translated, 
as a III to respondent’s brief. 


wot See, e.g., 1 Oppenheim, International Law (6th ed., Lauterpacht, 1947) §145, 
p- . 
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scope to encompass petitioner’s activities here. His operations and their 
effects were not confined within the territorial limits of a foreign nation. He 
bought component parts of his wares in the United States, and spurious 
**Bulovas’’ filtered through the Mexican border into this country ; his com- 
peting goods could well reflect adversely on Bulova Watch Company’s 
trade reputation in markets cultivated by advertising here as well as abroad. 
Under similar factual circumstances, courts of the United States have 
awarded relief to registered trade-mark owners, even prior to the advent of 
the broadened commerce provisions of the Lanham Act.!2 George W. Luft 
Co. v. Zande Cosmetic Co., 142 F. 2d 536 [34 T. M. R. 190] (1944) ; Hecker 
H-O Co. v. Holland Food Corp., 36 F. 2d 767 [20 T. M. R. 1] (1929) ;Vacuwm 
Oil Co. v. Eagle Oil Co., 154 F. 867 (1907), aff’d. 162 F. 671 (1908). Cf. 
Morris v. Altstedter, 93 Misc. 329, 156 N. Y. S. 1103, aff’d. 173 App. Div. 932 
158 N. Y. S. 1123 (1916). Even when most jealously read, that Act’s sweep- 
ing reach into ‘‘all ecommerce which may lawfully be regulated by Congress’’ 
does not constrict prior law or deprive courts of jurisdiction previously ex- 
ercised. We do not deem material that petitioner affixed the mark ‘‘Bul- 
ova’’ in Mexico City rather than here,!* or that his purchases in the United 
States when viewed in isolation do not violate any of our laws. They were 
essential steps in the course of business consummated abroad; acts in them- 
selves legal lose that character when they become part of an unlawful 
scheme. United States v. Bausch & Lomb Optical Co., 321 U. S. 707, 720 
[34 T. M. R. 158] (1944) ; United States v. Univis Lens Co., 316 U. S. 241, 
254 (1942). ‘‘In such a case it is not material that the source of the forbidden 
effects upon *** commerce arises in one phase or another of that program.’’ 
Mandeville Island Farms v. American Crystal Sugar Co., 334 U. S. 219, 237 
(1948). Cf. United States v. Frankfort Distilleries, 324 U. S. 293, 297-298 
(1945). In sum, we do not think that petitioner by so simple a device can 
evade the thrust of the laws of the United States in a privileged sanctuary 
beyond our borders.’’ | 

American Banana Co. v. United Fruit Co., 213 U. S. 347 (1909), compels 
nothing to the contrary. This Court there upheld a Court of Appeals’ af- 
firmance of the trial court’s dismissal of a private damage action predicated 
on alleged violations of the Sherman Act.'* The complaint, in substance, 
charged United Fruit Company with monopolization of the banana import 
trade between Central America and the United States, and with the insti- 
gation of Costa Rican governmental authorities to seize plaintiff’s planta- 
tion and produce in Panama. The Court of Appeals reasoned that plaintiff 
had shown no damage from the asserted monopoly and could not found lia- 
bility on the seizure, a sovereign act of another nation.15 This Court agreed 

12. Cf. 15 U. 8. C. §§96, 124, requiring the infringing use to be ‘‘in commerce 
among the several States, or with a foreign nation.’’ United States Printing § Litho- 
graph Co. v. Griggs, Cooper § Co., 279 8. 156 [19 T. M. BR. 187] (1929); Pure 
Oil Co. v., Puritan Oil Co., 127 F. 2a 6 (1942). 

13. Bee Vacwwm Oil Co. v. Eagle Oil Co., 154 F. 867 (1907). 


14. 166 F. 261 (C. A. 2d Cir. 1908), affirming 160 F. 
15. 166 F., at 264, 266. 
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that a violation of American laws could not be grounded on a foreign na- 
tion’s sovereign acts. Viewed in its context, the holding in that case was not 
meant to confer blanket immunity on trade practices which radiate unlaw- 
ful consequences here, merely because they were initiated or consummated 
outside the territorial limits of the United States. Unlawful effects in this 
country ; absent in the posture of the Banana case before us, are often de- 
cisive ; this Court held as much in Thomsen v. Cayser, 243 U. S. 66 (1917), 
and United States v. Sisal Sales Corp., 274 U. S. 268 (1927).1° As in 
Sisal, the crux of the complaint here is ‘‘not merely of something done by 
another government at the instigation of private parties ;’’ petitioner by his 
‘own deliberate acts, here and elsewhere * * * brought about forbidden re- 
sults within the United States.’’ 274 U. S., at 276. And, unlike the Banana 
case, whatever rights Mexico once conferred on petitioner its courts now 
have decided to take away. 


Nor do we doubt the District Court’s jurisdiction to award appropriate 
injunctive relief if warranted by the facts after trial. 15 U. S. C. §§1116, 
1121. Mexico’s courts have nullified the Mexican registration of ‘‘Bulova’’; 
there is thus no conflict which might afford petitioner a pretext that such 
relief would impugn foreign law. The question, therefore, whether a valid 
foreign registration would affect either the power to enjoin or the propriety 
of its exercise is not before us. Where, as here, there can be no interference 
with the sovereignty of another nation, the District Court in exercising its 
equity powers may command persons properly before it to cease or perform 
acts outside its territorial jurisdiction. New Jersey v. New York, 283 U. S. 
473 (1931) ; Massie v. Watts, 6 Cranch 148 (1810) ; The Salton Sea Cases, 
172 F. 792 (1909) ; cf. United States v. National Lead Co., 332 U. S. 319, 
351-352, 363 (1947) .17 


Affirmed. 
Mr. Justice Buack took no part in the decision of this case. 
Mr. Justice REED, with whom Mr. Justice Doua.as joins, dissenting. 


The purpose of the Lanham Act is to prevent deceptive and misleading 
use of trade-marks. §45, 15 U. S. C. §1127. To further that purpose the Act 
makes liable in an action by the registered holder of the trade-mark ‘‘any 
person who shall, in commerce, infringe such trade-mark.’’ §32(1), 15 
U. S. C. §1127. ‘‘Commerce’’ is defined as being ‘‘all commerce which may 
lawfully be regulated by Congress.’’ §45, 15 U. S. C. §1127. 


The Court’s opinion bases jurisdiction on the Lanham Act. In the in- 


16. See also United States v. Aluminum Co. of America, 148 F. 2d 416, 443-444 
(1945). Cf. Ford v. United States, 273 U. 8. 593, 620-621 (1927); Lamar v. United 
States, 240 U. 8. 60, 65-66 (1916); Strassheim v. Daily, 221 U. 8. 280, 284-285 (1911). 

17. Cf. Cole v. Cunningham, 133 U. 8. 107, 117-119 (1890); Phelps v. McDonald, 
99 U. 8. 298, 307-308 (1878) ; Securities and Exchange Commission v. Minas de Artemisa, 
8. A. 150 F. 2d 215 (1945); Restatement, Conflict of Laws, §§94, 96. And see 
700 788 (0. _— Ltd. v. Imperial Chemical Industries, Ltd., (1952) All Eng. 

80, . “azye 
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stant case the only alleged acts of infringement occurred in Mexico. The 
acts complained of were the stamping of the name ‘‘Bulova’’ on watches 
and the subsequent sale of the watches. There were purchases of assembly 
material in this country by petitioners. Purchasers from petitioners in 
Mexico brought the assembled watches into the United States. Assuming 
that Congress has the power to control acts of our citizens throughout the 
world, the question presented is one of statutory construction: Whether 
Congress intended the Act to apply to the conduct here exposed. 


‘*The canon of construction which teaches that legislation of Congress, 
unless a contrary intent appears, is meant to apply only within the terri- 
torial jurisdiction of the United States, Blackmer v. United States, (284 
U. S. 421), 437, is a valid approach whereby unexpressed congressional 
intent may be ascertained.’’ Foley Bros., Inc. v. Filardo, 336 U. S. 281, 
285. Utilizing this approach, does such a contrary intent appear in the 
Lanham Act? If it does, it appears only in broad and general terms, i. ¢., 
‘*to regulate commerce within the control of Congress ***.’’ §45, 15 U. S. C. 
§1127. Language of such nonexplicit scope was considered by the Court 
in construing the Sherman Act in American Banana Co. v. United Fruit 
Co., 213 U. S. 347, 357. ‘‘Words having universal scope, such as ‘Every 
contract in restraint of trade,’ ‘Every person who shall monopolize,’ etc., 
will be taken as a matter of course to mean only every one subject to such 
legislation, not all that the legislator subsequently may be able to catch.’’ 
The American Banana Co. case confined the Sherman Act in its ‘‘operation 
and effect to the territorial limits over which the lawmaker has general and 
legitimate power.’’ 213 U. S., at 357. This was held to be true as to acts 
outside the United States, although the parties were all corporate citizens 
of the United States subject to process of the federal courts. 


The generally phrased congressional intent in the Lanham Act is to be 
compared with the language of the Fair Labor Standards Act which we con- 
strued in Vermilya-Brown Co. v. Connell, 335 U. S. 377. There we held that 
by explicitly stating that the Act covered ‘‘possessions’’ of the United 
States, Congress had intended that the Act was to be in effect in all ‘‘pos- 
sessions’’ and was not to be applied merely in those areas under the terri- 
torial jurisdiction or sovereignty of the Unfted States. 


There are, of course, cases in which a statement of specific contrary 
intent will not be deemed so necessary. Where the case involves the con- 
struction of a criminal statute ‘‘enacted because of the right of the Govern- 
ment to defend itself against obstruction, or fraud * * * committed by its 
own citizens,’’ it is not necessary for Congress to make specific provisions 
that the law ‘‘shall include the high seas and foreign countries.’’ United 
States v. Bowman, 260 U. S. 94, 98. This is also true when it is a question of 
the sovereign power of the United States to require the response of a non- 
resident citizen. Blackmer v. United States, 284 U. 8S. 421. A similar situ- 
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ation is met where a statute is applied to acts committed by citizens in areas 
subject to the laws of no sovereign. See Skiriotes v. Florida, 313 U. 8S. 69; 
Old Dominion 8.8, Co. vy. Gilmore, 207 U. 8S. 398. 


In the instant case none of these exceptional considerations come into 
play. Petitioner’s buying of unfinished watches in the United States is not 
an illegal commercial act. Nor can it be said that petitioners were engaging 
in illegal acts in commerce when the finished watches bearing the Mexican 
trade-mark were purchased from petitioners and brought into the United 
States by such purchasers, The stamping of the Bulova trade-mark, done in 
Mexico, is not an act ‘‘within the control of Congress.’’ It should not be 
utilized as a basis for action against petitioner, The Lanham Aet, like the 
Sherman Act, should be construed to apply only to acts done within the 
sovereignty of the United States, While we do not condone the piratic use 
of trade-marks, neither do we believe that Congress intended to make such 
use actionable irrespective of the place it occurred, Such extensions of 
power bring our legislation into conflict with the laws and practices of other 
nations, fully capable of punishing infractions of their own laws, and should 
require specific worda to reach acta done within the territorial limita of 
other soverelgntion, 


Q-TIPS, INC, v. JOHNSON & JOHNSON* 


Nos, 10415; 248-49-D, C, New Jersey-November 20, 1952 


TRADE: MARK A= VALIDITY TtealannaBiany 


The word ''Q:‘Tipa,’’ as applied to cotton tipped awaba, te a valid trade 
mark even though the word '''Tipa’’ alone may be deaeriptive, The word ''Q:‘Tipa’’ 
has not become a generio term for eotton-tipped applicators, 


TRADE: MARKE—-INFRINGEM ENT 
The words ‘'Cotton Tipa’’ are an infringement of the regiatered trademark 
‘*Q-Tipa,’’ Use by defendant of the words ‘‘Johnaon’s Cotton Tipa’’ is not a 
use otherwise than as a trade-mark fairly to deseribe defendant's products, 
Trape-Manks—'' Dinvtion’’ or Mark 


Massachusetts statute protecting a trade-mark against ‘‘dilution’’ has no 
application in federal court proceeding involving infringement of registered 
trade-mark. 


Trape-Marks—AcoouNnTING 
In the absence of other elements of unfair competition or infringement, no 
accounting is granted on the ground of defendant’s infringing adoption and use 
of the word ‘‘Tips.’’ 
Unrairn COMPETITION—DrEsSS OF GOODS AND IMITATION OF LABELS 


There is no unfair competition in the absence of palming off or any evidence 
of similarity in dress, package or label. 


“That part of the decision dealing with patent infringement is here omitted. 
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Suits by Q-Tips, Inc., against Johnson & Johnson, one for infringement 
of patents and one for trade-mark infringement and unfair competition, 
in which defendant counterelaimed for unfair competition, Cases were con- 
solidated for trial. Judgment for plaintiff in trade-mark infringement 
count and for defendant in unfair competition counts, Counterclaim dis- 
missed. 


Shanley, Congleton & Fisher, of Newark, N. J., and Pennie, Edmonds, Mor- 
ton, Barrows & Taylor, of New York City, for plaintiff, 


Kenneth Perry, Arnold 8. Norfolk and H., BR, Bailey, of New Brunawick, 
N, J,, and Stewart W. Richards, of New York City, for defendant, 


Forman, D, J.: 


Plaintiff, Q-Tips, Ine, a New York corporation, inatituted two suite 
against defendant, Johnson & Johnson, a New Jersey corporation, The 
complaint in Civil Aetion No, 10,415 alleged infringement of plaintiff's 
Patent No, 1,921,604 of Auguat &, 1983,' relating to a machine for manu. 
facturing medical swabs (hereinafter referred to aa cotton tipped appli. 
cators or applicators) by defendant's making, selling, and waing a almilar 
cotton tipped applicator machine, Plaintiff demanded an injunction and 
damagea, 


Johnson & Johnson's anawer denied infringement and ured invalidity 
of the patent in view of the prior art, lack of invention, non-compliance 
with the patent statutes with reapect to deseribing and claiming the alleged 
improvement, and failure of the Patent Offlee to elite and properly apply 
the moat relevant art, In addition, the anawer alleged misuse of the patent 
and also certain grounda of unfair competition including falae patent mark. 
ing of the unpatented goods with respect to whieh the parties compete, inter. 
ference with defendant's atick supply and advertising to the trade in auch 
a manner as to cause defendant's customers to believe defendant was in- 
fringing a product patent. A counterclaim alleged that Q-Tips, Ine., had 
attempted unlawfully to restrain trade and commerce and to secure for 
itself an unlawful monopoly of the business of selling cotton tipped appli- 
eators. Defendant demanded that the complaint be dismissed, that Q-Tips, 
Ine.’s patent be adjudged invalid and not mfringed and that an injunction 
issue restraining it from prosecuting any claim for infringement of the 
patent or from doing other enumerated acts involving Johnson & Johnson 
or its privies and that it pay treble damages. 


Q-Tips, Ine., brought its second suit (Civil Action No. 284-49) under 
the United States trade-mark laws, alleging as a first cause of action that 
since prior to January 1, 1926, it had engaged in the ‘‘manufacture and sale 
of swabs for use as medical applicators, in baby care, for cosmetic purposes 


1. The patent in suit is regarded as if in force at this writing although, in fact, 
it expired during this litigation. 
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and many other uses;’’ that the swabs consist of sanitary absorbent cotton 
attached to one or both ends of small sticks of wood and are packaged and 
sold under the trade-mark ‘‘Q-Tips’’ for which a certificate of registration 
had been issued on July 9, 1934, under Serial No. 309256 and that Johnson 
& Johnson subsequent to November of 1948 has infringed upon its trade- 
mark rights by using in commerce the name ‘‘Cotton Tips’’ in connection 
with the sale of applicators for the same purposes as those of Q-Tips, Inc., 
and in competition therewith. 


For a second count Q-Tips, Inc., complained that Johnson & Johnson 
by its use of the name ‘‘Cotton Tips’’ and the appearance of its packages 
caused confusion upon the part of the buying public and unfairly competes 
with the Q-Tips product. 


Q-Tips, Inc., prayed for an injunction to restrain Johnson & Johnson 
from using the name ‘‘Cotton Tips’’; from infringing upon its trade-mark 
‘*Q-Tips’’; from unfairly competing with it in the use of the name ‘‘Cotton 
Tips’’ or in any other name having the dominant word ‘‘tips’’ in it or in 
using a package having the dress and appearanec of its package and from 
continuing its campaign of ‘‘ wilful and malicious dilution of the distinctive- 
ness and value of plaintiff’s trade-mark by using and inducing others to use 
the word ‘tips’ as a term generically descriptive of swabs or applicators.”’ 
It also sought an accounting. 


Subsequent to the filing of the original complaint Q-Tips, Inc., filed 
an amended and supplementary complaint incorporating the first two counts 
as originally filed, and adding a third cause of action in which it alleged 
that Johnson & Johnson had formulated a plan or scheme, wilfully and 
maliciously, to destroy the value of the plaintiff’s trade-mark ‘‘Q-Tips’’ in 
furtherance of which it embarked upon a campaign to create for the word 
‘‘tips’’ a new meaning which it had never theretofore had, namely, swab 
or applicator. It alleged that Johnson & Johnson designed to cause the word 
‘‘tips’’ to become accepted as the principal generic term for the article 
described, thus diluting the value and distinctiveness of plaintiff’s trade- 
mark ‘‘Q-Tips.’’ It prayed for damages (compensatory and punitive) on 
account of the infringement and a judgment that damages should be trebled. 


Johnson & Johnson filed an answer to the amended and supplementary 
complaint in which it denied the validity and infringement of the trade- 
mark ‘‘Q-Tips’’ or that by the use of the words ‘‘Cotton Tips’’ or the 
appearance of its packages it has unfairly competed with Q-Tips, Inc., and 
sought to create for the word ‘‘tips’’ a new meaning designed to dilute 
or destroy the value and distinctiveness of the trade-mark of Q-Tips, Inc. 
It averred that its use of the words ‘‘cotton’’ and ‘‘tips’’ individually or 
together in the form of ‘‘Cotton Tips’’ is a use other than as a trade-mark, 
of a term or device which is descriptive of and used fairly and in good faith 
only to describe to users a product manufactured and sold by it which con- 
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sisted ‘‘of a small stick of which one or both tips are provided with absorb- 
ent cotton.’’ 


The answer also alleged that the term ‘‘cotton tips’? has been used 
by manufacturers for years to describe such goods without objection by 
plaintiff ; that because of plaintiff’s conduct the word ‘‘Tips’’ in ‘‘Q-Tips’’ 
has never had any significance as an indication of origin and that ‘‘tips’’ 
has been used by the trade and public to indicate such goods; that the term 
‘*Q-Tips’’ has become the common descriptive name of a product on which 
a product patent has expired; that as a result of plaintiff’s abandonment of 
the alleged trade-mark ‘‘Q-Tips,’’ said mark has lost its significance as an 
indication of origin and has been used by the trade and public as the 
generic name of such product; that plaintiff has used the term ‘‘Q-Tips’’ 
exclusively in connection with this type of product so that the term now 
means to the public a certain type of applicator that may be made by any 
manufacturer; that plaintiff has engaged in false patent marking and an 
attempt to secure a monopoly as noted in connection with the patent suit; 
and that when plaintiff adopted the mark ‘‘Q-Tips,’’ the use of the word 
‘*tip’”’ or ‘‘tips’’ by its predecessors and others had been such as to already 
have diluted any value or distinctiveness in said mark on cotton tipped 
applicators, and since then, and long before defendant began to use the 
term ‘‘Cotton Tips,’’ plaintiff by acts of commission and omission continued 


to dilute and destroy any alleged value and distinctiveness of the mark. 


A counterclaim was entered similar to that filed with the answer in 
the patent suit. The defendant sought judgment dismissing the complaint, 
adjudicating that the mark ‘‘Q-Tips’’ is invalid, that plaintiff’s registra- 
tion of ‘‘Q-Tips’’ be cancelled, that the plaintiff be enjoined from prose- 
cuting the patent suit, that plaintiff be enjoined from engaging in restraint 
of trade and unfair competition with respect to defendant, and that the 
defendant be awarded treble damages, costs and attorneys’ fees in conse- 
quence of plaintiff’s monopolistic and unfair practices. 


Defendant moved for summary judgment in the patent case grounded 
on the contention that plaintiff was barred from suing on its patent having 
misused it by licensing applicator making mgchinery embodying the alleged 
invention of Patent No. 1,921,604, in which licenses plaintiff limited either 
the use of the licensed machines to the manufacture of unpatented appli- 
cators having a cotton tip at one end of the stick only, or the number of 
the unpatented applicators that could be made by the licensee where the 
license permitted manufacture of applicators with cotton swabs at both 
ends of the stick. Defendant moved for summary judgment in the trade- 
mark case on the ground that various of its defenses were supported by such 
an overwhelming assemblage of evidence that there was no issue as to any 
material fact and that visual comparison of plaintiff’s packages with those 
of the defendant conclusively negated any inference of fraud or unfair com- 
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petition. The motion was denied in each case for the reasons set forth in 
an opinion filed September 4, 1951 [95 U.S. P. Q. 258]. 


At a pretrial conference held in both cases they were consolidated for 
trial. 


[THe Patent Case (C-10,415) Is Omirrep rrom THis Report]. 


THe TrapE-Mark Case (C-284-49) 


Originally, when cotton tipped applicators were made by Mrs. Forbis, 
they were sold under the name of Baby Nose-Gays.*4 In 1925, after The 
Leo Gerstenzang Co., Inc. purchased an assignment of the product patent 
from Mrs. Forbis, the packages of applicators were labelled Baby-Gays.*® 
In 1926 the legend was changed to read ‘‘Q-Tips Baby Gays,’’*® and in 1927 
application was made to register the mark ‘‘Q-Tips Baby Gays.’’®7 Some- 
time after 1926 the words ‘‘Baby Gays’’ were dropped and the concern 
began to develop ‘‘Q-Tips’’ as its identifying mark, applying for registra- 
tion of it on September 14, 1933.58 Packages were made up using blue 
paper with pictures of double tipped applicators upon them,*® features 
which have been the basis for plaintiff’s package design since that time. 
The design of the crossed applicators was made by dropping them and then 
photographing the resulting pattern.“ The ‘‘Q’’ in Q-Tips was used so 
that the name in its entirety would sound like ‘‘cute tips’’4! when spoken. 
It would appear that when the mark ‘‘Q-Tips’’ was originated, the product 
to which it applied was known as a medical swab or a swab,*? but that there- 
after the term ‘‘applicator’’ or ‘‘cotton-tipped applicator’’ gained cur- 
rency.** 


There has been some use by others of the word ‘‘tips’’ in their trade 
name for the product. Samuel and Irving Glickston manufactured double 
tipped applicators, calling them ‘‘Twin-Tips.’’ In 1939 the United States 
District Court, Eastern District of New York, issued an injunction which, 
among others, restrained the Glickstons from using the name ‘‘Twin-Tips,”’’ 
Q-Tips, Inc. v. Glickston, supra. The Glickstons then sold the product under 
the name of ‘‘Twinetts.’’4* Realmont Limited of Canada has, since 1939, 
produced and sold an applicator with a cotton swab on one end only under 
the name of Little Baby Cherub Tips.*5 About 1947 Q-Tips Sales Corpora- 
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tion started selling single tipped applicators to Realmont,*® but after it 
started the trade-mark suit it made rather weak objections to Realmont’s 
name for the product,*? which objections were without effect.4® 


In 1947 The Mennen Company released for distribution to the trade a 
product designated ‘‘Mennen Tips-for-Tots.’’*® After some delay in spite 
of several opportunities to protest against this use of ‘‘tips,’’ plaintiff 
objected to it shortly before starting the trade-mark action. Mennen volun- 
tarily abandoned the name. 


Originally the defendant was the sole distributor of ‘‘Q-Tips’’ in the 
hospital field,®° selling only single tipped applicators, which they bought 
from Q-Tips, Inc., in three inch and six inch sizes.5! They called this 
product cotton tipped applicators.52 About 1943 the defendant became 
dissatisfied with the arrangement and began to investigate alternative 
methods of procuring and marketing the product.5* It decided to enter 
the retail trade by making and selling its own double tipped applicators. 
After considerable search for an appropriate name for the double tipped 
items it was decided to call them ‘‘Johnson’s Cotton Tipped Applicators.’’54 


Johnson’s Cotton Tipped Applicators were introduced to the trade in 
1947,55 packaged in a flat, light blue box which had a cover which could be 
lifted off completely. On the top of the box there were pictured six appli- 


cators lined up adjacent to each other in a vertical position; there was the 
legend which named the product, ‘‘Johnson’s Cotton Tipped Applicators,’’ 
which noted that the product was sterile and that the box contained a cer- 
tain number of double tipped swabs. In addition there was a picture of 
four happy children romping in play.5® The defendant continued selling its 
single tipped applicators in the hospital field under the name ‘‘Cotton 
Tipped Applicators.’”’ 


Almost immediately the defendant became dissatisfied with this ‘‘put- 
up.’’ The cost of the package was excessive; it didn’t display well on store 
shelves; its cover arrangement caused spilling of the contents when the 
box was kicked off a bathinette by a baby, or otherwise disturbed.57 To 
remedy this situation, defendant adopted the packaging which plaintiff 
claims infringes its trade-mark and constitites unfair competition. Appli- 
cators were packaged in a dress similiar to that of the defendant’s baby 


46. Exhibit DHH-DII. 
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items, which use boxes with a white (or occasionally another light color) 
background with an orange basket weave border along the top and bottom 
edges. The word ‘‘Johnson’s’’ appeared in script and in larger block letters 
was written ‘‘Cotton Tips.’’ Beneath the new name of the product was a 
picture of crossed applicators.5* The boxes came in two sizes—54 appli- 
cators and 240 applicators, the same quantities as were packaged by the 
plaintiff. The applicators themselves were of the same dimensions and the 
boxes were about the same sizes as the plaintiff’s.5® 


The defendant had searched for an appropriate name to replace 
‘‘Cotton Tipped Applicators,’’ before coming up with ‘‘Cotton Tips.’’ 
When it decided upon that name for its double tipped applicators, it 
also decided to change the name of the hospital product, the single 
tipped applicators, from ‘‘cotton tipped applicators’’ to ‘‘Cotton Tips.’’6 
Apparently this caused confusion in the hospital market and the name 
for the single tipped item was changed back to ‘‘cotton tipped applica- 
tor.’’6! A determined effort was made by the defendant to differentiate 
the terms ‘‘cotton tipped applicators’’ and ‘‘cotton tips’’ in its theory 
that the single tipped applicator should be known as a ‘‘cotton tipped 
applicator’’ for it was merely in hospital use for applying substances. 
It further theorized that the double tipped applicator was used for 
cleansing and sanitary purposes and therefore the defendant held that 
the term cotton tipped applicator was inappropriate and that these 
should be called ‘‘Cotton Tips.’’ As to the double tipped product, it 
appears that the defendant attempted to use the ‘‘Cotton Tips’’ named 
consistently by eliminating from its publications and the speech of its 
agents and employees the names—swab and applicator. The defendant 
devoted a considerable amount of money to advertising the revamped 
packaging of the double tipped product and to publicize the name 
‘Cotton Tips,’’ its advertising budget being 98% of the total gross 
dollar receipts from the product in 1949, 81% in 1950 and 54% in 1951.® 


Discussion 
I 


A contention of defendant’s which, if accepted would be dispositive 
of this aspect of the case, is that the term ‘‘Q-Tips’’ is not a valid trade- 
mark and therefore cannot be infringed by ‘‘Cotton Tips.’’ The reasons for 
this contention are that the word ‘‘tips’’ is descriptive and that the 
entire term ‘‘Q-Tips’’ has become the generic name for cotton tipped 
applicators with swabs on each end. 


A trade-mark is an arbitrary or fanciful symbol, consisting either 
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of words or pictures, which is designed to indicate the origin of a 
product. A device which is merely descriptive of an article of trade 
cannot be afforded legal protection as a trade-mark. Warner & Co. Vv. 
Tilly Co., 265 U. S. 526 (1924). 


The defendant has introduced much evidence which it claims 
establishes that ‘‘tips’’ is descriptive. This evidence shows that plaintiff 
uses ‘‘tips’’ on its pacakages in phrases such as ‘‘100 Tips’’ and in its 
advertising blurbs such as ‘‘A tip for each ear.’’ It shows that when 
plaintiff contemplated selling other products, it devised such names as 
**Q-Tale’’ and ‘‘Q-Soap,’’ not ‘Q-Tip Tale’’ or ‘‘Q-Tip Soap,’’ and that 
when it had products with cotton swabs at one end of the stick only, 
it used ‘‘tips’’ in such names as ‘‘Sani-Tips.’’ The defendant’s evidence 
also establishes that persons other than plaintiff have used the word 
‘*tips’’ in such as manner as, ‘‘* * * for economy, we recommend the 
25¢ size—136 tips, or 50¢ size—272 tips.’’ 


Whether a word is descriptive or has arbitrary significance must be 
decided, not in the abstract, but in relation to the goods in question and 
the context in which it is used. See Judson Dunaway Corporation v. 
Hygienic Products Co., 178 F. 2d 461, 465 [40 T. M. R. 113] (1st Cir. 1949), 
cert. denied, 339 U. S. 948 (1950). Restatement of the Law of Torts §721, 
Comment a. The most appropriate definition of ‘‘tips’’ for the purpose of 


this controversy appears in Websters New International Dictionary of the 
English Language (1947) and reads, ‘‘The pointed or rounded end or 
extremity of anything.’’ In the drug trade, where cotton tipped appli- 
eators are sold, the word ‘‘tips’’ without more, conveys little meaning. 
Until the plaintiff popularized its product, the addition of ‘‘Q’’ to ‘‘tips’’ 
could hardly have rendered ‘‘tips’’ more meaningful to the trade. 


In determining whether a mark is descriptive, the court examines it as 
a whole, W. G. Reardon Laboratories v. B. & B. Exterminators, 71 F. 2d 
515 (4th Cir. 1934). In the light of such an examination I am constrained 
to hold that the entire term ‘‘Q-Tips’’ is an arbitrary symbol which 
has acquired the meaning of a cotton tipped applicator made by plaintiff. 


Undeniably the word ‘‘tips’’ has alsg been used by plaintiff and 
others descriptively to refer to the rounded, cotton covered ends of 
applicators. This is the use of the word in most, if not all, of the 
exhibits gathered by defendant. In this context ‘‘tip’’ is not used to 
refer to the product as a whole. For example, in such a sentence as, 
‘When cleaning baby ears, moisten the tip with vaseline,’’ ‘‘tip’’ must 
refer to the cotton end, not to the whole product. 


Defendant also contends that even if ‘‘Q-Tips’’ were a valid trade- 
mark at one time, it has since lost that status because it has become the 
generic name for the product, cotton tipped applicators. Defendant 
points out that plaintiff had a product patent which has expired and 
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that prior to defendant’s entry into the applicator field, plaintiff sold 
over 90% of the double tipped variety. In addition, it points out that 
‘*Q-Tips’’ has been used by plaintiff and others in a generic sense. 
For example, one of the plaintiff’s advertisements read, ‘‘Then he put a 
Q-Tip beside one of my shaggy, skinny swabs. Next, he took a Q-Tip 
and jabbed it against my finger.’’ Certain layette lists of baby require- 
ments prepared by stores for distribution to the public included the item 
‘*Q-Tips’’ along with admittedly generic product names. 


The law on the question is stated in Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169 (1896) : 


‘‘The result, then, of the American, the English and the French 
doctrine universally upheld is this, that where, during the life of a 
monopoly created by a patent, a name, whether it be arbitrary or be 
that of the inventor, has become, by his consent, either express or 
tacit, the identifying and generic name of the thing patented, this 
name passes to the public with the cessation of the monopoly which the 
patent created. Where another avails himself of this public dedication 
to make the machine and use the generic designation, he ean do so in all 
forms, with the fullest liberty, by affixing such name to the machines, 
by referring to it in advertisements and by other means, subject, how- 
ever, to the condition that the name must be so used as not to deprive 
others of their rights or to deceive the public, and, therefore, that the 
name must be accompanied with such indications that the thing manu- 
factured is the work of the one making it, as will unmistakably inform 


the public of that fact.’’ at pp. 199, 200. 


It must now be determined whether the patentee’s name ‘‘Q-Tips’’ has 
become by its consent the identifying and generic name of cotton tipped 
applicators. The test for deciding whether an arbitrary name has become 
the generic title of a product is ‘‘what the buyers understand by the word 
for whose use the parties are contending? If they understand by it only 
the kind of goods sold, then * * * it makes no difference whatever efforts 
the plaintiff has made to get them to understand more.’’ Bayer Co. v. United 
Drug Co., 272 F. 505 (S. D. N. Y. 1921) at page 509. That case pointed 
out thet to consumers the term ‘‘asperin’’ meant only a product, not a 
manufacturer, and therefore ‘‘asperin’’ could not be appropriated as a 
trade-mark. 


The situation as regards ‘‘Q-Tips’’ is quite different from that in the 
Bayer case and that in Dupont Cellophane Co. v. Waxed Products Co., 85 F. 
2d 75 [26 T. M. R. 513] (2nd Cir. 1936), cert. denied 299 U. S. 601 
(1936), which applies the same principle. Here, though plaintiff held 
a product patent and though he occupied a prominent role in the double 
tipped applicator field, the evidence indicates that the term ‘‘Q-Tips’’ 
has not come to mean to the consumer the product double tipped applica- 
tor as distinguished from a certain brand of applicator. There were 
competitors of plaintiff, each of which employed a trade-mark of its 
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own combined with a descriptive term such as applicator, swab or 
cotton tipped applicator. The evidence indicates that druggists treated 
‘*Q-Tips’’ as a brand name, not as a name for a product. Instances of 
use of the word ‘‘Q-Tips’’ in a generic sense, while evidentiary, do 
not of themselves necessarily establish that the buyers’ understanding 
is that it is the name of a kind of goods sold. Use by the plaintiff itself 
of the name ‘‘Q-Tips’’ without including thereafter a generic name for 
the product is the type of practice which caused ‘‘asperin’’ and ‘‘cello- 
phane’’ to become generic names rather than arbitrary ones indicating 
the source of the goods, for public acceptance of the words was so 
complete that there were no other words by which the products could 
be identified. In the present case, however, ‘‘Q-Tips’’ has not yet 
acquired such a hold on the minds of consumers of cotton tipped 
applicators. 


I am led to the conclusion that plaintiff’s trade-mark ‘‘Q-Tips’’ has 
not become invalidated either by reason of descriptiveness or because 
it has become a generic term. 


II 


Having held that ‘‘Q-Tips’’ is a valid trade-mark, it is necessary 
to determine if it is infringed by defendant’s use of ‘‘Cotton Tips.’’ The 


question turns upon whether defendant is using ‘‘tips’’ descriptively. 
The Supreme Court has stated: 


‘*A name which is merely descriptive of the ingredients, qualities 
or characteristics of an article of trade cannot be appropriated as a 
trade-mark and the exclusive use of it afforded legal protection. The 
use of a similar name by another to truthfully describe his own product 
does not constitute a legal or moral wrong, even if its effect be to cause 
the public to mistake the origin or ownership of the product.’’ Warner 
Co. v. Lilly Co., supra, at page 528. 


Defendant has offered voluminous evidence which clearly demon- 
strates that ‘‘cotton tips’’ has been used descriptively by plaintiff and 
others. But that does not settle the question whether when defendant 
employs the term ‘‘Cotton Tips’’ in large block letters on its packages 
of applicators it is descriptive or whether it is used in the manner of 
a trade-mark. The evidence indicates that defendant was well aware 
that its use of ‘‘Cotton Tips’’ as a product name might not go un- 
challenged by plaintiff and that defendant prepared to meet that 
challenge. 


For many years plaintiff manufactured cotton tipped applicators 
for defendant to sell to the hospital trade. The defendant was familiar 
with plaintiff’s position in the market as the chief supplier of this 
product. There can be no doubt from the evidence that defendant 
was determined that if it could not buy plaintiff out it intended to 
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assert itself as a competitor of plaintiff in the cotton tipped applicator 
field. To this end it was in search of a name which would be the maxi- 
mum aid in achieving the most successful competition. It tried ‘‘cotton 
tipped applicators’’ as heretofore mentioned but found the term wanting. 
Its advertising agent in this quest solicited suggestions for a name by 
conducting contests among its employees. Finally the defendant fixed 
upon the word ‘‘tips’’ with not only full knowledge of its use by the 
plaintiff but also in the light of the close relationship between the 
parties, with the anticipation that the plaintiff would resist the use of 
the word ‘‘tips’’ as the name or part of a name for any item com- 
peting with its product. From the outset of its decision to use the word 
‘‘tips’’ as a part of its name for its applicators defendant trained its 
employees and endeavored to drill all others in the view that the 
double tipped applicators had always »een known as ‘‘Cotton Tips,”’ 
in the style of its mark. The evidence discloses that every department 
of the defendant, from its legal office to its production and sales ends, 
taught or were taught the use of this synthesis. Its campaign included 
large-scale advertising in addition to the thorough indoctrination of its 
own personnel in the new terminology. 


: er ven 
ee See rie 


It is interesting to note that in its application for a patent on its 
double tipped applicator machine, the defendant itself called it a 
‘‘machine for making cotton tipped applicators,’’ whereas after its 
decision to change the product name it religiously refrained from using 
the discarded title. The results of defendant’s effort, however, has 
created only a synthetic name for this product and an arbitrary distine- 
tion between the nomenclature of the single and the double tipped items. 
Neither the name nor the distinction were familiar to the buying public. 
The only reason that can be given for this creation of a name and for 
the arbitrary classification of the product is that the defendant desired 
to utilize a term as similar to ‘‘Q-Tips’’ as it considered to be legally 
possible. It is my opinion that the defendant has gone too far. 


There is no question that ‘‘cotton”’ alone is descriptive and that ‘‘tips’’ 
can be used in such a way that it refers to the ends of the sticks. But 
from this observation it does not necessarily follow that the entire term 
‘*Cotton Tips’’ as used by defendant on his packages is merely descriptive. 
W. G. Reardon Laboratories v. B. & B. Exterminators, supra concerned a 
plaintiff which sued to enjoin a defendant from infringing its trade 
marks ‘‘Mouse Seed’’ and ‘‘Rat Seed,’’ names for rodent poison. In 
rejecting the defendant’s contention that these terms were descriptive, 
the court stated: 


‘*# ® * Tn considering this question it is plainly to be seen that the 
words used separately are descriptive. When one uses the word mouse 
there is no doubt as to what the word deser‘bes and there is nothing 
unique about it; its use brings at once to the mind the picture of a 
small rodent, a well-known animal. Likewise the use of the word seed 
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at once conveys to the mind something from which plants may be 
germinated, such as seed wheat or tobacco seed, or something to be 
used as food, such as bird seed. In the ordinary acceptance of the word 
‘‘seed’’ it would never convey to the mind by its use alone anything 
poisonous. But when the two words are coupled together to make 
‘‘Mouse Seed’’ there is no immediate meaning conveyed but a sug- 
gestion to the mind as to what the term could mean and the two words 
used in conjunction cease to be descriptive and become suggestive. Ma- 
ture thought would probably lead to but one conclusion—that a mouse 
poison was indicated—but it requires thought to reach this conclusion. 
The words used together possess an element of incongruity which makes 
them unusual and unique and therefore, in our opinion, a valid trade- 
mark * * *,.’’ 71 F. 2d at p. 517. 


The reasoning of the Reardon Laboratories case is persuasive here. 
‘*Cotton Tips’’ is not the name by which this product has been known. The 
term ‘‘Cotton Tips,’’ as used by the defendant on its packages is not merely 
descriptive of the cotton tipped applicators. Because of years of advertising 
and selling of the ‘‘Q-Tips’’ brand, the word ‘‘tips’’ may be suggestive 
of the character of the goods sold by the defendant, but that will not nega- 
tive a trade-mark use. See Telechron, Inc. v. Telicon Corp., 198 F. 2d 903, 
906 [42 T. M. R. 832] (3d Cir. 1952) ; Globe-Wernicke Co. v. Brown, 121 F. 
185, 187 (W. D. Penna. 1903). 


As defendant’s use of ‘‘Cotton Tips’’ on its box covers is not 


descriptive of its product, it cannot avail itself of the defense embodied 
in 15 U. S. C. §1115 (b).% 


I conclude that defendant has unfairly appropriated the word ‘‘tips,’’ 
a prominent part of plaintiff’s trade-mark, and that the term ‘‘Cotton 
Tips,’’ as used by the defendant, is so similar to plaintiff’s mark that it will 
confuse the buying public. In this respect I follow the decision of the 
United States District Court, Eastern District of New York, in the case of 
Q-Tips, Inc. v. Glickston, supra, which held that the mark ‘‘Twin Tips’’ 
infringed ‘‘Q-Tips.’’ 

Ii 

Plaintiff’s next cause of action in the trade-mark case is based upon 
unfair competition. Unfair competition, which includes trade-mark in- 
fringement, differs from it in that it does not involve the violation of an 


63. ‘‘(b) If the right to use the registered mark has become incontestable under 
section 1065 of this title, the certificate shall be conclusive evidence of the registrant’s 
exclusive right to use the registered mark in commerce on or in connection with the 
goods or services specified in the certificate subject to any conditions or limitations 
stated therein except when one of the ——s amen or defects is established: ’’ 


‘*(4) That the use of the name, term, or ilies charged to be an infringement 
is a use, otherwise than as a trade or service mark, of the party’s individual name 
in his own business, or of the individual name of anyone in privity with such pol? 
or of a term or device which is descriptive of and used fairly and in good faith 
to describe to users the goods or services of such party, or their geographical origin; ,, 





76 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


exclusive right to use a word, mark or symbol, but rather involves any vio- 
lation of a right arising from the operation of an established business, House 
of Westmore v. Denney, 151 F. 2d 261 [35 T. M. R. 318] (3d Cir. 1945). 
Here plaintiff asserts that not only has defendant adopted a name for 
its product which infringes upon plaintiff’s trade-mark, but also that 
defendant has adopted a dress for its packages that is so close to plain- 
tiff’s that the public will confuse the source of the product. 


The factors which plaintiff cites as making for confusion are the 
identical dimensions of plaintiff’s and defendant’s applicators, the 
fact that defendant uses boxes which are almost exactly the same size 
as plaintiff’s boxes and which contain the same number of applicators, 
use of the word ‘‘Tips’’ in its name for the product, and a picture 
of crossed applicators on the box. 


The principle to be applied in this case has been well stated in Wirtz v. 
Eagle Bottling Co., 50 N. J. Eq. 164 (1892) : 


‘‘*# * * The leading principle of the law on this subject is, that no 
man should be permitted to sell his goods on the reputation which 
another dealer has established in the market for his goods, and this 
principle applies with equal force to the case where the goods of such 
other dealer are known in the market by a label as it does to the case 
where they are known by a mark which is strictly a trade mark. No 
dealer can lawfully adopt the label of another dealer, or one so near like 
it as to lead the public to suppose that the article to which it is affixed 


was put upon the market by such other dealer. * * *”’ 50 N.J. Eq. at 
p. 166 


In the case at hand there is insufficient evidence to establish that 
the public has been confused by defendant’s packaging; the issue must 
be resolved, therefore, by a comparison of the rival ‘‘put ups.’’ 


The fact that defendant’s applicators are of the same size as plaintiff’s 
cannot of itself establish unfair competition. The Forbis patent had expired, 
and anyone was free to make applicators in any size he desired. Neither 
do I consider the pictures of the applicators on defendant’s package to be 
unfair or misleading. It is well established that a seller may place a picture 
of his product on a package provided that the picture is not so similar to 
that used on a rival’s package as to cause confusion. Judson Dunaway Corp. 
v. Hygienic Products Co., supra. Plaintiff pictures four applicators in a 
more or less upright position. Two lie across a third and the fourth 
does not touch the others. Defendant, on the other hand, portrays only 
two applicators. They are crossed, but lie in roughly a horizontal posi- 
tion. This representation is not confusingly similar to plaintiff’s. 


The dimensions of the package are factors to be considered when 
determining if defendant’s packaging is confusingly similar to plain- 
tiff’s. Here, however, the other differences are so great that the simi- 
larity of shape is not objectionable. Defendant’s package indicates its 
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source by the word ‘‘Johnson’s’’ clearly printed on it. The defendant’s 
package has a white background, a border of orange basket weave along 
the top and bottom edges and lettering in blue except for the word 
‘‘sterile,’?’ which is in red. The general appearance is in conformity 
with the established packaging of defendant’s baby products. The 
Q-Tips box has a light blue background, a dark blue streamer-like 
effect upon which some words appear in white letters and some in 
light blue letters, and some dark blue printing at the bottom of the 
box. No reasonably observant person is likely to be misled either by 
any single element of defendant’s package, or by all the elements 
viewed together, with the exception of the word ‘‘Tips.’’ 


IV 


In its amended and supplemental complaint the plaintiff advanced 
a third cause of action grounded on the theory of ‘‘dilution’’ of the value 
and distinctiveness of its mark ‘‘Q-Tips’’ through the defendant’s de- 
liberate and malicious use of the word ‘‘Tips’’ in its mark ‘‘Cotton 
Tips’’ in connection with its product as used in catalogs, price lists 
and other publications. 


The ‘‘dilution’’ theory has been applied where the products of the 
parties have been dissimilar or their territories are different as in the case 
of Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 
487 (D.’C. S. D. N. Y. 1929), where the use of ‘‘Dunhill’’ on shirts was 
ordered to be enjoined by the manufacturer of pipes and the case of Stork 
Restaurant, Inc. v. Sahati, 166 F. 2d 348 [38 T. M. R. 431] (9th Cir. 1948), 
where the use of the trade name ‘‘Stork Club’’ on a saloon in California 
was enjoined by the owners of a night club with the same mark in non- 
competing territory in New York City. 


Protection is afforded to the owner of a trade-mark against the use 
by others of imitations of his mark on a product similar enough to cause 
confusion in the minds of the customers as to the source of the goods through 
the ordinary redress for infringement without resort to the doctrine of 
‘‘dilution.’’ See Pro-Phy-Lac-Tic Brush Co. v. Jordan Marsh Co., 165 F. 
2d 549 [38 T. M. R. 177] (1st Cir. 1948). Inf the instant case the products 
are the same and the doctrine of ‘‘dilution,’’ as projected by the plain- 
tiff, appears to have no application. The plaintiff goes a step, further, 
however, and asserts that it is entitled to relief under this doctrine by 
reason of a statute of the State of Massachusetts as follows: 


‘‘Likelihood of injury to business reputation or of dilution of the 
distinctive quality of a trade name or trade mark shall be a ground for 
injunctive relief in cases of trade mark infringement or unfair compe- 
tition notwithstanding the absence of competition between the parties 
or of confusion as to the source of goods or services.’’ Massachusetts 
General Laws (Ter. Ed.) c. 110, §7A, approved May 2, 1947. 
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It has been suggested that the purpose of the statute was to permit 
injunctive relief in state courts in cases of trade-mark infringement or 
unfair competition notwithstanding the absence of competition between the 
parties or of confusion as to the source of the goods or services. Sterling 
Brewing, Inc. v. Cold Spring Brewing Corp., 100 F. Supp. 412 [41 T. M. R. 
990] (Mass. 1951). As interpreted, it would not appear that the statute 
has enlarged the substantive rights of a trade-mark owner in that state. 
Sterling Brewing, Inc. v. Cold Spring Brewing Corp., supra; Mann v. Park- 
way Motor Sales, Inc., 324 Mass. 210, 85 N. E. 2d 210 [39 T. M. R. 474] 
(Supr. Jud. Ct. Mass. 1949). In any event, having found that defendant 
has infringed plaintiff’s trade-mark ‘‘Q-Tips,’’ plaintiff is entitled to 
injunctive relief restraining defendant from the use of the word ‘‘tips’’ 
in any trade-mark designating its cotton tipped applicators. I did not 
see that this local statute can in any way improve plaintiff’s position 
even in Massachusetts. 


The evidence before us in regards to the costs of marketing the 
defendant’s product under the trade-mark ‘‘Cotton Tips’’ and the testi- 
mony of the plaintiff showing that there has been no decisive decline in 
its business®** disposes me to believe that an excursion into profits and 
damages would be fruitless, and I am constrained therefore to hold that 
justice will be satisfied by an injunction restraining the defendant from 
use of the word ‘‘tips,’’ without awarding an accounting for profits and 
damages. 


‘«* * * Under the Trade-Mark Act of 1905, as under its predeces- 
sors, an accounting has been denied where an injunction will satisfy 
the equities of the case. (Case cited.) The same is true in case of un- 
fair competition. Straus v. Notaseme Co., 240 U. S. 179, 181-183. Here 
as we have noted, there has been no showing of fraud or palming off. 
* * ® Moreover, as stated by the Circuit Court of Appeals, the likelihood 
of damage to petitioner or profit to respondents due to any misrepresen- 
tation seems slight. In view of these various circumstances it seems to 
us that the injunction will satisfy the equities of the case.’’®§ 
331 U.S. at pp. 131, 132. 


Affirmative Defense and Counterclaim 
I 


The final matter which must be disposed of is the question of de- 
fendant’s affirmative defense of unclean hands and its counter-claim. 


64. Transcript, pp. 155, 156. 

65. Under the Trade-Mark Act of July, 1946, 15 U. 8. C. §1051 et seqg., applica- 
tion of equitable considerations along this line is contemplated. The statute reads: 
‘When a violation of any right of the registrant of a mark is registered in the 
Patent Office shall have been established in any civil action arising under this 
chapter, the plaintiff shall be entitled, subject to the provisions of sections 1111 
and 1113(1) (b)1 of this title, and subject to the principles of equity, to recover (1) 
defendant’s profits, (2) any — sustained by the plaintiff, and (3) the costs 
of the action. * * *’’ (Italics supplied.) 


1‘*So in original. Probably should read ‘1114(1) (b)’.’’ 
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It is conceded that prior to the defendant’s entry into the cotton tipped 
applicator field, Q-Tips, Inec., sold at least 90% of the double tipped 
product distributed in the United States. Defendant contends that 
plaintiff engaged in various unlawful and unfair activities designed to 
create and foster a monopoly in the double tipped applicator field. It 
was alleged that plaintiff’s course of conduct included, Ist, an attempt 
to force the trade that purchased applicators to buy only from plaintiff 
by advertising that defendant was a patent infringer; 2nd, false repre- 
sentations that plaintiff’s product was patented; 3rd, cutting off de- 
fendant from supplies of wooden and paper sticks; 4th, granting licenses 
under its machine patents which limited the number of unpatented 
double tipped applicators that might be produced or restricted the use 
of such machines to the production of single tipped applicators; and 
5th, bringing the patent suit with knowledge of the construction of the 
accused machine and therefore with knowledge that it had neither the 
structure nor the mode of operation of the Bunnell machine and bringing 
it in view of an offer made to defendant prior to its commencement of a 
license at nomial fee under the Bunnell patent if defendant would stay 
out of the retail field and in view of an offer to defendant made sub- 
sequent to the bringing of suit of a license under the Bunnell patent to 
make only restricted quantities of the double tipped product. 


II 
Plaintiff’s advertisement in a publication of the drug trade stated: 


‘“We have received numerous inquiries as to the suit which we have 
brought against the firm of Johnson & Johnson of New Brunswick, New 
Jersey. This suit is for infringement of the machine used by us in the 
manufacture of Q-Tips. This patent has already been upheld against 
another infringer by the United States District Court in Brooklyn.’’ 


Defendant emphasizes that though this advertisement is literally true, 
it appeared in a publication read largely by consumers of applicators, 
which were not patented, and would be construed by them to mean that 
defendant was accused of violating a product patent. 


Defendant relies upon four cases to establish its contentions. Circle 8. 
Products Co. v. Powell Products, 174 F. 2d 562 (7th Cir. 1949) ; Maytag 
Co. v. Meadows Mfg. Co., 45 F. 2d 299 [20 T. M. R. 408] (7th Cir. 1930), cert. 
denied, 281 U. S. 737 (1930) ; Panay Horizontal Show Jar Co. v. Aridor Co., 
292 F. 858 (7th Cir. 1923) ; and Dehydro Inc. v. Tretolite Co., 53 F. 2d 273 
(N. D. Okla. 1931). In these cases not only were the patentees’ statements 
false, but also their circulation was widespread. In the present case plain- 
tiff’s statements were true and, if read carefully, not misleading. I am not 
prepared to say that these advertisements were not a legitimate response to 
questions concerning plaintiff’s suit. If plaintiff had had a cause of action 
for patent infringement, this behavior would not have been so unconscion- 
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able as to have required that it be barred from bringing its suit. See A. Hol- 
lander & Son, Inc. v. Imperial Fur Blending Corp., 2 N. J. 235, 245 [39 
T. M. R. 603] (1949). 

ir 


Defendant contends that plaintiff falsely indicated that it had 
a product patent and that this is a ground to deny it relief. Originally 
plaintiff’s product was covered by the Forbis patent, granted in 1927, 
expiring in 1944, the claim of which is ‘‘As an article of manufacture, 
a flexible stem of substantially the same thickness throughout and having 
its ends provided with an antiseptic, and wisps of cotton treated with 
an antiseptic wrapped about the ends of the stem and firmly attached 
thereto.’’ Prior to utilization of the Gerstenzang machine it was the 
practice of the girls who fashioned the cotton swabs of the applicators 
to dip the ends of the sticks in a boric acid solution and to saturate 
the swabs in the same solution.®® After machine operations were begun, 
the ends of the sticks were no longer dipped in the solution but the 
solution was applied to the swabs in such a quantity that it might well 
have penetrated to the stick ends.®7 In about 1939 cessation of the 
use of ‘‘borie acid’’ in plaintiff’s literature was ordered by the Food 
and Drug Administrator as the quantities applied to the swabs was 
not sufficient to permit such advertising.£* The use of boric acid itself 
was continued until 1945.69 


On its trade-marked package covers, dating roughly from 1927 until 
1943, plaintiff employed the word ‘‘patent’’ or ‘‘patented.’’7 From 
about 1940 until about 1947 there were written on plaintiff’s package 
inserts the words ‘‘Patented U. S. Pat. Off.’’™! Plaintiff contends that 
until 1944 it was entitled to claim patent protection for its product 
under the Forbis patent, and that the application of boric acid which pene- 
trated to the stick satisfied the Forbis claim calling for application of an 
antiseptic to the cotton and to the stick ends. 


It is true that the Food and Drug Administration apparently decided 
that the amount of boric acid used by plaintiff was not sufficient to war- 
rant the representations made by it in its literature. But plaintiff con- 
tinued to use some boric acid until after the life of the patent and this 
would seem to have met the claim that the ends of the applicators were 
‘provided with an antiseptic,’’ at least to the extent that the weakness 
of the solution should not at this date be regarded as defeating the 
patents. 


As to the patent markings after 1944, plaintiff admits that they were 


Transcript, p. 55. 
Transcript, p. 1284. 
Transcript, pp. 56, 57. 
Transcript, p. 56. 
Transcript, pp. 47-49. 
Transcript, pp. 52, 53. 
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erroneous, but asserts that their use was inadvertent and was stopped 
as soon as defendant’s answer in the patent suit brought the error to its 
attention. The testimony indicates that Mr. Charles J. Gerard became 
associated with Q-Tips, Inc., in 1942 and took charge of the business when 
Mr. Gerstenzang engaged in government service overseas during the 
war.’? He testified that he was unfamiliar with the patent situation and 
as a result was unaware that the patent markings on the circulars should 
have been removed in 1944.78 After defendant’s answer in the patent 
case, and before commencement of the trade-mark action, plaintiff, upon 
advice of counsel, ceased using the markings. 


The question is whether this conduct bars plaintiff from suing. De- 
fendant cites the case of Preservaline Mfg. Co. v. Heller Chemical Co., 118 F. 
103 (N. D. Ill. 1902), which concerns a plaintiff suing to protect its trade 
name. The plaintiff’s product patent had expired but it published trade 
circulars which set out that it was patented. Denying relief, the court 
stated : 


‘*# * ® Tt is a well established rule of law that one invoking the aid 
of a court of equity must himself be free from fraud and misrepresen- 
tation with regard to the matter in which he seeks relief. Therefore, if 
it appears that complainant in this case, at and preceding the time of 
the acts sought herein to be enjoined, was itself guilty of fraud or 
fraudulent act calculated to impose upon the public in regard to the 
same transaction, then, no matter how impudent the act of defendant, 
a court of conscience will not lend itself to complainant’s aid in secur- 
ing to it the exclusive right to deceive the public.’’ 118 F. at p. 104. 


In this regard, see also M. B. Fahey Tobacco Co. v. Senior, 247 F. 809, 
818-819 (E. D. Penna. 1917), modified 252 F. 579 (3d Cir. 1918). 


The nature and context of the misrepresentations are important consid- 
erations when a court decides whether to withhold relief because a plaintiff 
has unclean hands; the defense is to be scrutinized with a critical eye. 
Coca-Cola Co. v. Koke Co., 254 U. S. 143 (1920). Here the misrepresenta- 
tion was apparently inadvertent, without intent to deceive. It would not 
appear that prospective rivals were deterred from entering the cotton 
tipped applicator field. As soon as plaintiff became aware of its error, it 
ceased making the misrepresentation. With these considerations in mind, I 
do not beileve that plaintiff would have been barred in the machine patent 
suit on this ground had it had a cause of action, even though the misrepre- 
sentations were being made at the commencement of that suit. This con- 
clusion is suggested by Jacobs v. Beecham, 221 U. S. 263 (1911) which con- 
cerned a plaintiff suing to protect his trade name. He implied in his 
circulars that his product was made in England and that a Thomas 
Beecham owned the company, both representations being untrue. Sus- 


72. Transcript, pp. 1230, 1231. 
73. Transcript, pp. 1231-1234. 
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taining circuit court affirmance of a decree for the plaintiff given by the 
trial court, Justice Homes wrote: 


‘«# * * Both of these matters are small survivals from a time when 
they were literally true and are too insignificant when taken with the 
total character of the plaintiff’s advertising to leave him a defenceless 
prey to the world.’’ 221 U.S. at p. 273. 


See also Ansehl v. Williams, 267 F. 9, 14 (8th Cir. 1920). 


It must be held that plaintiff is not prevented from recovering judg- 
ment in the trade-mark suit by the doctrine of unclean hands, for plaintiff 
ceased using the objectionable circular prior to the commencement of that 
suit. That this is an important consideration is indicated by Justice Holmes’ 
statement, ‘‘The plaintiff’s position must be judged by the facts as they 
were when the suit was begun, not by the facts of a different condition and 
an earlier time.’’ Coca-Cola v. Koke Co., supra, at page 147. See also Re- 
statement of the Law of Torts F. 579 (3d Cir. 1918). 


IV 


As a third ground for denying relief to plaintiff and as a basis for 
its counterclaim, defendant asserts that plaintiff engaged in a conspiracy 
to cut off defendant’s stick supply. In the first part of 1947 defendant 
had been relying upon the B.F.D. Co. as a supplier of sticks.74 A Mr. 
Hanafee was B.F.D. Co.’s sole distributor and as such he dealt 
with both plaintiff and defendant. In June, 1947, Mr. Hanafee informed 
the defendant that as B.F.D. Co.’s production schedule was filled and 
as there was a heavy demand for ice cream sticks, its stick order could 
not be filled.75 Consequently the defendant was forced to obtain sticks 
elsewhere at a greater price and of inferior quality.7® 


Defendant rests heavily upon two facts to support its contention 
that Q-Tips conspired with B.F.D. Co. or with Mr. Hanafee to deprive 
it of sticks. In the first place, shipments of the 2% inch sticks to plaintiff 
showed a marked increase at approximately the time defendant’s order 
was cancelled. Shipments were about 14 millions of sticks in January, 
1947, 42 millions in February, 30 or 31 millions in March, 6.5 millions in 
April, 33 millions in May, 22 millions in June, 30 millions in July, 81 mil- 
lions in August, none in September, and 73 millions in October.77 Total 
shipments in 1947 were approximately 40 percent greater than the total 
in 1946.78 Secondly, defendant points out that plaintiff had an arrange- 
ment with an outfit named Setter Brothers whereby the latter made 
paper sticks for plaintiff and agreed not to sell such sticks to other makers 


Transcript, pp. 427, 428. 
Transcript, pp. 433, 434. 
Transcript, pp. 438, 439. 
Transcript, pp. 476-479. 
Transcript, p. 480. 
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of applicators.” For a comparatively short period of time beginning 
during the war plaintiff, in its attempt to alleviate the shortage of 
wooden sticks, experimented under an agreement with Setter Brothers 
to have the latter manufacture paper sticks. As part of the agreement 
whereby plaintiff and Setter Brothers undertook the experimentation 
in the production of the paper sticks it was provided that they would 
be manufactured exclusively for the plaintiff, but this provision was 
effective only a relatively short period of time until wooden sticks were 
again obtainable.8° Indeed the experiment proved unsuccessful and the 
use of paper sticks was entirely discontinued in 1948 for the trade would 
not accept them for applicator purposes.*! Moreover the plaintiff at one 
time actually offered to sell paper sticks to the defendant.®? In view of 
the fact that plaintiff’s large stick orders were an attempt to overcome 
chronic stick shortages in the face of increasing sales,°* and that Mr. 
Hanafee had been unable to supply plaintiff with all the sticks it needed 
prior to June, 1947,8* there is not a sufficient basis to sustain the charge 
of a conspiracy by plaintiff to restrain trade in sticks with the defendant. 


V 


Having failed to prove a combination of practices which, taken in 
their entirety, spells unlawful monopoly, defendant’s objections are 
answered in the opinion filed herein denying its motion for summary 
judgment. Nor do the plaintiff’s cffer of a license to defendant or its 
present suits against plaintiff add substance to the defendant’s charges 
in this respect. 


As the grounds for defendant’s counterclaim are the same as those 
of its affirmative defense of unclean hands, the findings of fact and con- 
clusions of law with respect to the defense necessarily preclude recovery 
on the counterclaim. 


SUMMARY 


I hold that plaintiff cannot recover in the patent suit as defendant’s 
machines does not infringe the Bunnell machine. Therefore defendant 
is entitled to judgment in its favor in that-suit. In the trade-mark suit 
I hold that defendant’s use of the word ‘‘Tips’’ in ‘‘Cotton Tips’’ as the 
name of its product infringes plaintiff’s trade-mark ‘‘Q-Tips.’’ There- 
fore plaintiff is entitled to an injunction restraining defendant from the 
use of the word ‘‘tips’’ as a trade-mark or part of a trade-mark for its 
cotton tipped applicators. Otherwise defendant’s packaging of the said 
product does not constitute unfair competition. Plaintiff’s eause of action 


Transcript, p. 74. 

Transcript, p. 104. 
Transcript, p. 74. 

Transcript, pp. 1283, 1284. 
Transcript, p. 77, pp. 102-105. 
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for dilution is without merit. The defendant’s charges of violation of 
the anti-trust laws and other unlawful activities upon the part of the 
plaintiff have failed both as defenses to the suits of the plaintiff and as 
counterclaims by the defendant, and plaintiff is entitled to judgment in 
its favor on the latter. 


Since these cases were consolidated for trial and neither party has 
entirely prevailed, it would appear that each should bear its own costs. 


The foregoing opinion shall constitute findings of fact and conclus- 
ions of law, as required by Rule 52. 


An order for judgment in each case shall be settled in accordance 
with this opinion. 


Q-TIPS, INC. v. Q PRODUCTS CORPORATION 
N. Y. Sup. Ct.—(Westchester County)—November 27, 1952 


UnFaIR COMPETITION—TRADE-MARKS—INJUNCTIVE RELIEF 
Injunction pendente lite in trade-mark infringement case is drastic relief 
and will not be granted where alleged infringing mark has been in use by defend- 
ant for five years and no actual confusion is shown. 


Suit by Q-Tips, Inc., against Q Products Corporation for trade-mark 


and trade name infringement. Motion for preliminary injunction denied. 
DoscHER, Justice: 


This is an application for an injunction pendente lite enjoining and 
restraining the defendant from (a) using its corporate name; and (b) using 
the letter ‘‘Q’’ in connection with the sale, advertising or distribution of 
defendant’s bobby pins. The complaint seeks similar relief by way of a 
permanent injunction. Plaintiff, for many years, has been engaged in the 
business of manufacturing and distributing (at present, through a closely 
affiliated corporation) cotton-tipped swabs under the trade-mark of ‘‘Q- 
Tips.’’ Defendant was organized in 1947 and since then has manufactured 
and distributed rubber-tipped bobby pins under the trade-marks ‘‘ ‘Q’ 
Pins’’ and ‘‘Sissy-Q.’’ Generally speaking the function of an injunction 
pendente lite is to maintain the status quo. The granting or denial of an 
application for such relief is not determinative of the ultimate questions 
involved in the litigation. For more than five years, defendant has manufac- 
tured and marketed its bobby pins under the name here attached. These pins 
have been sold to the ultimate consumer in the same type stores and from the 
same or adjacent counters. Yet, no great impact has been made on plaintiff. 
No incidents of customer confusion have been alleged; only two pieces of 
mail have been erroneously addressed ; and no claim of intended deception 
is made. Even if the plaintiff made out a better case on its papers than 
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it does, this court would hesitate before granting the drastic relief sought. 
To grant the application would bear very heavily on defendant; it would 
destroy much, if not all, of the good will built up over the past five years. 
To deny the application would have little or no effect on plaintiff; there 
is no claim of damage suffered to date. Under such circumstances, an injunc- 
tion pendente lite should be denied. Michelsen v. Leskowicz, 55 N. Y. S. 2d 
831, aff’d 270 App. Div. 1042. This plaintiff can obtain, if it so desires, a 
comparatively early trial and then have the issues fully decided. This 
court should not pre-empt that decision. Motion denied. Settle order on 
notice. 


DOUGLAS LABORATORIES CORPORATION v. COPPER TAN, INC. 
No. 45-708—D. C. S. D. N. Y.—November 26, 1952 


TRADE-MarRKS AT CoMMON LAwW—WuHaT May BE A TRADE-MARK 
‘*Coppertone’’ held invalid as a trade-mark on ground of descriptiveness. 


UNFAIR COMPETITION—SECONDARY MEANING 
Plaintiff held to have established secondary meaning in ‘‘Coppertone.’’ 


UNFAIR COMPETITION—SCOPE OF RELIEF 


Owner of ‘‘Coppertone’’ held not entitled to permanent injunction against 
‘*Copper Tan’’ either as a trade-mark or as a part of corporate name, particularly 
when acts of unfair competition were found to have been discontinued prior to 
commencement of suit. 


UNFAIR COMPETITION—SCOPE OF RELIEF 


Plaintiff held entitled to cancellation of defendant’s 1920 registration as a 
cloud on title of plaintiff’s mark. 


Suit for trade-mark infringement and unfair competition by Douglas 
Laboratories Corporation against Copper Tan, Inc. Judgment for defendant 
dismissing complaint and for plaintiff with respect to cancellation of 
defendant’s registration and as to certain phrases used by defendant. 


Leslie D. Taggart, Raymond A. Ledegar and Samuel S. Cross, Jr., of New 
York City, for plaintiff. 


Lewis Scadron and John 8. Finn, of New York City, for defendant. 
EDELSTEIN, D. J.: 


This is an action for trade-mark infringement and unfair competition. 
The complaint alleges imitation of plaintiff’s trade-mark ‘‘Coppertone’’ 
for sun tan lotions and creams by defendant’s use of ‘‘Copper Tan’’ on 
similar products, and asks a permanent injunction against the use of the 
designation ‘‘Copper Tan’’ by the defendant and against the performance 
of enumerated acts of unfair competition by the defendant. The defendant 
counterclaims for a declaration that the plaintiff has no trade-mark rights 
in the designation ‘‘Coppertone,’’ and that the designation is descriptive 
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and incapable of functioning as a trade-mark. The case was tried to the 
court without a jury. 
Findings of Fact 
1. Plaintiff is a corporation organized and existing under the laws 
of the State of Florida and has its principal place of business in Miami, 
Florida. 


2. Defendant is a corporation organized and existing under the laws 
of the State of New York, and has its principal place of business in New 
York, New York. 


3. The amount in controversy, exclusive of interest and costs exceeds 
$3,000.00. 


4. Plaintiff’s predecessors are Benjamin Green, doing business as 
Douglas Laboratories, and Douglas Laboratories, Inc., a Florida cor- 
poration. 


5. Defendant’s predecessors are a partnership of four persons, formed 
on May 29, 1946 as the Copper Tan Mfg. Co., and a corporation organized 
by the same four persons and incorporated on June 14, 1946. 


6. The products of plaintiff and defendant are sun tan products. 


7. The designation ‘‘Coppertone’’ describes the effect, functions and 
result of the use of the product manufactured by the plaintiff. 


8. Benjamin Green, doing business as Douglas Laboratories, in Miami, 
Florida, adopted and began to use ‘‘Coppertone’’ on a sun tan product in 
November of 1944. Plaintiff and its predecessors continuously used ‘‘Cop- 
pertone’’ on their sun tan products, and by June of 1946, the designation 
was understood by the purchasing public in Florida and New York markets 
to identify a product whose origin had a single source. 


9. If there were any sales of ‘‘Copper Tan’’ products prior to June 
of 1946, those sales were in very small quantities, to very few stores, and 
were made casually, sporadically and intermittently. Defendant began to 
make substantial and sustained efforts to market ‘‘Copper Tan’’ in June 
of 1946. 


10. In June of 1946, the purchasing public in the Florida and New 
York markets did not understand the name ‘‘Copper Tan’’ to identify a 
product originating from a single source. 


11. In June of 1946, defendant made an announcement to the trade 
which was false and which had as its purpose the confusion of the public 
so that defendant could sell its products on the strength of the plaintiff’s 
good will. 

12. Prior to the commencement of this action, defendant slandered 
‘*Coppertone’’ and attempted to coerce plaintiff’s customers from selling 
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it, maliciously threatened plaintiff’s customers with lawsuits, and attempted 
to pass off its product for that of the plaintiff. 


13. However, these acts did not extend beyond a time approximately 
a year prior to the commencement of this suit, and between 1946 and 1952 
no consistent continued course of conduct was indulged in by the defendant 
as a result of which plaintiff suffered continuing injury. 


14. The defendant at the time of trial possessed no intent to compete 
unfairly, on the reputation and good will of the plaintiff. 


15. The mark of the plaintiff at the time of trial was a picture of an 
Indian above which appeared the words ‘‘Don’t be a paleface’’ and below 
which appeared the word ‘‘Coppertone.’’ 


16. The packaging of defendant’s product in color, lettering and out- 
ward appearance is not similar to that of plaintiff’s product. 


17. Defendant, ever since its inception, has used and continues to 
use on its cartons the notation : 


The Original 
COPPER TAN 
New York Miami, 


and on its labels the notation: 


COPPER TAN, INC. 
New York Miami. 


At no time has defendant had a place of business in Miami or outside the 
City of New York, and it is ‘‘Coppertone’’ which originally achieved suc- 
cess in Miami. 


18. The use of the notation ‘‘The Original’’ and the address ‘‘ Miami’’ 
on ‘‘Copper Tan”’ products is likely to cause confusion or mistake or the 
deception of purchasers. 


19. Without such notation and address, ‘‘Copper Tan’’ products 
would be adequately distinguished from plaintiff’s products so as to prevent 
the confusion or deception of the purchasing public. 


20. The defendant applied for registration of the trade-mark ‘‘Copper 
Tan’’ in the Patent Office, and registration No. 503,807 was granted on 
the Supplemental Register under the Act of 1946. 


Discussion 
Much of plaintiff’s evidence during the trial was devoted to an effort 


to prove that ‘‘Coppertone’’ had been established as a common law trade- 
mark. But the problem which immediately presents itself is whether the 
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compound word is merely descriptive of the qualities, characteristics and 
functions of the sun tan preparation to which it applies. Such a word is 
not capable of exclusive appropriation as a trade-mark. 15 U.S. C. §1052; 
Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 446; see Nims, Un- 
fair Competition and Trade-Marks, 4th ed., vol. 1, §§200, 201. The plaintiff, 
of course, urges that the term is, at most, suggestive, and that it is necessary 
for a consumer to engage in ‘‘conscious exercise of the perceptive faculties’’ 
relate the word to the sun tan product. To draw the line between a highly 
suggestive and a merely descriptive mark is a very difficult task and admits 
of difference of opinion. But after a careful and prolonged consideration, 
I am inevitably constrained to the conclusion that the term is merely deserip- 
tive of the function or effect of the product, namely, to produce a sun tan 
of a copper color when used on the skin during exposure to the sun. The 
words ‘‘Copper Tone,’’ it seems to me, adequately and simply describe a 
color, and compounding the words does not lend them sufficient mystery to 
vitiate the description. There is evidence, indeed, that a long and widely 
used color hair shampoo uses the word ‘‘coppertone’’ to describe the color 
of one particular shampoo item. Even using ‘‘tone’’ in the verb rather than 
in the noun sense, produces scant distinction when applying the word to a 
sun tan preparation. The function of imparting to the sun-exposed epider- 
mis a particular hue is described. 

The fact that, as plaintiff contends, the desirable color which the use 
of the product is intended to effect is tan, a shade of brown, with copper, 
a shade of red, being an undesirable and unintended chromatic result, does 
not alter the conclusion. In the first place, even though the word be inac- 
eurately descriptive, it is nonetheless descriptive. See Nims, §201. And 
secondly, the word is descriptive though it ascribes to the product an attri- 
bute which it does not have but might have. Restatement of Torts, §721, 
comment b. Plaintiff’s labels provide evidence that the preparation not 
only might have such an attribute, but also that this attribute is desirable 
and intended. For the labels display the profile of an Indian, the classic 
red man, over whose head is the legend, ‘‘Don’t be a paleface,’’ and under- 
neath which appears the word ‘‘Coppertone.’’ Further, there is testimony 
by a representative of another manufacturer of a sun tan product that it 
had used the words ‘‘ For a copper colored tan’’ on its labels. This obviously 
descriptive usage is, to my mind, hardly more descriptive than the com- 
pound word ‘‘Coppertone”’ alone, employed in connection with a sun tan 
preparation. Under the test suggested by Nims, supra, §200, that a mark 
is not valid if the user may, by prohibiting its use in connection with a 
competitor’s goods in the same market, thereby deprive competitors of the 
right to describe their goods by the normal use of the words involved, I feel 
that ‘‘Coppertone’’ is clearly invalid as a trade-mark. Plaintiff’s first 
cause of action for trade-mark infringement must fail. 

But although the plaintiff has not established a common law trade-mark 
in the term ‘‘Coppertone,’’ it may nevertheless acquire the right to the 
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protection of the term against unfair competition ‘‘if, through usage, the 
term has acquired a secondary meaning, that it has come to indicate that 
the goods in connection with which it is used come from a single source, 
manufacturer or producer. If one can show that his mark is endowed with 
this quality, that the public identifies his mark with the goods manufactured 
by him, then he is entitled to protection in its use. The crux of a secondary 
meaning is the origin of the goods from a single source. As stated by 
Judge L. Hand, in Bayer Co. v. United Drug Co., D. C., 272 F. 505, 509, the 
public must understand by the term ‘That it came from the same single, 
though * * * anonymous, source from which they had got it before.’ ’’ 
National Nu Grape Co. v. Guest, 10 Cir., 164 F. 2d 874, 877. Plaintiff’s 
second cause of action is one for unfair competition, and since a common 
law trade-mark has not been established, it must be determined whether 
the proof adduced establishes a secondary meaning in the name. 


The plaintiff’s business in ‘‘Coppertone’’ was originated in humble 
circumstances in Florida in November, 1944. But it enjoyed rapid success, 
particularly in Florida and New York. The record of ‘‘Coppertone’’ sales 
and advertising, and the testimony of witnesses who merchandised sun tan 
products is sufficient to convince me that by June of 1946, when defendant 
made its first substantial effort to market ‘‘Copper Tan,’’ the public was 
quite familiar with ‘‘Coppertone’’ and had established a great demand for 


it, to such an extent as to endow the product’s name with a secondary sig- 
nificance ‘in the Florida and New York markets. Indeed, there is ample 
evidence that at that time, when the defendant was incorporated, the officers 
of that corporation were well aware of the ‘‘Coppertone’’ reputation and 
fully intended to capitalize on it for their own profit. An announcement 
was inserted in a trade journal that the production of ‘‘Copper Tan,’’ a 
product which had had considerable success in California and Florida, was 
being ‘‘stepped up’’ in New York. But it appears that ‘‘Copper Tan’’ was 
not then in production at all, and that the Florida product which had had 
considerable success was ‘‘Coppertone.’’ A number of other acts, attribu- 
table to the defendant, also contribute to the conclusion that not only did 
Coppertone have a considerable reputation, but that the officers of the 
defendant were intimately aware of the fact. I have found also, that despite 
some evidence of previous use of the name, *‘Copper Tan’’ did not have 
a secondary meaning in the Florida and New York markets in June of 
1946, when the unfair competition is alleged to have commenced. 


Having established a secondary meaning in the name ‘‘Coppertone,’’ 
the plaintiff is entitled to protection against another’s reaping the benefit 
of that name and good will. ‘‘* * * (The imitator of another’s goods must 
sell them as his own production. He cannot lawfully palm them off on the 
public as the goods of his competitor. The manufacturer or vendor is entitled 
to the reputation which his goods have acquired and the publie to the means 
of distinguishing between them and other goods; and protection is accorded 
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against unfair dealing whether there be a technical trade-mark or not. The 
wrong is in the sale of the goods of one manufacturer or vendor as those 
of another. Elgin National Watch Co, v. Illinois Watch-Case Co., 179 U. S. 
665, 674.’’ Warner & Co, v. Lilly & Co., 265 U. S, 526, 531. There is no 
question in my mind that, prior to the institution of this suit, the defendant 
deliberately attempted to palm off its ‘‘Copper Tan’’ for plaintiff's ‘‘Cop- 
pertone,’’ It slandered ‘‘Coppertone’’ and attempted to coerce plaintiff's 
customers; it maliciously threatened plaintiff's customers with lawsuits; 
and it made false representations with respect to its product, in an attempt 
to identify it with plaintiff's product, But, reprehensible as this conduct 
waa, I feel that no continuous course of such conduct has been established, 
extending until the filing of the complaint or wntil the date of trial, It 
appeara, in fact, that such conduct waa discontinued almost a year prior 
to the bringing of thia action, The acta of unfair competition which were 
watiafactorily proved were performed on the initiative of one no longer in 
active association with the present management and conduet of the business, 
and I further affirmatively find that no intent to compete unfairly ta attribu 
table to those presently engaged in actively promoting ‘Copper Tan,'' Gon: 
wequently, since T find that, acoording to the facta exiating at the time the 
wut Waa commenced, as well av at the time of trial, there ia no likelihood 
of a repetition of these deliberately unfair tactioa, T wee no point in enjoin 
ing them, Andrew Jergens Co, v, Bonded Products Corporation, 18 1, dd 
417, Aff’d,, 2 Civ, 21 F, 2d 410, “ Maquity aeta in the present tense,’ and 
molda ita ‘deeree to actualities not history.’ Continental Securities Co, v. 
Interborough Rapid Transit Co,, D, OC. N, Y, 207 F, 467, 471, Aff’d,, 2 Cir, 
221 I, 44; 32 ©. J, 76 §63, * * © Tf the menace exists an injunction should 
be granted; if not, it should be denied. Goshen Mfg. Co. v. Myers Mfg. Co., 
242 U. 8S, 202, 207; Warner & Co, v. Lilly & Co, 265 U. S, 526.’’ Champion 
Spark Plug Co, v, Reich, 8 Cir,, 121 F, 2d 769, 772. 


Turning attention to the facts as they have existed since the commence- 
ment of this suit, I must, in determining the existence of unfair competition, 
apply the test of whether the public is likely to be deceived into buying 
‘‘Copper Tan’’ when it means to buy ‘‘Coppertone,’’ in the relevant mar- 
kets. Best & Co. v. Miller, 2 Cir., 167 F. 2d 874; Speed Products Co. v. Tin- 
nerman Products, 2 Cir., 179 F. 2d 778. ‘‘The defendant’s good faith in 
believing that he has so marked his goods as to distinguish them from the 
plaintiff’s will not protect him if the court finds that confusion has resulted, 
or is likely to result.’’ Best @ Co. v. Miller, supra, p. 377. Because of the 
near identity of the names, some amount of confusion is inevitable on that 
score alone. But without more, to preclude the defendant from using its 
confusingly similar name would be to give the name ‘‘Coppertone’’ the 
‘*full effect of a trade-mark, while denying its validity as such.’’ Standard 
Paint Co. v. Trinidad Asphalt Co. supra, p. 461. ‘‘The use of a similar 
name by another to truthfully describe his own product does not constitute 
a legal or moral wrong, even if its effect be to cause the public to mistake 
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the origin or ownership of the product.’’ Warner & Co. v. Lilly & Co., supra, 
p. 528. ‘‘It is settled beyond all controversy that a manufacturer has no 
right to the exclusive use of a descriptive word in connection with his goods, 
and if nevertheless he adopts such a trade-mark, he himself is largely to 
blame for the confusion which ensues when other manufacturers, with equal 
right, adopt similar terms to describe their products,’’ Bliss, Fabyan & Co, 
v. Aileen Mills, Inc., 4 Cir,, 25 F', 2d 870, 372, Unfair competition, in these 
circumstances, consists not in the mere use of a similar mark, but in the 
unfair method of its use, Speed Products Co, v, Tinnerman Products, supra; 
National Nu Grape Co, v, Guest, supra; Shaler Co, v, Rite-way Products, 
6 Cir,, 107 F, 2d 82; Fawcett Publications vy, Popular Mechanica Co,, 4 Cir,, 
80 I’, 2d 194; Barton v, Rew-Oil Co,, 8 Cir, 2, 2d 408; Charles Broadway 
Rouss Ino, v, Winchester Co,, 2 Cir, 800 Med, 706, What may be enjoined, 
therefore is not the mere uae of the similar name, but an unfair manner of 
ite use, There are cases, of course, ‘in which a trade name which was orig 
inally merely descriptive of a produet became ao atrongly identified in the 
public understanding with the source of the product that to permit a eom 
petitor to use the name or ite equivalent waa virtually to license him te palm 
off his woods as those of another and thus to engage in unfair competition, 
Mee Coca-Cola Co, ¥, Koke Co, of America, 264 U, 8, 144, and Armatrong 
Paint & Varnish Works v. Nuenamel Corp, 806 U, 8, 016, 886, 886," 
Skinner Mfg. ¥. Kellogg Salea Co, 8 Cir, 148 1, 2d BO, BOD, ut this ease 
in not augh a one, The plaintiff ia not entitled to an injunetion prohibiting 
the use of the name ‘Copper Tan,’’ but merely to an injunetion of an 
unfair usage of that name, The question which remains, therefore, is whether 
the defendant in using such a name has furnished an adequate means to 
identify its product and distinguish it from the plaintiff's product, and thus 
prevent deception to the purchasing public. 


The plaintiff now merchandises its product in four forms; bottle, jar, 
tube and aerosol can, Defendant's product comes only in bottles and tubes. 
A casual glance discloses vast differences in appearance between plaintiff's 
and defendant’s bottles, and the tubes bear no greater similarity to each 
other than they do to tubes of hordes of other drug products. The lettering 
and coloring of the ‘‘Copper Tan’’ tubes, and their cartons, is easily dis- 
tinguishable from those of ‘‘Coppertone,’’ arid they lack the Indian profile 
symbol or design appearing on all ‘‘Coppertone’’ products. Not only are 
the bottles and tubes of the two products easily distinguishable, but the 
bottles and tubes of ‘‘Copper Tan’’ are not remotely to be confused with 
the jar or aerosol can of ‘‘Coppertone.’’ There is, however, one particular 
which could, perhaps, occasion confusion. Defendant, ever since its incep- 
tion, has used and continues to use on its cartons, above the name ‘‘Copper 
Tan,’’ the notation ‘‘The Original,’’ and below the name, the addresses 
‘‘New York’’ and ‘‘Miami’’; on its labels those addresses also appear, below 
the name. The defendant has no business address in Miami, although it has 
merchandised its product there. ‘‘Coppertone,’’ however, was originated in 
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Miami and is favorably known as a Florida product. Since ‘‘Copper Tan’’ 
is not the original Florida product, or a Florida product at all, I find that 
any attempt to make it appear that it is, in conjunction with the use of a 
name so similar to that of the original Florida product, would tend to the 
deception of the public, and must be discontinued in those markets where 
the name Coppertone is entitled to protection. 


The defendant’s mark ‘‘Copper Tan’’ has been registered on the Sup- 
plemental Register under the Act of 1946 (Lanham Act, 15 U. S. C. 
§§1051-1127), which is a continuance of register of marks registered under 
the Act of 1920. The plaintiff asks the court to cancel this registration, under 
the authority of §1119. The pre-trial order placed the defendant’s trade- 
mark registration in issue with respect to the counterclaim. And though the 
counterclaim has been largely, though not completely, withdrawn, the regis- 
tration nevertheless has been placed in issue and remains in issue. Regis- 
tration under the Act of 1920 is not barred because a mark is merely descrip- 
tive. Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315. But the existence 
of the registration of ‘‘Copper Tan’’ is a cloud on the rights which I hold 
the plaintiff has in ‘‘Coppertone,’’ and the plaintiff is further damaged 
because the registration permits the defendant to employ on its product the 
statutory phrase, ‘‘Reg. U. S. Pat. Off.’’ Consequently, the defendant’s reg- 
istration will be cancelled. ; 


At the close of the plaintiff’s case, the defendant moved for leave to 
plead the affirmative defense of laches, upon evidence that plaintiff became 
aware of the facts basic to his causes of action in 1946, but waited until 
1948 to bring suit. But mere laches, even though established, would not 
be sufficient to preclude injunctive relief against the defendant. It would 
be sufficient to deny plaintiff an accounting, but plaintiff has waived an 
accounting. McLean v. Fleming, 96 U. S. 245; Anheuser Busch v. DuBois 
Brewing Co., 3 Cir., 175 F. 2d 370, 374. Consequently, the motion will be 
denied. 

Conclusions of Law 


1. This is an action for trade-mark infringement and unfair com- 
petition. 


2. The court has jurisdiction by virtue of diversity of citizenship and 
amount in controversy. 


3. Since ‘‘Coppertone’’ is merely descriptive of the effect, function 
and result of the use of the sun tan product manufactured by the plaintiff, 
it is not a valid common law trade-mark and cannot be exclusively appro- 
priated by the plaintiff. Defendant, therefore, has not infringed the trade- 
mark ‘‘Coppertone.”’ 


4. By June of 1946, the plaintiff had established a secondary meaning 
in its mark ‘‘Coppertone’’ in the Florida and New York markets, and is 
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entitled to the protection of the designation against unfair competition in 
those markets. 


5. In June of 1946, the defendant’s mark ‘‘Copper Tan’’ had no sec- 
ondary meaning. 


6. Defendant, prior to the institution of this suit, and commencing in 
June of 1946, competed unfairly with the plaintiff by performing the acts 
described in the 11th and 12th findings of fact. 


7. At the time of the commencement of this suit, and at the time of 
the trial, defendant was competing unfairly with the plaintiff only by the 
use of the designation ‘‘The Original’’ and the address ‘‘Miami’’ in connec- 
tion with its mark ‘‘Copper Tan.’’ 


8. The defendant has in no way imitated the features employed by 
the plaintiff in the appearance of container, box or outer wrapping of its 
product. 


9. The plaintiff is not entitled to a permanent injunction enjoining 
the defendant from using ‘‘Copper Tan”’ in its business, either as a trade- 
mark or as part of its corporate name. 


10. The plaintiff is not entitled to a permanent injunction enjoining 
acts of unfair competition by the defendant which have been found to have 
been discontinued prior to the commencement of this suit. 


11. The plaintiff is entitled to a permanent injunction enjoining the 
defendant from using the notation ‘‘The Original’’ and the address 
‘‘Miami’”’ in connection with ‘‘Copper Tan,’’ in the Florida and New York 
markets. 


12. U.S. trade-mark registration No. 503,807, for ‘‘Copper Tan,’’ is 
a cloud on the plaintiff’s rights in ‘‘Coppertone,’’ and the plaintiff is dam- 
aged by the registration which permits the defendant to employ on its 
product the statutory phrase, ‘‘Reg. U. S. Pat. Off.’’ 


13. U.S. trade-mark registration No. 503,807 is hereby ordered can- 
celled pursuant to 15 U. 8. C. §1119. 


14. Plaintiff has waived an accounting for profits and damages. 


15. Defendant’s motion for leave to add the affirmative defense of 
laches is denied. 


16. Defendant’s motion to dismiss the complaint is denied. 
17. Plaintiff is entitled to costs in this action. 


A decree may be submitted in conformity with these findings of fact 
and conclusions of law. 
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STE. PIERRE SMIRNOFF, FLS., INC. v. L. HIRSCH & SONS 
No. 13,233-T—S. D. Calif. C. Div.—December 8, 1952 


TRADE-MARKS—ACT OF 1946—SEcTION 22 
Registration under the Act or under Act of 1881 or Act of 1905 is constructive 
notice of claim of ownership. 
TRADE-MarksS—Act oF 1946—SEcTION 32 
Use of mark likely to cause confusion or mistake or deception prohibited by 
Act. 
TRADE-MARKS—INFRINGEMENT 
*‘Smackoff’’ on vodka infringes ‘‘Smirnoff’’ used on vodka. 


TRADE-MARKS—CONFUSING SIMILARITY 
Proof of high potential for confusion and climate for free ride, in absence of 
proof of pecuniary loss and proof of only small amount of actual confusion, 
sufficient to warrant injunction. 
TRADE-MARKS—TITLE TO—ASSIGNMENT 
Grant of exclusive and irrevocable right to use in a designated territory is 
assignment and not mere license. 
TRADE-MarKS—Scope OF RELIEF—ACCOUNTING 
Accounting denied because of impossibilities of proof which would stultify 
any master. 


Suit for trade-mark infringement by Ste. Pierre Smirnoff, Fls., Inc., 


against Louis Hirsch and Eugene Hirsch, co-partners doing business as L. 
Hirsch & Sons. Judgment for plaintiff. 


Mock & Blum, of New York City, for plaintiff. 
Collins Mason, of Los Angeles, Calif., for defendant. 


Touin, D. J.: 


The Complaint alleges that defendants’ use of the trade-mark 
**Smarkoff’’ for vodka infringes the following registered trade-marks 
owned by plaintiff: 


The words ‘‘Ste Pierre Smirnoff Fls’’ and a picture of a crown. 
Registration No. 309,865 

The words ‘‘Pierre Smirnoff’’ 
Registration No. 326,253 

Picture of a shield. 
Registration No. 328,594 

The words ‘‘Ste Pierre Smirnoff Fls’’ and a picture of a crown. 
Registration No. 380,899 

The word ‘‘Smirnoffka.’’ 
Registration No. 394,058 

The word ‘‘Smirnoff.’’ 
Registration No. 513,428 
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Unfair competition is also charged. 


Plaintiff is a Connecticut corporation, organized January 12, 1939. It 
is the successor to a New York corporation of the same name which was 
organized September 19, 1933. 


Defendants are citizens and residents of California. 


In 1818 a Mr. Pierre Smirnoff began to make and sell vodka in Russia 
under his surname ‘‘Smirnoff.’’ The business was continued in Russia 
by his descendants under the ‘‘Smirnoff’’ name. The ‘‘Smirnoff’’ vodka 
attained a considerable reputation in Russia. 


After the Bolshevik revolution the owners of the ‘‘Smirnoff’’ business 
fled to Poland where they established a firm which did business in Poland, 
France and elsewhere. 


In August 1933, in consideration of a lump sum, the Polish firm sold 
its rights for the United States of America to its trade-marks, formulas 
and processes to Mr. Rudolph Kunett. Mr. Kunett’s rights were later 
transferred to the New York predecessor of plaintiff. 


Beginning in 1934, this predecessor New York corporation began 
to sell ‘‘Smirnoff’’ vodka nationally, including sales in California. 


The New York corporation secured Registration No. 330,899 on 
December 17, 1935, under the former Trade-Mark Act of 1905, which 
was replaced on July 5, 1947 by the Lanham Trade-Mark Act of July 5, 
1946 which went into effect on July 5, 1947. 


The registered mark No. 330,899 displayed the corporate name of 
the New York corporation, the picture of a crown, and the pictures of 
four medals granted for the original Russian vodka in 1877, 1882, 1886 
and 1889. It also registered ‘‘Pierre Smiroff’’ as No. 326,253 on July 16, 
1935 under the Trade-Mark Act of March 19, 1920. 


When plaintiff became the successor to the said corporation, it secured 
an additional registration under the Act of February 20, 1905. This reg- 
istration was No. 394,058, issued March 17, 1942 for ‘‘Smiroffka.’’ 


From the beginning the domestic vodka of plaintiff and its prede- 
cessor had been plainly marked and advertised as being of domestic origin. 


During World War II defendants manufactured a vodka which they 
sold under a trade-mark and name dissimilar to those involved in this 
litigation. It enjoyed modest success in a firmly established market where- 
in defendants also sold other alcoholic beverages. During the war years 
there was difficulty in obtaining high-grade distilling material and some 
of defendants’ established trade complained of a falling off of good-will 
for defendants’ vodka because of inferiority of the product attributable 
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to war conditions. After defendants returned to their prior standard of 
product, they sought to recapture such of the vodka market they had 
lost and to re-establish complete good-will with such as they had retained. 
In aid of this project they re-named one of their brands ‘‘Smarkoff.’’ 
Defendants’ testimony is that they coined the name ‘‘Smarkoff’’ by com- 
bining parts of the names of two Russian cities. As compared to plain- 
tiff’s open, extensive and exclusive claim of exclusive right, defendants 
have used the name ‘‘Smarkoff’’ only since May 25, 1948. It is one of 
several brand names under which defendants’ vodka is sold. It is con- 
ceded that ‘‘Smirnoff’’ is a family name and while not conceded by 
defendants, it is established that plaintiff is the rightful successor of 
the original users. ‘‘Smarkoff’ is a coined name. 


Plaintiff has long advertised its product in magazines of national cir- 
culation and has induced hotels to feature the ‘‘Smirnoff’’ vodka on menus. 
Defendants did no substantial advertising of their ‘‘Smarkoff’’ vodka. 
They did no magazine advertising but did procure the listing of their 
product in catalogs and publications which circulated only in the trade. 
They relied upon the solicitation of wholesalers, jobbers, etc. by their 
salesmen who also sold defendants’ full line of liquor. They relied largely 
on the already established good-will of their firm. The evidence is not 
clear when plaintiff first learned of defendants’ use of the name 
‘“Smarkoff.’”’ 


The Lanham Act! went into effect on July 5, 1947 and defendants 
began to use ‘‘Smarkoff’’ on May 25, 1948 after plaintiff had registered 
its several marks which include the name ‘‘Smirnoff.’’ 


The evidence is undisputed that plaintiff notified defendants on 
April 25, 1951 that it deemed ‘‘Smarkoff’’ an infringement of its right 
and called upon defendants to desist. It also is undisputed that although 
‘‘Smarkoff’’ is a coined word, the ‘‘Smark’’ portion of it imparts to the 
entire word a meaning so odious to a person familiar with the Russian 
language, that it is not an appropriate name for a Russian beverage. 
It is not difficult to find, and it would be extremely difficult not to find, 
that the trade-mark ‘‘Smarkoff’’ as viewed by the conventional retail 
purchaser, is so similar to ‘‘Smirnoff’’ as to amount to a colorable imita- 
tion of a registered mark, likely to cause confusion or mistake or to deceive 
purchasers as to the source of the contents of the bottles so labeled. This 
is prohibited by the Lanham Act, 15 U. S. C. 1114(1)(a) which forbids: 


“oe use, without the consent of the registrant, any reproduction, 
counterfeit, copy or colorable imitation of any registered mark in 
connection with the sale, offering for sale, or advertising of any goods 


1. The Lanham Act, 15 U. 8. C. 1072, provides: 

‘*Registration of a mark on the principal register provided by this chapter or 
under the Act of March 3, 1881, or the Act of February 20, 1905, shall be con- 
structive notice of the registrant’s claim of ownership.’’ 
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or services on or in connection with which such use is likely to cause 
confusion or mistake or to deceive purchasers as to the source of origin 
of such goods or services; * * *.’’ (Emphasis supplied.) 


For a discussion of the principles applied by courts in determining 
whether marks are confusingly similar, see N. K. Fairbank Co. v. Luckel, 
King & Cake Soap Co., 102 Fed. 327, C. C. A. 9; and American Distilling 
Company v. Bellows & Company, Inc., 103 C. A. (2d) 8; 226 Pac. (2d) 
751. 


Plaintiff has not proved any pecuniary loss and very little actual 
confusion but it has proved a high potential for confusion and the climate 
and ingredients for a free ride by defendants upon the expensively estab- 
lished and nurtured name and good-will of plaintiff’s product and the 
trade-marks protective of its name. Plaintiff is old in the field, defend- 
ants newcomers. In Stork Restaurant, Inc. v. Sahati, et al., 166 F. (2d) 
348, at p. 361, C. A. 9, it was said: 


‘‘This thought that a newcomer has an ‘infinity’ of other names to 
choose from without infringing upon a senior appropriation runs 
through the decisions like a leitmotiv.’’ 


Defendants contend that plaintiff is without a protective right. because 
it is a mere licensee while the original ‘‘Smirnoff’’ concern still operates 
abroad, -The evidence shows that plaintiff is the owner by virtue of a 
purchase for a lump sum of the entire exclusive and irrevocable right in 
the business, good-will of the business, and the name ‘‘Smirnoff’’ within 
the United States. It has been repeatedly held over a long period of time 
that the grant of an exclusive and irrevocable right to use a mark in a 
designated territory is an assignment and not a mere license. The terri- 
tory is as broad as that protected by the Lanham Act. It is the entire 
United States, its possessions and territories. 


See Scandinavia Belting Co. v. Asbestos & Rubber Works of America, 
Inc., 257 Fed. 937, at p. 955, 2nd Circuit, wherein the following appears: 


‘*# # * one who has the exclusive right to use a trade-mark in the 
United States has such a special ownership therein as entitles him to its 
registration during the period of his exclusive use. * * *’’. 


See Griggs, Cooper & Co. v. Erie Preserving Co., 131 Fed. 359, Cir. 
Ct., W. D. New York, in which it was held that an exclusive license under 
trade-marks is not ‘‘* * * a mere license, but assigns the exclusive owner- 
ship and good will in the trade-marks, * * *.’’ 


The question next arises as to the scope of relief to be granted to 
plaintiff.. It seeks damages, an accounting of profits, and an injunction. 
It has not offered evidence of substantial past confusion or loss of business. 
It has shown past and present invasion of its rights, a threat of continu- 
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ance thereof, and a reasonable certainty of confusion of goods in the future. 
The evidence shows that plaintiff’s business has increased beyond mere 
simple prosperity. During the past twelve years plaintiff did $14,000,000 
worth of ‘‘Smirnoff’’ business in vodka sales. All but about $275,000 of 
those sales took place in the years 1948 to 1952. In the Los Angeles Area 
alone, sales of ‘‘Smirnoff’’ vodka have increased from 3,040 cases in 1946 
(the first full post-war year) to 107,670 cases during the first eight 
months of the current year. In the full year 1951, 120,952 cases were sold 
in this immediate area. It complains that defendants have also prospered 
and attributes that prosperity to the appropriation by defendants of the 
name ‘‘Smarkoff’’ in infringement of plaintiff’s trade-marks. This it has 
not proved. The good-will of vodka as a beverage is rapidly increasing 
in the United States. The setting is such that unless restrained, defend- 
ants will continue a course of conduct reasonably certain to bring about 
the confusion in customer minds which equity will seek to inhibit by 
injunction. This justifies the full injunctive relief sought. Defendants 
had a substantial business in vodka before they simulated plaintiff’s trade- 
mark. They had made substantial sales to regular customers, purveying 
their vodka under a name dissimilar to ‘‘Smarkoff.’’ When the misfor- 
tunes of war and the impossibility of manufacturing to pre-war standard 
during the war brought about a deterioration of their product, they 
changed the name contemporaneously with their ability to again deliver 
vodka according to their former standard of quality. They sold to the 
same customers who were willing to continue to deal with them even 
though the good-will of their particular product had so suffered that a 
change of brand name was necessary. It is impossible for the Court to 
determine how much of defendants’ increase in vodka sales has resulted 
from a general popularizing of the beverage, how much to the natural 
increase of business with those who already accorded defendants substan- 
tial good-will, and how much has amounted to a free ride upon the good- 
will of plaintiff. Among these uncertainties there is the reasonable cer- 
tainty that strong likelihood of confusion of products by reason of sim- 
ilarity of names exists. In view of the uncertainties, the judgment must 
limit plaintiff to its clear right to injunctive relief against further use 
of the name ‘‘Smarkoff’’ with respect to vodka, and must deny plaintiff 
the conventional remedy of an accounting for profits because of the impos- 
sibilities which would stultify any master asked to hear an accounting. 
Defendants have positioned themselves for a free ride but, to the present 
time, the Court cannot say that they have done more than create a situa- 
tion in which confusion of product is bound to occur if they be permitted 
to continue use of the name ‘‘Smarkoff.’’ 


Plaintiff will submit findings and an appropriate injunction. 
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HANDMACHER-VOGEL, INC., ET AL. v. RITMOR 
SPORTSWEAR CO., INC., ET AL. 


N. Y. Supreme Ct. (N. Y. Co.)—December 3, 1952 


TRADE-MARKS—WHaAT May BE A TRADE-MARK 
‘*Weathervane’’ for women’s garments is not descriptive; and insofar as 
it may be suggestive, the suggestion is inaccurate. The mark for the product is 
fanciful and entitled to protection. 
TRADE-MARKS—INFRINGEMENT 
‘*Weathermatch’’ infringes the common law rights of the owner of ‘‘ Weather- 
vane. ’’ 
TRADE-MarRKS—TITLE—ABANDONMENT 
Sale of a trade-mark may not be made in the absence of sale of the business, 
but transaction shows abandonment by purported seller. 
UNFAIR COMPETITION—TITLE—ABANDONMENT 
Abandonment is not shown by failure to prosecute all infringers. 


UnrFalrR COMPETITION—DEFENSES 
Defenses not pleaded may not be considered. 
UnrFralR COMPETITION—DEFENSES 
Purposely false claim of registration may be held to be condition of unclean 
hands, but inaccurate reference to registration will not prevent recovery for 
unfair competition. Held, however, that it is sufficient to bar a claim for in- 
fringefhent of trade-mark on the same facts. 
Unrain CoMPETITION—Scopre OF RELIEF—ACCOUNTING 


Plaintiff is entitled to so much of defendant’s profits as were realized from 
sale of goods bearing ‘‘Weathermatch’’ mark. 


Suit for unfair competition by Handmacher-Vogel, Inc., et al. against 
Ritmor Sportswear Co., Inc., and Bloomingdale Bros. Judgment for plain- 
tiffs. 


STEvER, Justice: 


The plaintiff Handmacher-Vogel, Inc., is engaged in the manufacture 
and sale of women’s garments. The other plaintiffs are in wholly owned 
subsidiaries, each engaged in some phase of its operations. When the word 
‘*plaintiff’’ is used hereinafter it will refer to Handmacher-Vogel. 


In 1941 plaintiff commenced manufacturing women’s suits from a par- 
ticular acetate cloth manufactured by Celanese Corporation of America 
(hereinafter called Celanese) and sold by it exclusively to plaintiff. These 
suits were sold under the name Weathervane. By 1948 plaintiff did a na- 
tion-wide business, selling to one store in each of some 600 cities. It was 
then and still is the largest manufacturer of this type of garment and its 
sales amount to very substantial figures. In addition, it has spent over a 
million dollars in advertising the name Weathervane so that the name is 
the best known name for a product in the industry. 
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In 1948, the defendant, a manufacturer of women’s garments, entered 
the field of women’s suits made from an acetate cloth. At the time de- 
fendant was well aware of plaintiff’s position and knew of the name 
Weathervane and the standing of the name in the trade. Furthermore, 
defendant investigated the situation in regard to registered trade names 
and then selected the name Weathermatch for its suits. Although defend- 
ant’s suits sell for somewhat less than plaintiff’s they are practically indis- 
tinguishable. Defendant also adopted a label which, while differing from 
plaintiff’s in many details, is very similar to it from a casual inspection. 


It is virtually futile to lay down rules as to when two names are so 
similar as to be likely to cause confusion. Nor will a study of the decisions 
on this question reveal anything except that each case rests on its own 
peculiar facts. In this instance it is found that the names Weathervane 
and Weathermatch are confusing and that, in the circumstances, de- 
fendant is competing unfairly with plaintiff. 


Defendant urges that despite this it is not subject to equitable action. 
Its general argument is two-fold—first that no one can acquire rights in 
a name where those rights are based on the use of the word ‘‘weather’’; 
and secondly that, as far as the name is concerned, plaintiff has no rights 
at all. 


The first argument is in turn divided into three categories. The first 
is that the name is a descriptive one; the second is that one could never 
acquire an exclusive right to the word ‘‘weather’’; and the third is that 
the word is in the public domain. 


As to the first, it may be conceded that a title consisting of words de- 
scriptive of the product carries no exclusive right. However, this title is in 
no way descriptive. These garments have nothing to do with protection 
from the weather. No one has suggested that they are suitable wear with- 
out further outergarments for inclement weather or extremes of tempera- 
ture. What the defendant has in mind is they are sold for use in this 
temperature zone on an all year-round basis, and for indoor wear in a 
heated place they are entirely suitable and are so sold and used. In so far 
as the name is descriptive, it does not describe; in so far as it is suggestive, 
the suggestion is inaccurate. The fact is that for the particular garment 
the name is fanciful and, as such, entitled to protection. 


The defendant is correct in that no one can acquire a proprietary right 
in the word ‘‘weather’’ and that, to the extent the plaintiff seeks an injunc- 
tion against any name in which that word is used, it cannot succeed. There 
are undoubtedly combinations of words in which the word ‘‘weather’’ is 
employed which would not be likely to be confused with plaintiff’s mark. 
It follows that plaintiff’s prayer for relief calls for an adjudication in ex- 
cess of what it would in any event be entitled to, but that this does not pre- 
clude it from obtaining relief to which it may be entitled. ; 
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As to the word ‘‘weather’’ being in the public domain, what has just 
been said has some application. It is a fact that many products are being 
marketed under trade names containing the word ‘‘weather,’’ and that 
includes uses antedating plaintiff’s use. There has been no such use proved 
on garments of this particular kind. In fact, the prior uses that were 
established were for three kinds of garments—raincoats, shoes, and men’s 
sport jackets similar to the now familiar army battle jacket. As to all of 
these articles, the word ‘‘weather’’ is peculiarly appropriate and descriptive 
of their properties and function. In those fields it might well be held that 
the use of the word in a name for the product could not be grounds for 
establishing unfair competition. Whether these products are so closely 
allied to the product in question as to have this apply here will be discussed 
later. 


The argument against plaintiff’s personal right to prevent the defend- 
ant is fourfold. The first can be easily disposed of. It is claimed that plain- 
tiff consented to the use of similar names by others. This claim was not 
proved and was in fact disproved. Plaintiff showed that it was extremely 
vigilant in proceeding against supposed infringers of its rights, and a com- 
plaint that it sought to restrain beyond its rights would be nearer the fact 
that it did not protect its rights. Beyond the general claim, defendant has 
two instances on which it relies. The first is the use by plaintiff’s subsidi- 
aries. This requires no answer. The second is the use of the name Weather 
Kool by Duchess Royal Company, a manufacturer of similar garments. It 
was shown that this name was one of many used by that manufacturer 
and its use was occasional and sporadic. Plaintiff did take some action in 
regard to it but did not go to the extent of suit because it believed that the 
small amount of publicity given that name did not warrant action being 
taken. An abandonment of a right is not shown by a failure to prosecute 
all infringers. Reasonable efforts are all that is required and such efforts 
were shown. 


Secondly, it is claimed that plaintiff never acquired a right to the 
name. The facts in regard to this are as follows: In 1941 when Celanese 
made the arrangement with plaintiff for the exclusive sale of the cloth in 
question, it, Celanese, had a number of trade names for cloths registered 
with the United States Patent Office. At that time, in conjunction with plain- 
tiff, it selected from these registered names the name Weathervane for this 
particular cloth and it orally licensed plaintiff to use the name. In 1946 
the license was reduced to writing and in 1948 Celanese transferred the 
registration to plaintiff. Up to the time of suit there never was a registration 
of the name for women’s suits. It is unnecessary to decide whether these 
facts would defeat an action for trade-mark infringement. They have only 
an evidentiary bearing on an action for unfair competition. Plaintiff’s com- 
mon law right to the name was established through its use and the wide 
publicity of the use already referred to. As the circumstances disclose no 
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unfair dealing between Celanese and the plaintiff, no claim of unclean 
hands can be based on them. Plaintiff is not barred from enforcing its 
rights because of them. 


A third question arises from the legend on plaintiff’s label, which label, 
disregarding design and spacing, reads: ‘‘ Weathervane* tailored by Hand- 
macher a Celanese* rayon fabric.* registered U.S. Pat Off.’’ In addition, 
plaintiff’s advertising failed to distinguish between the cloth and the suits 
as regards the name. This advertising is ambiguous rather than false. There 
is no statement as to what the registration is for, though it may be implied 
that the registration is for the suit. A purposely false claim of registration 
has been held to be a condition of unclean hands sufficient to defeat a plain- 
tiff. See Neva-Wet Corp. v. Never Wet Processing Corp., 227 N. Y. 163, 177. 
However, an inaccurate reference to a registration while sufficient to bar 
a plaintiff claiming infringement of the trade-mark, will not prevent a 
recovery on the same facts for unfair competition. Straus v. Notaseme 
Co., 240 U. S. 179. The distinction is not academic, at least as far as the 
right to an accounting is concerned. 


The last question raised may well be the most serious. It appears that 
Levy Brothers and Adler, Rochester, Inc. (hereinafter called Levy) regis- 
tered the name Weathervane for use on men’s coats prior to the Celanese 
registration. The use by Levy Brothers of the name was not extensive but 


they had not abandoned it. While this action was pending, Levy Brothers 
made an application to the Patent Office to extend its registration to 
women’s coats. Plaintiff resisted that application and several actions were 
begun in the Patent Office in regard to the registrations of this name. These 
actions were all settled before the trial of this action by Levy Brothers trans- 
ferring its registration to plaintiff and receiving therefor $7,500. 


From this, plaintiff argues that its title to the name is now perfected 
and, as equity fixes rights as of the time of the trial, the Levy Brothers’ use 
constitutes no impediment to determination in its favor. This is only par- 
tially true. While equity does take into cognizance facts occurring between 
the institution of the action and the trial, that does not mean that an injunc- 
tion will be accorded to one having no rights but who purchases them before 
the issue comes to trial. Moreover, the plaintiff acquired no rights from 
Levy Brothers. A trade-mark registration is not subject to sale in the 
absence of the sale of the business with which it is used. At most the trans- 
action shows that at that time Levy Brothers did abandon the mark and 
that an existing cloud was removed from plaintiff’s title, such as it is. But 
that cloud was there when defendant adopted its name and if it was a 
legal barrier to plaintiff’s enforcing rights to the trade-mark at that time, 
it continued to be a barrier as far as defendant is concerned. 


Plaintiff has another objection to considering this matter as a defense, 
namely, that it was not pleaded. The general objection of prior uses of 
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similar names was pleaded and the Levy Brothers’ registration was enumer- 
ated in the bill of particulars. The plaintiff was apprised of the Levy 
Brothers’ registrations and was thoroughly familiar with all aspects of it 
from its litigation with it. No element of surprise can be found. The objec- 
tion is not well taken. 


It remains to consider the question on the merits. The first argument 
of plaintiff is not well taken. This refers to the comparative use by plain- 
tiff and Levy Bros. of the name. Without doubt plaintiff advertised the 
name so far in excess of Levy Bros.’ advertising that comparison would be 
absurd. But this insistence on advertising is valueless. You cannot advertise 
yourself into rights you do not have. Beating a drum composes no music. 


Plaintiff concedes that one who has fraudulently appropriated a mark 
cannot protect it against further appropriations (Ubeda v. Zialcita, 236 U. S. 
452), but argues that one who has infringed innocently is not so barred, 
claiming that in such a case the defect in his title is no concern of his 
infringer. In this stand the plaintiff is correct. The defense of prior uses 
is in reality one of unclean hands. One who is himself engaged in an effort 
to trade upon the good will of another cannot object to someone’s trading 
on his good will. One making no such effort is entitled to prevent others 
from benefiting from a good will he has established. Del Monte Special 
Food Co. v. California Packing Corporation, 34 F. 2d 774 [19 T. M. R. 


443]. There is no proof here that plaintiff was seeking to trade on Levy 
Bros.’ good will. While this firm was a substantial manufacturer doing 
an extensive business, the business done by it under the name of Weather- 
vane was comparatively small, and there is absolutely no grounds for 
belief that plaintiff or its predecessor Celanese under the name Weather- 
vane was any intent to palm off their goods as Levy Bros.’ 


Plaintiff has another ground of objection to this defense which, in 
view of the foregoing, could be omitted, were it not for the fact that 
this opinion is to constitute the findings in the case. That objection is 
that, due to the fact that the products are dissimilar, it could not be an 
infringer. As stated, the products are men’s overcoats and women’s suits. 
While the difference between men’s and women’s garments under cer- 
tain circumstances has been held not to be a distinction, John Forsythe 
Company, Inc. v. Forsythe Shoe Corporation, 234 App. Div. 255, under the 
circumstances here it is believed to be a distinction. As this is not neces- 
sary to decision, the point will not be discussed. 


The plaintiff is entitled to an injunction against the defendant’s use 
of the name Weathermatch, and any other name which conflicts with 
Weathervane. Plaintiff is also entitled to an accounting of the profits 
of so much of defendant’s business as was done under the name Weather- 
match. 
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The defendant Bloomingdale Bros. sold the other defendant’s suits 
at retail under the name Weathermatch and continued to do so over plain- 
tiff’s protest. Further sales should be enjoined. 


Submit judgment accordingly. 


PASTIFICIO SPIGA SOCIETA PER AZIONI v. THE DEMARTINI 
MACARONI CO., INC. 


No. 64—C. A. 2—December 3, 1952 


TRADE-MARKS—INFRINGEMENT 
‘‘Spiga’’ for spaghetti is an infringement of ‘‘S.P.1.G.A.’’ for spaghetti. 


TRADE-MAaRKS— VALIDITY 
‘*§.P.1.G.A.’’ is fanciful, not descriptive, and, therefore, valid. 


REGISTRATION OF TRADE-MARKS—EFFECT OF 
Action of Patent Office in granting registration creates strong validity in 
favor of validity of mark. 


UNFAIR COMPETITION—DREsSS OF GOODS 
Copying of plaintiff’s wrapper constitutes unfair competition. 
UNFAIR COMPETITION—SOOPE OF RELIEF—ACCOUNTING 
Plaintiff entitled to accounting if defendant intended to benefit from plain- 
tiff’s reputation; and injury to reputation may be proved by showing sale of 
inferior product. 
UnralR COMPETITION—SCOPE OF RELIEF—ACCOUNTING 
Treble damages are within discretion of court. 


Appeal from Eastern District of New York. 


Suit for trade-mark infringement and unfair competition by Pastificio 
Spiga Societa Per Azioni against The De Martini Macaroni Co. Inc. Plain- 
tiff appealed from dismissal of complaint. Reversed. 


Benjamin T. Rauber, of New York City, for plaintiff. 
Martin Koeppel and Adolph Koeppel, of Brooklyn, N. Y., for defendant. 
A. Hanp, C. J.: 


The defendant obtained a decision by the trial judge that the plaintiff 
could not recover for injury to its trade-mark ‘‘S.P.I.G.A.’’ because the 
mark was merely descriptive, and that no claim for unfair competition 
was established because at no time during the course of the defendant’s 
acts did the plaintiff sell any of its products in this country. We think 
that neither conclusion was well founded. 


The Patent Office had allowed registration of the trade-mark and its 
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action created a strong presumption in favor of the validity of the mark. 
See Planten v. Gedney (C. A. 2), 224 F. 382; W. G. Reardon Laboratories, 
Inc. v. B. & B. Exterminators, Inc. (C. A. 4), 71 F. 2d 515, 517; Nims, 
Unfair Competition and Trade-Marks, 4th edition, §344. 


The attempt of the defendant to distinguish between the five letters 
‘*S.P.1.G.A.”’ and the word ‘‘Spiga’’ where the letters were not separated 
seems to be essentially a distinction without a difference. The two forms 
in which this trademark was used carried an essentially identical signifi- 
cance to a buyer. The trial judge found that the word ‘‘spiga’’ meant 
‘‘head of the wheat.’’ The use of the word in respect to alimentary paste 
in any of its forms, including macaroni or spaghetti, was in our opinion 
fanciful and not descriptive. See Hamilton-Brown Shoe Co. v. Wolf Bros. 
& Co., 240 U. S. 251; LeBlume Import Co. v. Coty (C. A. 2), 293 F. 344. 
The only evidence against the validity of the trade-mark consisted of 
statements by Dominico Rintrona elicited during cross-examination 
through questions by the court. He was an aged man who could only 
speak and understand the questions when aided by an interpreter: 


‘“‘The Court: * * * Is that [spiga] a common word in the 
macaroni trade? Do macaroni dealers use that word? 


The Witness: Yes. 


The Court: Now, do people who buy—people who come into your 
store—is that a word that is commonly used by them and well known, 
the word spiga? 


The Witness: Yes.’’ 


There was some further indication in the Defendant’s Exhibit E that the 
word ‘‘Spigadoro’’ accompanied by representations of a spiga had been 
used in Italy on a package of spaghetti at an unidentified date. We do 
not think such proof sufficient to establish that the word ‘‘spiga’’ was 
not fanciful, or to defeat the validity of the plaintiff’s registered trade- 
mark. It seems clear from the foregoing that the plaintiff has proved an 
infringement of its valid trade-mark and is entitled to an injunction re- 
straining defendant from further acts of infringement. 


The plaintiff’s claim for unfair competition was likewise adequately 
proved so far as it was based upon the practical identity of the wrappers 
used by plaintiff and defendant. The finding below disposed of the con- 
tention by the defendant that the plaintiff never used its wrapper. The 
trial judge was mistaken in indicating that proof of actual instances of 
deception is necessary to establish such a claim. See Miles Shoes Inc. v. 
R. H. Macy & Co., Inc. (C. A. 2), ... F. 2d... [42 T. M. R. 340], filed 
November -3, 1952. Further, competition based on selling in the same 
market is not necessary to establish a claim for unfair competition when, 
as could have been found to be the case here, the plaintiff was prevented 
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from competing in the same market by defendant, and the goods might 
well be thought to have originated with the plaintiff. See Triangle Pub- 
lications v. Rohrlich (C. A. 2), 167 F. 2d 969 [38 T. M. R. 516]; L. P. 
Larson, Jr., Co. v. William Wrigley, Jr., Co. (C. A. 7), 20 F. 2d 830. 


As we have already indicated, there was some proof of both trade- 
mark infringement and unfair competition in the copying of plaintiff’s 
wrapper. For this the latter would be entitled to recover damages if the 
defendant intended to benefit from the plaintiff’s reputation. Restatement 
of Torts §745. As a measure of this damage the plaintiff may be able 
to show that the defendant realized profits which the plaintiff would have 
received if allowed to sell its products without interference. Restatement 
of Torts §747. For any period during which plaintiff was unable to send 
its products to this country because of the war or other circumstances it 
would not be entitled to receive defendant’s profits. Consequently the 
plaintiff is entitled to an accounting. As a further measure of damages 
plaintiff would be entitled to prove injury to its reputation through sales 
by the defendant of an article inferior to that which the plaintiff had put 
on the market in the past. Restatement of Torts §746. The plaintiff seeks 
to have trebled any damages which may be proved. But under the statute 
this is a discretionary matter for the trial court with which this court 
now has no concern. 15 U. S. C. §96; §1117. 


For the foregoing reasons the judgment of the court below is reversed 
and the cause remanded with directions to proceed in accordance with the 
views expressed in this opinion. 


FOOD FAIR STORES, INC. v. SQUARE DEAL MARKET 
COMPANY, INC. 


No. 1090-48—D. C. D. C.—June 9, 1952 


TRADE-MaRKS—ACQUISITION 
‘*Food Fair’’ is not registrable as a trade-mark for grocery store; but pro- 
prietary rights might be created by establishing secondary meaning. 
TRADE-MARKS—ACQUISITION 
Use of same mark commenced in different localities at substantially same 
time gives territorial rights to respective prior users. 
Unrain COMPETITION—BASIS OF RELIEF 


Injunction will not issue when defendant has superior rights in territory 
where name identifies defendant. 


Unrar CoMPETITION—EVIDENCE 
Use name other than ‘‘Food Fair’’ by plaintiff in defendant’s territory 
indicates recognition of defendant’s rights. 
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Suit for unfair competition by Food Fair Stores, Inc. v. Square Deal 
Market Company, Inc. Judgment for defendant. 


Cummings, Stanley, Truitt and Cross, of Washington, D. C., for plaintiff. 


Bernard Margolius, Milton Quint and Buckley & Danzansky, of Washing- 
ton, D. C., for defendant. 


McGuire, D. J.: 


The plaintiff is a Pennsylvania corporation which operates a large 
chain of super markets which sell at retail, groceries, provisions, ete.— 
products usually sold in food stores. It was originally incorporated in 
1933 under the name of ‘‘Union Premium Food Store.’’ In August 1935 
it organized a subsidiary ‘‘Food Fair Stores of Maryland’’ for the pur- 
pose of operating supermarkets in that state, and on October 31, 1935 
opened such a market in Baltimore under the name ‘‘Food Fair.’’ It con- 
tinued to open other stores so named until today it operates approximately 
151 such markets throughout certain of the eastern states (Pennsylvania, 
New Jersey, Maryland, Delaware and New York). 


The defendant is a Delaware corporation which operates a smaller 
chain in the District of Columbia, including one store each in Montgomery 
and Prince George’s Counties. Presently the chain consists of twelve 
stores. Previous to 1936 it had opened a small number of retail food stores 
in the District under different names. 


Indeed there is evidence that both the plaintiff and the defendant, 
while operating their stores under the name ‘‘Food Fair’”’ in the early 
days of their expansion, operated other stores under other names at least 
until 1942. It was during the period 1940 until the present that both 
chains began their rather significant growth. 


On March 19, 1936 the defendant opened its first store called ‘‘ Food 
Fair’’ at 1420-22 7th Street, N.W. and advertised this fact in the papers. 


This litigation has arisen out of the use by the defendant of the name, 
which the plaintiff claims operates to the disadvantage of its business 
activities, in that it is an intentional usurpation and causes confusion 
among patrons, the public and suppliers, particularly where such usurpa- 
tion by the defendant is in an area contiguous to its Baltimore market. 


First of all with reference to the name itself, neither the plaintiff nor 
defendant could have registered it under the trade-mark statute. Any 
proprietary right in the same would have of necessity to be predicated 
upon its acquiring a secondary meaning peculiarly concerned and con- 
nected with its use by either of the parties, distinguishing their operations 
from all others of a similar character. 


The burden of proof is therefore upon the plaintiff to establish by 
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the preponderance of the evidence that it has met this basic requirement 
necessary to establish this right. 


I conclude upon all the evidence that while undoubtedly such a right 
in the use of the name was acquired by the plaintiff in the area in which 
it operates, yet nevertheless no such right pertains to it in the District 
of Columbia nor in its immediate vicinity, and that there was not any 
usurpation intentional or otherwise of the name by the defendant in the 
District of Columbia. 


Defendant was using the name, certainly at the very beginning of 
1936 when the premises located in 1420-22 7th Street, N.W. were leased 
and renovated. The lease for these premises was negotiated December 23, 
1935 to be effective January 1, 1936. 


On April 17, 1936 plaintiff wrote a letter to the defendant which 
purported to put the defendant on notice with reference to ihe use of 
the name by the defendant. Further, there is testimony to the effect that 
this letter, addressed as it was exclusively to the defendant in relation 
to the defendant’s use of the name in the Washington area, was of like 
tenor with others which the plaintiff had sent out to the other ostensible 
users with respect to their alleged use of the name from time to time. 
The defendant immediately replied denying the fact, and from that date 
until the filing of this suit on March 17, 1948 the plaintiff did nothing 
whatever regarding enforcement with respect to the use of the name they 
now claim is peculiarly theirs. By so doing they manifested a lack of 
interest certainly in its use by the plaintiff. Indeed they not only did so, 
but apparently assumed that the defendant’s position was tenable by not 
only purporting or electing to do nothing about it but to do business in 
the District of Columbia trading area by opening up two stores, one in 
Virginia and the other in Maryland, contiguous to the Washington area, 
under an entirely different name, to-wit: ‘‘Food Lane.’’ Certainly it can- 
not be argued with any degree of cogency that there can be any proprie- 
tary interest in the word ‘‘Food.’’ Although Mr. Marcus testified (F. 142) 
they were looking for outlets in Washington as far back as 1936 they 
elected to do nothing about defendant’s use of the name until March 1948 
when suit was filed. And further (P. 142) from 1936 to date ‘‘* * * we 
have constantly searched for locations within the confines of our policy 
limitations on acquisitions of that kind,’’ in 1940 making an effort to buy 
out the Giant combine—the deal for some unknown reason falling through 
(id.) Later effort was made to buy out the defendant (1946). 


Evidence was also introduced on behalf of the plaintiff consisting of 
the deposition of one Charles Pisner, at one time an officer and indeed 
the chief stockholder of the defendant, to the effect that he, Pisner, had 
appropriated the name ‘‘Food Fair’’ as a consequence of a visit to Balti- 
more to view the plaintiff’s operations there. I am not impressed by this 
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testimony. Pisner apparently is a disgruntled and imbittered man—I 
placed little credence in his testimony. 


It would seem to be a fair inferment and I so conclude that as a 
matter of fact both the plaintiff and the defendant had hit upon the use 
of the words ‘‘Food Fair’’ at approximately the same time but there was 
not immediately any concentrated exploitation of it, both parties con- 
tinuing to use other names to designate the stores under their control 
until apparently the name having caught public fancy, both then contem- 
poraneously started to exploit it. This being the fact it is clear plaintiff 
has failed to prove by the preponderance of the evidence that the name 
was exclusively devised and exploited by it anywhere, except as has been 
said. 

The testimony of the witness Marcus gave the distinct impression 
and indeed the court drew the inference, that the lost interest in the use 
of the name by the defendant remained such until it was suddenly revived 
by the expansion of the plaintiff’s operations further south and the con- 
sequent stimulation of the desire to push a successful enterprise as far 
as it could successfully go, and particularly into the lush area of the Dis- 
trict of Columbia and its environs. That the District of Columbia was 
an area which had been a recognized barrier of grave import to the plain- 
tiff’s expansive desires is evidenced by its exhibit 20 purporting to be an 
excerpt from an article appearing in Fortune Magazine for June 1950 
entitled ‘‘Food Fair Supermarkets’’ on the origin and development of 
the plaintiff’s business. It states that a Florida store group had been 
established by the plaintiff ‘‘which still has some way to go before it con- 
tributes its share to the chain’s net. It would have been easier to expand 
the chain in adjacent areas, where existing warehousing, supervision, etc., 
might have served the new units at little added expense. (However, one 
potential expansion area—Washington, D. C.—is a special problem because 
a local chain has preempted the name Food Fair.) (Italics supplied.) The 
Florida expansion was undertaken nevertheless, probably because of 
national ambitions that once led the company to consider buying chains 
in Detroit and Los Angeles.’’ , 


In the court’s opinion it is this ambition also that has led to the 
effort to force out of competition in this area the defendant and to leave 
it exclusively to the exploitation of the plaintiffs. The difficulty however 
is that the defendant was first on the ground, a fact the plaintiff was 
aware of certainly since 1936. 


Obviously it cannot be claimed that the idea of a supermarket or that 
of special insignia denoting the same, or the other indicia such as self- 
service, etc’, was the original idea of the plaintiff. True, they started the 
use of towers in 1945 to denote their stores of the supermarket type, but 
these were used by others in certain parts of the country and had been 
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used for a substantial period of time. The plaintiff’s Virginia store was 
opened in 1946 and, as indicated, was called ‘‘Food Lane’’ as was the 
Prince George County store despite the Company’s policy, in the opening 
of new stores, to call them ‘‘Food Fair.’’ There is only one conclusion to 
be drawn from this, and that is that as far as the District of Columbia 
is concerned it was an admission on its part that the use of the name in 
this area had been preempted by the defendant. This was known to it 
certainly for at least two years before the opening of the 1946 stores, and 
as has been indicated, it had been called to its attention as far back as 
1936, when its letter of warning to the defendant not to operate an enter- 
prise of that character under that name was communicated to them. 


Nor can it be argued successfully that since there are some few stock- 
holders of the plaintiff in the Washington area, that the name Food Fair 
is as a consequence exclusively associated by them with plaintiff—nor 
indeed would people by virtue of this fact regard any modern supermarket 
bearing that name as being part of its chain, when there has been for 
some years a chain doing business here with which the name has been 
identified. 


The fact, if it is a fact, that people traveling frequently through or 
living in the Atlantic states would identify the name Food Fair with the 
activities of the plaintiff affords no warrant for striking down its use by 
the defendant and forcing it out of business, small no doubt in comparison 
with the operations of the plaintiff, but which has been laboriously built 
up by it over the years. 


New York Stock Exchange quotations are not published only in the 
Atlantic area, and although there was no evidence indicating such, it is 
a fair inference that since the plaintiff has become a national chain, it 
has stockholders scattered over a wide area throughout the country; and 
if this is so, then any operation no matter how small or isolated it may 
be and no matter how far removed from the scene of the plaintiff’s con- 
centrated activities, on this theory falls also for: the same reason. 


Many retail food stores and casual stores undoubtedly have used this 
name long before either the plaintiff or defendant and perhaps some still 
do, whose activities however do not in any way affect, because of their 
size and scattered character, the plaintiff—yet who would however, under 
the same reasoning sought to be applied here, also fall victim of the 
plaintiff’s claim of absolute and exclusive control of name, which it regards 
as its exclusive property rightly so—in the area in which its operations 
were begun and are presently confined, but which if their contention here 
is sound they would like to extend throughout the Nation, despite the fact 
that according to the evidence there are stores using the name in Michigan, 
North Carolina, Ohio, Indiana, Texas and New York. 


Food Fair Stores v. Food Fair, 83 F. Supp. 445 [38 T. M. R. 1085], 
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ean be distinguished. In that ease the defendant corporation was organ- 
ized in April 1947 for the purpose of doing business in the Commonwealth 
of Massachusetts, while the year previous the plaintiff qualified to do busi- 
ness as a foreign corporation in that state. Although neither it nor its 
subsidiaries had opened a store or made any sales in that Commonwealth, 
expansion of the plaintiff’s operations in that area was actively contem- 
plated. (Mass. St. 1947 C. 307. Mass. G.L. (Ter Ed) C 110 §7A). The 
Court applied the substantive law and found that ‘‘defendant adopted 
the name Food Fair with knowledge of plaintiff’s earlier use and knowl- 
edge of the expanding character of plaintiff’s chain’’ and that ‘‘defend- 
ant’s intention was chiefly to get the benefit of a name which was inherently 
attractive because of its primary rather than its secondary meaning.’’ Yet 
the court in that case instead of recognizing in the plaintiff under the cir- 
cumstances there disclosed, an exclusive, preemptive right, left the defend- 
ant ‘‘free to use the two words if it prefaces (italics) them as distinctive 
a first word as the name of the chief officer or the name of the town * * *.’’ 
(id. p. 453.) 


In this case the defendant was already on the ground and in an area 
the plaintiff had not, as yet made its appearance. 


HERZMAN SCARFS, INC. v. BAAR & BEARDS, INC. 
N. Y. Supreme Ct., N. Y. Co.—December 3, 1952 


UnralR COMPETITION—DrESS OF GooDs 
Courts reluctant to grant relief from copying scrafs similar to plaintiff’s in 
shape and design when no design patent is involved. 
UnralIR COMPETITION—SECONDARY MEANING 
Injunction would not be proper unless plaintiff shows that secondary meaning 
attaches to designs. 
UNFAIR COMPETITION—SECONDARY MEANING 
In establishing secondary meaning it is necessary to prove that the design 
identifies source and that purchasers are moved to, buy because of source. 
CouRTS—PLEADING AND PRACTICE—PRELIMINARY INJUNCTION 
Preliminary injunction will be denied when record is barren of any showing 
of secondary meaning in a design. 


Suit for unfair competition by Herzman Scarfs, Inc. v. Baar & Beards, 
Inc. Motion for preliminary injunction denied. 


Levy, Justice. 


Motion- for injunction pendente lite is denied. Plaintiff seeks to 
restrain defendant from committing alleged acts of unfair competition. 
The defendant, a competitor of plaintiff, has recently commenced to import 
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from Japan and sell scarfs which are very similar in shape and design 
to plaintiff’s Japanese imported ballerina type design scarfs. Plaintiff’s 
searfs bear a single label ‘‘Carol Stanley,’’ and defendant’s scarfs bear 
both a label identifying them as ‘‘Top Hit’’ fashions and also a black 
tag bearing in gold letters the words ‘‘Top Hit.’’ Plaintiff makes no claim 
that it has a design patent for its scarfs nor does it claim that defendant 
has appropriated or simulated its trade name, trade-mark or label. Neither 
the courts of this state nor the federal courts are disposed to grant a 
monopoly to anyone without benefit of patent. Tabor v. Hoffman, 118 N. Y. 
30; Swank, Inc. v. Anson, Inc., 196 F. 2d 330 [42 T. M. R. 541]; Mavco, 
Inc. v. Hampden Sales Assn., 273 App. Div. 297. There seems to be noth- 
ing unlawful in copying an unpatented article or design by another, pro- 
vided the public is not deceived thereby into buying the article of the 
defendant in the belief that it is the article of that other. Kaylon, Inc. v. 
Collegiate Mfg. Co., Inc., 255 App. Div. 209 [28 T. M. R. 593]; Mavco, 
Inc. v. Hampden Sales Assn., supra; Kellogg Co. v. National Biscuit Co., 
305 U. S. 111 [28 T. M. R. 569]. An injunction would not be proper here 
—since plaintiff has no patent—unless plaintiff showed that a secondary 
meaning had attached to its design, or that there is (or there is a likeli- 
hood of) confusion, so that purchasers of defendant’s scarfs would believe 
that they came from the same source as plaintiff’s. ‘‘To establish a sec- 
ondary meaning it is necessary to show (1) that the design is a mark of 
distinction identifying its source and (2) that purchasers are moved to 
buy the article because of its source.’’ Mavco, Inc. v. Hampden Sales 
Assn., supra, p. 302; see also Crescent Tool Co. v. Kilborn & Bishop Co., 
247 F.. 299; Chas. D. Briddell, Inc. v. Alglobe Trading Corporation, 194 F. 
2d 416 [42 T. M. R. 207]. The present record is barren of any showing 
that the plaintiff’s scarf design has acquired a secondary meaning or that 
the public is deceived into buying the defendant’s scarf in the belief that 
it is that of the plaintiff’s. Indeed, this much was conceded by the plain- 
tiff on the argument, with a reservation that such concession was limited 
to the application for a temporary injunction. At the time of the argu- 
ment the defendant agreed to accept short notice of the note of issue and 
to an early disposition of the action on the merits. In the light of proof 
which it may have procured since the presentation of the instant applica- 
tion, the plaintiff may desire a prompt trial. If so, I am inclined to allow 
it. Kaylon, Inc. v. Collegiate Mfg. Co., Inc., supra, p. 211 [28 T. M. R. 
593.] Settle order accordingly. 


NATIONAL HOSIERY MILLS, INC. v. VOLK BROS. COMPANY 
Commissioner of Patents—December 2, 1952 


TRADE-MARKS—REGISTRABLE MARKS—CONFUSING SIMILARITY 
‘*Airloom’’ for hosiery is confusingly similar to ‘‘Air Spun’’ for hosiery. 
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REGISTRATION OF TRADE-MARKS—OPpPOSITION—EVIDENCE 


Judicial notice will not be taken of registrations of third parties, irrespective 
of whether or not copies were timely filed with proper notice. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by National Hosiery Mills, Inc. v. Volk Bros. 
Company. (Serial No. 554,540, filed April 12, 1948.) Applicant appealed 
from decision sustaining opposition. Affirmed. 


Parry & Miller, of Washington, D. C., for opposer. 
Jacobi & Jacobi, of Washington, D. C., for applicant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition brought by National Hosiery Mills, 
Ine., to the registration applied for by Volk Bros. Company for the nota- 
tion ‘‘ Airloom’’ as applied to ladies’ hosiery. 


The opposition is based upon that clause of section 2(d) of the Act 
of 1946 relating to the likelihood of confusion or deception of purchasers 
as to the origin of the goods. 


The opposer relies upon the ownership of registrations No. 387,246, 
registered May 6, 1941, under the Act of 1920, and No. 509,376, regis- 
tered May 3, 1949, under Section 2(f) of the Principal Register of the 
Act of 1946, for the trade-mark ‘‘Air Spun”’ as applied to ‘‘hosiery.”’ 
The opposer only has filed testimony and both parties have filed briefs 
and were represented at the oral hearing. 


The Examiner of Interferences held that the opposer’s ownership of 
its pleaded registrations and priority of use of its mark for identical 
products since many years prior to the record date of applicant was 
deemed established by the testimony and was not disputed by applicant. 
This is admitted on page 4 of applicant’s brief so that the only question 
to be decided is whether the marks in question bear such similarities as 
to be likely to cause confusion or mistake or deceive purchasers when 
applied econtemporaneously to the identical godds involved. 


The Examiner of Interferences points out that applicant has sub- 
mitted a large number of registrations and has requested that they be 
judicially noted notwithstanding the fact that the Examiner of Inter- 
ferences had previously ruled that consideration thereof was precluded 
by reason of applicant’s failure to present the registrations in compli- 
ance with Rule 282. 


Applicant contends that it gave notice under the rules of its intention 
to rely at final hearing on 72 registrations showing the use of the prefix 
‘‘ Air’’ on various items’ of wearing apparel, including hosiery, and, in 
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reaponwe to a request for reconsideration on a motion to atrike these from 
the record by the opposer, the interference examiner on his own motion 
granted the request on the ground that applieant had failed to comply 
with the rule requiring coples to be filed with the notice, 


I cannot agree with applicant's contention, Rule 282 states that when 
offielal records are introduced in evidence by filing in the Patent OMlee 
a notice to that effeet such notice must be accompanied by the records 
or authenticated coples thereof and it also requires that the notlee and 
a copy of the recorda muat be served on each of the other partion, Also 
rule 271 requires that evidence touching the lawue muat be fled in accord. 
ance with the rule, The record in this ease indicates that coplea of the 
regiatrationa in question did not accompany the notlee and were not fled 
in thia offlee or served on the opposer until Auguat 4, 1061, whieh was 
long after the date when opposer's brief waa due, rom this it la manifest 
that applicant not only did not comply with rules 271 and 282 but alae 
failed to aupply the opposer with eoples of the reglatrationa until it was 
too late for him to atudy and analyse the regiatrations and comment upon 
them in hia brief if he deemed it expedient, 


The Hxaminer of Interferences waa clearly correct in refusing to eon. 
wider thease registrations because of failure to present them in compliance 
with the rules, Cross v, Williams O11-0.Matic Heating Corp, 18 CO, 0, P. A, 
1192, 48 F, 2d 659, 9 UL 8. PL Q, 146; Lever Brothers Company vy, The 
Diversey Corporation, 653 0, CG, 804, 01 U.S, PL Q, 251; Langendorf 
United Bakeries, Inc, v. General Foods Corporation, 29 0, GC, P. A, 831, 
125 F, 2d 159, 62 U. 8S, P. Q, 323, 


There is also no merit in applicant’s argument that judicial notice 
should have been taken of the 72 registrations at final hearing irrespective 
of whether or not copies of the registrations were timely filed with the 
notice and served on the opposer as required by rule 282. Standard Oil 
Co. (N. J.) v. Clarence W. Epley, 17 C. C. P. A. 1224, 40 F. 2d 997, 5 
U.S. P. Q. 142. 


The Examiner of Interferences also held that the marks ‘‘ Airloom’’ 
and ‘‘Air Spun’’ considered in their entireties were deemed to be such 
as to be reasonably likely to cause confusion or mistake or deception of 
purchasers when applied contemporaneously to the identical goods 
involved. 


Applicant contends that the only similarity between the marks in 
question is the first word or prefix ‘‘Air’’ which it contends is commonly 
used and has no trade-mark significance. It also contends that there is 
no similarity between the words ‘‘Loom”’ and ‘‘Spun’’ and he relies upon 
the decision in the case of The Firestone Tire & Rubber Co. v. Montgom- 
ery, Ward & Co., Inc., 32 C. C. P. A. 1074, 150 F. 2d 439, 66 U. S. P. Q. 





Vol. 44 TM, PRANK @, HOUEGH CO, ¥, FLIGHT RQUIPMENT 116 


111, wherein the marka ‘'Air Chief'’ and ''Airline’’ were held to be din 
similar, 


I do not consider this ease to be in applicant's favor ainee in that 
case the court pointed out that the ‘wound, appearance, and moaning of 
the words ‘Chief’ and ‘line’ are wholly different-——so different as to lead one 
away from any thought springing from the commonly used word ‘Alp,’ "' 
I do not find this to be #o in the Inatant case, T agree with the examiner 
that the worda ‘loom’ and ‘‘apun’’ are not without almilarity in aug 
goative meaning, and when used in connection with ‘alr’’ and viewed as 
an entirety, aa they muat be, the similarity la enhanced, It la my opinion 
that a likelihoed of confusion aa to the souree of origin would result if 
the marka in question were used on the atated goods, 


The decision of the Examiner of Trade-Mark Interferences ta afflemed, 


THE FRANK G. HOUGH CO, v. FLIGHT EQUIPMENT & 
ENGINEERING CORP, 


Commissioner of Patents—December 2, 1952 


Taape: Man Act or 1046--Mmori0n 8(a) 


Beotion 2 (a) inapplicable where neither registrant's mark nor applicant's 
mark ja name of a person within meaning of the Act, 


RwGITRATION OF TRADE: MARA CONFUAING BIMILARITY 


‘*Payloader’’ for aireraft seats and leg reste and parte thereof may result 
in confusion of origin with ‘‘Payloader’’ for tractor loaders and shovels, so 
that dismissal of the opposition on motion is improper, 


ReoistTRation oF Trape-MARKS—PLEADING AND Practice 
A motion to dismiss opposition admits all legally possible facts well pleaded 
by opposer, 
REGISTRATION OF TRADE-MARKS—PLEADING AND PRACTICE 


A motion to dismiss opposition should be granted where notice of opposition 
does not set forth sufficient facts so that reasonable inference of likelihood of 
confusion would follow therefrom. ‘ 


REGISTRATION OF TRADE-MARKS—PLEADING AND PRACTICE 
In case where marks are the same and the goods of the parties are not in- 
herently different in every essential characteristic, opposition should not be dis- 
missed on motion. 


Appeal from Examiner of Interferences. 


Trade-mark opposition proceeding by The Frank G. Hough Co. v. 
Flight Equipment and Engineering Corp. (Serial No. 598,720, filed June 7, 
1950). Opposer appealed from decision granting motion to dismiss. Re- 
versed. 
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Moore, Olson & Trexler, of Chicago, Ill., for opposer. 
Albert H. Kirchner, of Washington, D. C., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing the notice of opposition, brought by The Frank G. 
Hough Co. to the registration of ‘‘Payloader’’ by Flight Equipment and 
Engineering Corp., as applied to aircraft seats and leg rests and parts 
thereof. The opposition was dismissed upon motion by applicant, under 
rule 12(b) (6) of the Federal Rules of Civil Procedure, for failure to state 
facts upon which relief can be granted. 


The notice of opposition is predicated upon an allegation of priority 
of use by the opposer of the identical notation ‘‘Payloader,’’ shown in its 
registration No. 443,767, as applied to ‘‘power operated material han- 
dling appliances—namely, tractor loaders and shovels.’’ The statutory 
ground of opposition is based upon sections 2(a) and 2(d) of the Act 
of 1946. 


It is the opposer’s position (1) that because of the identity of the 
marks of the parties applicant’s use of the term would falsely suggest a 
connection with the opposer; and (2) that the contemporaneous use of 
such marks for the respective goods would be likely to cause confusion 
or mistake or deception of purchasers. . 


In his decision the Examiner of Interferences ruled that the provisions 
of section 2(a) and 2(d) of the Act were necessarily mutually exclusive 
in character; and that any prior right of the opposer in the notation in 
controversy consequently can constitute no basis for refusing registration 
to applicant unless it sufficiently appears that confusion in trade is likely 
as averred in ground (2) of the notice of opposition. The Examiner of 
Interferences also held that the products of the parties possess such dis- 
similar descriptive properties that in the absence of a pleading or showing 
of special circumstances a likelihood of confusion could not be inferred 
and since the opposer failed to plead or make a showing of special circum- 
stances applicant was entitled to have its motion to dismiss granted. 


In its brief opposer states that the appeal raises three fundamental 
issues: First, whether in an opposition proceeding a motion to dismiss, 
filed by applicant, may, for the purpose of motion, admit all facts pleaded 
by the opposer and also all facts reasonably inferred from those pleaded. 


A motion to dismiss, filed by an applicant, does admit all legally 
possible facts well pleaded by the opposer and also all facts necessarily 
implied or reasonably inferred from those pleaded, but it does not admit 
any legally impossible facts even though pleaded. Cohn v. United States, 
129 F. 2d 733. 
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The second issue which the opposer says the appeal raises is whether 
section 2(a) of the Trade-Mark Act of 1946, and in particular that part 
which relates to the applicant’s mark falsely suggesting a connection with 
a person, is applicable in a trade-mark opposition proceeding, and in this 
connection opposer points out the pleadings set forth that the use of 
the mark ‘‘Payloader’’ by the applicant, Flight Equipment and Engineer- 
ing Corp., would falsely suggest a connection with the opposer, and that 
this therefore must be taken as admitted. 


Section 2(a) of the Act authorizes registration of a mark unless it 


‘Consists of or comprises immoral, deceptive, or scandalous mat- 
ter; or matter which may disparage or falsely suggest a connection 
with persons, living or dead, institutions, beliefs, or national symbols, 
or bring them into contempt or disrepute.’’ 


Section 2(a) is, of course, applicable in a trade-mark opposition 
proceeding provided the mark in question is of the type barred by that 
section. In the instant case, however, it is not believed opposer’s conten- 
tion that the mark sought to be registered by applicant will falsely suggest 
a connection with himself is legally possible within the meaning of the 
Act because while admitting that the opposer qualifies under the definition 
of the term ‘‘person,’’ neither the registration nor the mark sought to 
be registered are the names of a person within the meaning of the Act. 
It was held in Academy of Motion Picture Arts and Sciences v. Academy 
Award Products, 647 O. G. 1019, 89 U. S. P. Q. 451, that the prohibition 
of registration in section 5 of the Trade-Mark Act of 1905, was considered 
similar to the prohibitions of section (a) of section 2 of the Act of 1946. 
Also in The Alligator Company v. Larus & Brother Company, Inc. (C. C. 
P. A.), 93 U. S. P. Q. 436, 441 the court stated with reference to a con- 
tention similar to the opposer’s concerning section 2(a) of the Act of 
1946, that the appellant there had failed ‘‘to point out any persons living 
or dead with whom there is any suggestion in the mark of any connection’’ 
even though the appellant company in that case was known as ‘‘The Alli- 
gator Company.’’ 


Opposer’s brief further sets forth that the third issue on appeal is 
whether the mark of applicant when applied to applicant’s product will 
cause confusion in trade and tend to deceive purchasers who have pur- 
chased opposer’s products or who are likely to purchase them. In this 
connection the opposer points out that it manufactures tractor seats inci- 
dental to the manufacture of its entire tractor shovel, and purchasers of 
either goods, seeing the other, would be bound to draw a connection between 
the products and assume that they had a common origin. 


That a motion to dismiss a trade-mark opposition should be granted 
where the notice of opposition does not set forth sufficient facts so that a 
reasonable inference of likelihood of confusion would follow therefrom 
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seems to be well established. Graybar Electric Company, Inc. v. Bretton 
Shirt Corp., 640 O. G. 1068, 87 U. S. P. Q. 119; Greyhound Corp. v. Rob- 
inson Houchin Corp., 649 O. G. 1294, 89 U. S. P. Q. 621; Swift & Com- 
pany Vv. B. & P. Swift, Limited, 621 O. G. 960, 80 U. S. P. Q. 594. How- 
ever, in those cases the goods of the respective parties were so inherently 
different in every essential characteristic that no possible confusion was 
apparent. In the instant case the goods of the respective parties are not 
inherently different in every essential characteristic since opposer manufac- 
tures tractor seats incidental to the manufacture of its entire tractor shovel 
whereas applicant’s goods are aircraft seats and leg rests and parts thereof, 
and while the connection between a tractor shovel including a seat and a 
seat for an airplane might appear to be somewhat remote, there is a possi- 
bility that opposer may be able to establish by proof sufficient facts that 
would justify a holding that a likelihood of confusion may result. 


The decision of the Examiner of Interferences granting the motion 
to dismiss is reversed. 


NEHI CORPORATION v. VICTOR SYRUP CORPORATION 
Commissioner of Patents—December 3, 1952 


REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY 

‘‘Nutri’’ for soft drinks is confusingly similar to ‘‘Nehi’’ for soft drinks. 
REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY 

There is no such thing as the correct pronunciation of a trade-mark. 
REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY 


There is neither legal nor moral excuse for even an approximate simulation 
of a well-known mark applied to similar goods by a newcomer. 


REGISTRATION OF TRADE-MARKS—EVIDENCE 
Mere fact that certain records are official records does not render them avail- 
able as evidence except when offered as the rules provide; use of word ‘‘must’’ 
in Rule 282 precludes holding that rule is permissive. 


Appeal from Examiner of Interferences. 

Trade-mark opposition proceeding by Nehi Corporation v. Victor 
Syrup Corporation (Serial No. 575,686, filed March 18, 1949). Applicant 
appealed from decision sustaining opposition. Affirmed. 

Parker & Walsh, of Washington, D. C., for opposer. 
Richard 8. Temko, of New York City, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the notice of opposition brought by Nehi Corporation to the 
registration of the mark ‘‘Nutri’’ on the Principal Register under the 
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Act of 1946, by Victor Syrup Corporation as applied to ‘‘chocolate syrups 
used in the preparation of nonaleoholic maltless soft drinks.’’ Both par- 
ties have filed briefs and only opposer has filed testimony. 


Opposer relies upon its prior use and ownership of the mark ‘‘Nehi”’ 
registered as No. 207,317 on December 29, 1925 and renewed December 29, 
1945, as applied to ‘‘nonintoxicating, maltless beverages and syrups and 
concentrates for making the same’’; and the statutory basis for the oppo- 
sition is that applicant’s mark bears such near resemblance to the pre- 
viously adopted and registered mark of the opposer as to be likely when 
applied to applicant’s goods to cause confusion or mistake or deceive 
purchasers. It is conceded by applicant that the only issue to be deter- 
mined in this proceeding is whether or not the marks of the parties are 
confusingly similar. 


Applicant contends there is no similarity in meaning between its mark 
‘‘Nutri,’’ which was derived from the word ‘‘nutrition,’’ and the opposer’s 
mark ‘‘Nehi,’’ which is a contraction of the words ‘‘knee’’ and ‘‘high,’’ 
and since applicant’s mark is pronounced as though it were spelled 
‘“Nutree’’ there is little, if any, resemblance between them in sound. Appli- 
cant also contends that since the syllables of a word are those most readily 
heard and understood when speaking, the dissimilarities of the marks are 
very often obvious even to the young, the uneducated and the illiterate, 
since on hedring the word ‘‘Nutri’’ the person hearing is conscious of the 
sound ‘‘oo’’ followed by the second syllable ‘‘ee.’’ 


The examiner points out that the term ‘‘Nutri’’ is susceptible to 
more than one pronunciation and would just as likely be pronounced as 
though the terminal portion thereof rhymed with the word ‘‘try,’’ and 
when so pronounced it would bear a marked resemblance in sound to 
opposer’s mark ‘‘Nehi.”’ 


It seems obvious that applicant’s mark clearly differentiates from 
opposer’s mark in meaning and appearance. It has been held, however, 
that there is no such thing as the correct pronunciation of a trade-mark. 
B. Altman & Co. v. Lubin-Weeker Co., Inc., 506 O. G. 795, 42 U. S. P. Q. 
528; The American Products Company v. Leonard, 19 C. C. P. A. 742, 
53 F. 2d 894, 11 U. S. P. Q. 184; Coty, Inc. v. Lancome, 8.A., 644 O.G. 
954, 88 U. S. P. Q. 300; so that there is distinct merit in opposer’s conten- 
tion that applicant’s mark ‘‘Nutri’’ would just as apt be pronounced 
‘‘Nutry’’ as it would ‘‘Nutree’’ The record discloses that opposer’s busi- 
ness from 1925 to 1950 has been in excess of three hundred million dollars 
and that during this period over four million dollars has been spent in 
direct advertising of its ‘‘Nehi’’ beverage. In cases like this it has been 
repeatedly held that there is neither legal nor moral excuse for even an 
approximate simulation of a well-known mark applied to similar goods 
by a newcomer. Kaut-Reith Shoe Co. v. International Shoe Co., 45 App. 
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D. C. 545, 239 O. G. 939; Coca-Cola Co. v. Chero-Cola Co., 51 App. D. C. 
27, 273 F. 755, 288 O. G. 482; Guggenheim v. Cantrell & Cochrane, Lim- 
ited, 56 App. D. C. 100, 10 F. 2d 895. 


It is also evident that if applicant wanted the second syllable of his 
mark pronounced as ‘‘tree’’ he could have adopted the spelling ‘‘Nutree’”’ 
instead of ‘‘Nutri’’ and obviated any reasonable possibility of the last 
syllable rhyming with ‘‘try.’’ 


This is the type of case where there would be little likelihood of con- 
fusion except that caused by the careless pronunciation of the word 
‘‘Nutri’’ occasioned by the fact that the goods are inexpensive and are 
casually purchased for immediate consumption by many individuals, in- 
cluding children. However, this type of likelihood of confusion is deemed 
to be sufficient to sustain the opposition and while admittedly I am not 
without doubt that there is a likelihood of confusion, in such cases under 
the law, the doubt must be resolved in favor of the opposer. California 
Packing Corporation v. Tillman & Bendel, Inc., 17 C. C. P. A. 1048, 40 F. 
2d 108 [20 T. M. R. 238]; McKesson & Robbins, Incorporated v. First 
Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770, 72 
U.S. P. Q. 494; Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. 
2d 752, 32 U. S. P. Q. 51. 


Applicant also contends that the Examiner of Interferences was in 


error in failing to take judicial or administrative notice of applicant’s 
prior registration for substantially the same mark, despite the provisions 
of Rule 282. 


The examiner points out that in his brief applicant made reference 
to four registrations which it allegedly owns, one of which is assertedly 
for the mark ‘‘Nutri’’ associated with a design, but held that these regis- 
trations were of no consequence here, if for no other reason than that 
they were not made of record in this case in accordance with the provisions 
of Patent Rule 282. 


I see no error in the examiner’s holding in this respect since the 
question in issue is whether the opposer is likely to be damaged by the 
opposed registration. There is also no error in the examiner’s refusal to 
consider applicant’s registrations since they were not introduced as re- 
quired by Rule 282 which states in part that, ‘‘The notice and copies of 
the record or publication must be served on each of the other parties.’’ 
In view of the use of the word ‘‘must’’ it is obvious that the word ‘‘may’’ 
is not permissive in the sense that applicant contends. It has also been 
held that the mere fact that certain records were official records itself 
ought not to render them available except when offered as the rules pro- 
vide. Standard Oil Co. (N. J.) v. Epley, 17 C. C. P. A. 1224, 40 F. 2d 
997,5 U. S. P. Q. 142. 


The decision of the Examiner of Interferences is affirmed. 





Vol. 43 T.M.R. SUNBEAM CORPORATION v. KITCHEN-QUIP 


SUNBEAM CORPORATION v. KITCHEN-QUIP, INC. 
Commissioner of Patents—December 3, 1952 


REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY 
‘*Saladmaster’’ for food shredders and slicers is confusingly similar to 
‘*Mixmaster’’ for food slicers and shredders. 
REGISTRATION OF TRADE-MARKS—PLEADING AND PRACTICE 
Marks must be considered in their entireties in determining similarity. 


Appeal from Examiner of Interferences. 


Trade-mark opposition proceeding by Sunbeam Corporation against 
Kitchen-Quip, Ine. (Serial No. 528,131, filed July 8, 1947). Applicant 
appealed from decision sustaining opposition. Affirmed. 


McCanna & Morsbach, of Chicago, Ill., for opposer. 
Beaman & Patch, of Jackson, Mich, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by the Sunbeam Corporation to regis- 
tration on the Principal Register under the Act of 1946 of the mark 
‘‘Saladmaster’’ by the Kitchen-Quip, Inc., and applied to ‘‘hand operated 
food shredders and slicers having several interchangeable rotatable cut- 
ting cones.’’ Applicant only has filed testimony and both parties filed 
briefs and were represented at the hearing. 


The opposition is predicated primarily upon opposer’s ownership of 
registration No. 327,314, registered August 20, 1935, for the mark ‘‘Mix- 
master’’ as applied to ‘‘food mixers, fruit juice extractors, mayonnaise 
makers, drink mixers, meat grinders and food choppers, food slicers and 
shredders, ice crushers, potato peelers, can openers, mechanically operated 
colanders, coffee grinders, pea shellers, and attachments for operating ice 
cream freezers.’’ - 

The statutory basis for opposition is that clause, section 2(d) of the 
Act of 1946, relating to the likelihood of confusion or deception of pur- 
chasers as to the origin of the goods. 


Applicant concedes the prior use of the word ‘‘Mixmaster’’ by opposer, 
but points out that the marks are not the same and contends that since 
his device is simple, inexpensive and hand-operated, whereas the opposer’s 
device is motor-driven and relatively expensive, there would be no con- 
fusion from the contemporaneous use of both marks on their respective 


goods. 
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It is obvious when the goods of both parties are used for shredding 
and slicing food, which is one of their stated uses, that they are, for all 
intents and purposes, practically identical so that the only question to 
be decided is whether or not the marks themselves are sufficiently similar 
as to justify a holding that they are likely to cause confusion when applied 
to the goods. The word ‘‘Master’’ comprises the suffix of each mark and 
is in itself arbitrary as applied to the goods. The words ‘‘Salad’’ and 
‘‘Mix’’ have nothing in common with respect to meaning, appearance or 
sound when standing alone, but when coupled with the word ‘‘master”’ 
and viewed as an entirety, as they must be, and then considered in connec- 
tion with food shredders and choppers they have practically the same 
significance. It is my opinion that the marks as a whole have too much 
in common and would be likely to cause confusion and deceive purchasers 
if contemporaneously used on the specified goods. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE CENTRAL SOYA COMPANY, INC. 
Commissioner of Patents—December 8, 1952 


REGISTRATION OF TRADE-MARKS—REGISTRABILITY—SLOGANS 


‘*Definite Feeds for Definite Needs’’ is a slogan capable of functioning as 
a trade-mark and is registrable on the Supplemental Register. 


REGISTRATION OF TRADE-MARKS—LAUDATORY MARKS 
Applicant’s slogan is not mere laudatory advertising statement. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Central Soya Company, 
Ine. (Serial No. 570,094, filed December 7, 1948). Applicant appealed 
from refusal of registration. Reversed. 


Dawson & Ooms, of Chicago, Ill., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the Examiner of Trade- 
Marks to register on the supplemental register, under the provisions of 
the Act of July 5, 1946, the phrase ‘‘Definite Feeds For Definite Needs’’ 
as applied to ‘‘commercial livestock and poultry feeds and feed concen- 
trates consisting of soy bean material, fortified with fish meal, condensed 
fish solubles and riboflavin supplement.’’ 


The examiner’s refusal is based on the ground that the phrase is 
merely a laudatory advertising statement and is therefore not believed 
eapable of functioning as a mark to indicate origin and distinguish appli- 
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cant’s goods in commerce. In more detail the examiner states that the 
phrase is merely a claim made by applicant that it can furnish particular 
feeds prepared for particular requirements and that anybody who can 
furnish feeds which meet particular requirements has the right to so 
describe his goods. 


Applicant states that the words in question form a slogan and the 
only question presented is whether the slogan is capable of distinguishing 
applicant’s goods or services and he insists that the answer must be ‘‘yes,”’ 
because it has distinguished them for more than twelve years. Applicant 
points out that the examiner’s criticism is that anyone has the right to 
inform the public that it has definite feeds to meet any specific require- 
ment and he admits that this is true, but contends that his slogan is not 
cast in the form of a sentence and does more than simply state that it can 
supply feeds to meet certain requirements. He further points out that 
the slogan is in a form involving rhythm and the repetition of an adjective 
so that the entire phrase becomes immediately recognized as a slogan. 


It is not seen wherein the statement ‘‘Definite Feeds For Definite 
Needs’’ is particularly laudatory. It is a simple statement that applicant 
is in a position to supply a definite feed for a definite need. It obviously 
does not state that these feeds are the best feeds for every purpose or even 
that they are of any particular grade or quality. It is also obvious that 


the phrase in question is catchy and rhythmic due to the alliteration and 
rhyme used therein. This makes it much easier for the public to remem- 
ber this phrase and associate it with applicant’s goods. I do not believe 
that this phrase will prevent other people from saying the same thing in 
a more complete sentence form. The specimens filed in the case disclose 
that this phrase is associated with applicant’s advertising, letterheads, 
price lists, calendars, shipping labels and other forms of advertisements 
in varying degrees of importance. In some instances it is clearly subordi- 
nate to the words ‘‘Master Mix Feeds’’ whereas in other instances it is 
substantially on a par therewith. After a careful consideration of the 
examiner’s statement, I am of the opinion that applicant’s phrase is suffi- 
ciently unique in its composition to justify registration on the Supple- 
mental Register. 


The decision of the Examiner of Trade-Marks is reversed. 


HAT CORPORATION OF AMERICA v. THE JOSEPH & FEISS 
COMPANY 


Commissioner of Patents—December 8, 1952 


TRADE-MARKS—ACQUISITION 
More than one trade-mark may be applied to a given commodity without de- 
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tracting from the legal efficacy of each, provided each serves to indicate origin. 
TRADE-MarKS— VALIDITY 


Use of name of owner in connection with a mark does not diminish trade- 
marks significance thereof. 


TRADE-MARKS—CONFUSING SIMILARITY 


‘‘Crossland’’ is confusingly similar to ‘‘Cross Country’’ notwithstanding 
difference in number of syllables. 


Appeal from Examiner of Interferences. 


Trade-mark opposition filed by Hat Corporation of America against 
The Joseph & Feiss Company (Serial No. 526,191, filed July 26, 1948). 
Applicant appealed from decision sustaining opposition. Affirmed. 


Alexander, Cooper, Maltitz, Derenberg & Daniels, of New York City, for 
opposer. 


Parry & Miller, of Washington, D. C., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by the Hat Corporation of America to 
the registration, on the Principal Register under the Act of 1946, of the 
mark ‘‘Crossland’’ by The Joseph & Feiss Company for ‘‘men’s clothing 
—namely, topeoats.”’ 


Both parties have filed a joint stipulation of facts in lieu of testimony 
and briefs and were represented at the oral hearing. 


The opposition is predicated upon opposer’s allegation of prior use 
of the mark ‘‘Cross Country’’ for men’s and women’s hats, men’s top- 
coats, women’s coats, men’s shoes, and neckties, and ownership by it of 
registration No. 234,609, issued in 1927, renewed in 1947, and republished 
in 1949 under the Act of 1946 for the mark ‘‘Cross Country’’ as applied 
to ‘‘hats for men and women.”’ 


The joint stipulation of facts admits that opposer is the owner of 
registration No. 234,609, and further admits: 


‘‘Opposer is using, and continuously since long prior to July, 
1948, the date of applicant’s first use of the notation ‘Crossland’ 
for men’s wearing apparel—namely, topcoats, opposer has been using 
the notation ‘Cross Country’ on merchandise including hats and 
topeoats for men and women or on the labels attached thereto, as 
shown in Exhibits 2, 3 and 4 annexed hereto. 


‘* All of the ‘Cross Country’ merchandise sold by opposer is being 
distributed by opposer’s Dobbs Division. ‘‘Dobbs’ is a general trade- 
mark used by opposer for all of its merchandise sold by its Dobbs 
Division. ‘Dobbs’ always appears on such merchandise in addition 
to ‘Cross Country,’ as shown by the following exhibits annexed hereto. 
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‘*Exhibits 2 and 3 which are specimens of hat leathers used by 
opposer ever since prior to July, 1948, in selling its hats for men, and 
which have stamped thereon either above or opposite ‘Cross Country’ 
the word ‘Dobbs.’ ”’ 


In view of the above admissions the examiner stated the only issues 
remaining for consideration are 


(1) What is the opposer’s mark and 


(2) Whether opposer’s mark is confusingly similar to that of 
applicant? 


Applicant points out that the stipulated exhibit 4 shows that the 
mark includes the phrase ‘‘It’s the Dobbs’’ on one line, and the term 
‘*Cross Country’’ arranged immediately below to constitute an integrated 
whole. He also points out that the word ‘‘Dobbs’’ is in substantially larger 
lettering than the other wording and is not block type. He contends that 
this is not the case of use of two separate trade-marks, that is ‘‘Dobbs’’ 
and ‘‘Cross Country,’’ but one in which the terms are merged from two 
single composite marks in which ‘‘Dobbs’’ is the dominant feature thereof. 
Applicant also points out that the opposer’s registration No. 234,609 
shows the term ‘‘Cross Country’’ alone but as indicated by the stipula- 
tion the word ‘‘Dobbs’’ is always used in connection with ‘‘Cross Country.’’ 
Applicant admits that the stipulated exhibit 3 shows the words ‘‘Dobbs’’ 
and ‘‘Cross Country,’’ arranged on opposite sides of the hat band. 


The Examiner of Interferences points out that the word ‘‘Dobbs’’ 
is not always used in proximity to the notation ‘‘Cross Country,’’ but as 
shown in opposer’s Exhibit 3 is also used on the opposite side of the hat 
band from the words ‘‘Cross Country.’’ The Examiner of Interferences 
held that this clearly indicates that the notation ‘‘Cross Country’’ is used 
by the opposer as a separate mark. 


The Examiner of Interferences held that the opposer’s use of the 
word ‘‘Dobbs’’ with the notation ‘‘Cross Country’’ does not prove that 
the latter is not a trade-mark of the opposer since one may properly apply 
more than one trade-mark to a given commodity without detracting from 
the legal efficacy of each mark, if each serves to indicate origin. He also 
held that the use of the name of an owner in connection with a mark does 
not diminish the trade-mark significance thereof. 


It is my opinion that the Examiner of Interferences was correct in 
both of these holdings, since it is well established that one may properly 
apply more than one trade-mark to a given commodity without detracting 
from the legal efficacy of each mark provided each serves to indicate the 
origin of the goods. The Brunswick-Balke Collender Company v. National 
Billiard Supply Co., 43 U. S. P. Q. 10; Layton Pure Food Co. v. Church & 
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. Dwight Co., 182 F. 24, 28; Simoniz Co. v. R. M. Hollingshead Co., 20 U. S. 
a P. Q. 327. It is also well settled that use of the name of an owner in con- 
nection with the mark does not diminish the trade-mark significance there- 
of. Celanese Corporation of America v. E. I. du Pont de Nemours & Com- 
pany, 33 C. C. P. A. 857, 154 F. 2d 143, 69 U. S. P. Q. 69; Celanese Cor- 
poration of America v. E. I. du Pont de Nemours & Company, 33 C. C. 
P. A. 948, 154 F. 2d 146, 69 U. S. P. Q. 101; The William Carter Company 
v. William B. Schwartz, 635 O. G. 1021, 85 U. S. P. Q. 312; Sussberg & 
Feinberg, Inc. v. The Eastern Isles, Inc., 655 O. G. 907, 92 U. S. P. Q. 94; 
The Firestone Tire & Rubber Co. v. Montgomery, Ward & Co., Inc., 32 
C. C. P. A. 1074, 150 F. 2d 439, 66 U. S. P. Q. 111. 


The Examiner of Interferences also held that the marks ‘‘Crossland’’ 
and ‘‘Cross Country’’ were confusingly similar when applied on the same 
or related goods. He points out that the first part of the marks are iden- 
tical and that the last part of the marks refer to the same thing, since 
one of the definitions of the word ‘‘country’’ is ‘‘a region or tract of 
land.”’ 


Applicant does not answer this contention of the Examiner of Inter- 
ferences directly but states that its mark has only the word ‘‘Cross’’ in 
common with opposer’s six-syllable, five-word mark. 


As indicated above, I am of the opinion that ‘‘Cross Country”’ is used 
as opposer’s mark. I also agree with the Examiner of Interferences that 
the words ‘‘Crossland’’ and ‘‘Cross Country’’ are practically identical 
in meaning and that their contemporaneous use on the specified goods 
would be likely to lead to confusion or mistake or deceive purchasers. 


























The decision of the Examiner of Interferences is affirmed. 






TEX TAN OF YOAKUM v. J. HALPERN COMPANY 
Commissioner of Patents--December 11, 1952 









REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY 
‘‘The Texan’’ for toy holsters is confusingly similar to ‘‘Texas Ranger,’’ 
with a pictorial representation of a boy outfitted in cowboy clothes, including a 
pistol and holster, for leather goods and equipment, including pistol holster sets. 
REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY 
‘‘The Texan’’ and ‘‘Texas Ranger’’ are so analogous and so interwoven 
in the mind of the public as to have more or less substantial identity. 


REGISTRATION OF TRADE-MARKS—EVIDENCE 
Held, that opposer failed to establish prior use of ‘‘Texas Ranger’’ on 
toy holster sets; opposition was, therefore, dismissed. 











Appeal from Examiner of Interferences. 
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Trade-mark opposition proceeding by Tex Tan of Yoakum against 
J. Halpern Company. Opposer appealed from decision dismissing oppo- 
sition. Affirmed. 


Charles R. Allen, of Washington, D. C., for opposer. 
Brown, Critchlow, Flick & Peckham, of Pittsburgh, Pa., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition brought by Tex Tan of Yoakum 
to the registration of ‘‘The Texan,’’ in script, by J. Halpern Company as 
applied to toy holster sets. The statutory ground of opposition is based 
upon that clause of section 2(d) of the Act of 1946 relating to likelihood 
of confusion or deception of purchasers as to the origin of the goods. 


The notice of opposition alleges prior use of the words ‘‘Texas 
Rangers’’ on leather goods and equipment including pistol holsters, toy 
pistol holsters, pistol holster sets and cartridge belts. 


Both parties have filed stipulated evidence in narrative form which 
is specifically stated to be subject to the rules of evidence with respect 
to corroboration, credibility, sufficiency, and competency. Both parties 
have filed briefs and were represented at the hearing. 


In his decision the Examiner of Interferences held that the evidence 
established use by applicant of its mark, ‘‘The Texan’’ on toy holster sets 
beginning about November, 1940. He also held that the evidence estab- 
lishes use by the opposer of ‘‘Texas Ranger’’ on leather belts, cartridge 
belts, holsters, chaps, and similar cowboy equipment beginning about 1933; 
that boys’ belts and cartridge belts were sold as early as 1939 marked 
‘‘Junior Texas Ranger Belt’’; and that in 1947 a complete line of cowboy 
outfits for children was added to the ‘‘Texas Ranger’’ line. 


Applicant admits that since from about 1927 the opposer has used 
the mark ‘‘Texas Ranger’’ on leather goods, such as pistol holsters, 
cartridge belts, men and boys’ belts, which are utilitarian in nature as 
distinguished from toys and specifically denies that the evidence supports 
the Examiner of Interferences’ statement that 


‘‘The evidence also establishes * * * that cowboy belts and car- 
tridge belts were sold [by opposer] as early as 1939 marked ‘Junior 
Texas Ranger Belt’.’’ 


Applicant admits that the evidence shows opposer’s use of boys’ belts 
marked ‘‘Junior Texas Ranger Belt’’ as early as 1939, but not cartridge 
belts. 


With respect to the likelihood of confusion the Examiner of Inter- 
ferences admitted that one would think of a ‘‘Texas Ranger’’ as being a 
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‘‘Texan’’ but contends that the term ‘‘Texas Ranger’’ is so well known 
and so much a part of American lore, that the very mention of the name 
brings to mind that particular group of Texans to which, through the 
years, the name has reference, and it was the opinion of the examiner 
of interferences that the words ‘‘The Texan’’ and ‘‘Texas Ranger’’ did 
not bear any closer relationship than ‘‘Peter Piper’’ and ‘‘Peter Pan’’ 
which held not to be confusingly similar in New Era Shirt Company v. 
Frank, 649 O. G. 936, 90 U. S. P. Q. 127. 


I have carefully considered the decision of the Examiner of Inter- 
ferences, but it is my opinion that the words ‘‘The Texan”’ and ‘‘Texas 
Ranger’’ are so analogous and so interwoven in the mind of the public 
as to have a more or less substantial identity. It is true that the term 
‘‘Texas Rangers’’ refers to a particular group of Texans; but nevertheless 
they are Texans, and it seems to me that the use of the words ‘‘The Texan”’ 
and ‘‘Texas Ranger’’ in connection with a pictorial representation of a 
boy or youth outfitted in conventional cowboy clothes, including a pistol 
and holster set, i.e., on the specified goods, would very likely lead to the 
confusion or deception of purchasers as to the origin of the goods. 


In the stipulated testimony of the party Welhausen it is stated on 
page 6 ‘‘that Texas Ranger brand of goods including belts for men and 
boys and pistol holster sets of some type have been continuously sold since 


1933.’’ What is meant by ‘‘pistol holster sets of some type’’ is not clear, 
and it does not follow therefrom that pistol holster sets for boys was 
intended to be included in this statement. This testimony further sets 
forth that ‘‘the ‘Texas Ranger’ line of pistol secabbards and men’s and 
boys’ belts and cartridge belts for pistol holsters was advertised as early 
as the year 1933.’’ This statement does not unequivocally set forth that 
the cartridge belts were also for boys. On page 4 of the stipulated testi- 
mony the party Welhausen also stated that ‘‘continuously since as early 
as the year 1939, (See page 3 of the ‘Texas Ranger Belts’ catalog, espe- 
cially the illustrated card or Opp. Exh. 7), opposer has sold cartridge 
belts and children’s belts, including ‘Junior Texas Ranger Belt’.’’ This 
statement does not include children’s cartridge belts and opposer’s ex- 
hibit 7 does not disclose them. On page 7 of the stipulated testimony the 
party Manning states that the mark ‘‘Texas Ranger’’ had been continu- 
ously used since at least 1935 in connection with leather belts of all types 
especially belts and pistol holster sets and related items for use by men, 
boys and girls. It is not clear to what the term ‘‘related items’’ refers 
and this language does not establish the use of ‘‘Texas Ranger’’ on boys’ 
holsters and cartridge belts. The party Manning further sets forth that 
the more complete line of costume equipment includes belts, toy holsters, 
holster sets, pistols, hats, ete., advertised and marked as ‘‘Texas Ranger 
Tophand Togs’’ and that the first sale of children’s equipment marked 
‘‘Texas Ranger’’ was made in 1933. It is not clear from the language 
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used in this statement that toy holster sets marked ‘‘Texas Ranger’’ were 
actually sold in 1933. On page 8 of the stipulated testimony the party 
Afflerbach states that ‘‘as early as 1933, Texas Ranger was first used on 
men’s belts for holsters and belts to hold cartridges’’ and that ‘‘the use 
of the mark was extended from time to time to other goods, including 
boys’ belts, holsters, scabbards, chaps and holster sets.’’ It is not clear 
from this statement what is meant ‘‘from time to time’’ and this language 
obviously does not establish any date. The party Afflerbach further states 
‘*that in 1947, the youth line under the mark Texas Ranger was extended 
to include chap suits, seabbards, hats and toy pistols.’’ This latter state- 
ment agrees with the testimony of the party Welhausen which states, on 
page 5, that ‘‘in 1947 a complete line of cowboy outfits for kids was added 
to the Texas Ranger line * * *.’’ 


After careful consideration of opposer’s argument and the stipulated 
testimony, I agree with applicant that the evidence does not establish prior 
use by opposer of his mark ‘‘Texas Ranger’’ on children’s cartridge belts 
or on toy holster sets. 


The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed for the reasons given above. 


NASH-KELVINATOR CORPORATION v. HUDSON 
MOTOR CAR COMPANY 


Commissioner of Patents—December 11, 1952 


TRADE-MarK Act or 1946—SEcTION 18 
Section 18 clothes the Commissioner with authority to refuse to register an 
opposed mark if he deems proper, and thus to overrule the Examiner of Trade- 
Marks as to registrability per se. 


REGISTRATION OF TRADE-MARKS—DESCRIPTIVE TERMS 
‘*Weather Control’’ is descriptive of automobile heaters and is, therefore, 
unregistrable. 


REGISTRATION OF TRADE-MARKS—CONFUSING SIMILARITY ” 
‘*Weather Control’’ for automobile heaters is not confusingly similar to 
‘*Weather Eye’’ for automobile heaters. 


REGISTRATION OF TRADE-MARKS—PLEADING AND PRACTICE 
It is duty of Patent Office to consider and determine registrability of a 
mark ex parte without reference to issues raised in notice of opposition. 


REGISTRATION OF TRADE-MARKS—PLEADING AND PRACTICE 
Applicant’s attempt to prove use of similar mark prior to opposer’s claimed 
date of use.has no pertinence in opposition proceeding. 


Appeal from Examiner of Interferences. 
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Trade-mark opposition proceeding by Nash-Kelvinator Corporation 
against Hudson Motor Car Company (Serial No. 565,490, filed September 
20, 1948). Applicant appealed from decision sustaining opposition and 
refusing registration on grounds of descriptiveness. Reversed as to opposi- 
tion and affirmed as to refusal to register. 


Carl J. Barbee, of Kenosha, Wis., and Richard G. Radue, of Washington, 
for opposer. 


Elmer Jamison Gray, of Detroit, Mich., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition brought by the Nash-Kelvinator 
Corporation to the registration of the mark ‘‘Weather Control’’ by the 
Hudson Motor Car Company for use on ‘‘automobile heaters utilizing 
heat from the engine.”’ 


The opposition is predicated upon an allegation of prior use by 
opposer of the marks ‘‘ Weather Eye’’ and ‘‘ Weather Eye Control’’ on the 
same type of automobile heaters as that of applicant and the statutory 
basis for the opposition is that clause of section 2(d) of the Act relating 
to the likelihood of confusion or deception of purchasers as to the origin 


of the goods. 


Both parties have filed testimony and briefs and appeared at the 
oral hearing. 


Opposer’s Exhibit B was placed in evidence for the purpose of prov- 
ing that it had used the notation ‘‘Weather Eye Control’’ as a trade- 
mark on heaters used on their 1939 models of automobiles which were put 
on the market in the fall of 1939. This exhibit is in the form of a flat 
ring having the words ‘‘Weather’’ and ‘‘Eye’’ separated at the top 
thereof, with the word ‘‘Control’’ at the bottom in the same size capital 
letters and on the same circumference. The word ‘‘Control’’ is spaced 
from ‘‘Weather’’ and ‘‘Eye’’ by a greater distance than the words 
‘“Weather’’ and ‘‘Eye’’ are spaced from each other. On a smaller cireum- 
ference concentric with the first one is a ring having small radial projec- 
tions to indicate different adjustments with the notation ‘‘Med’’ at the 
top thereof and the words ‘‘Cold’’ and ‘‘Hot’’ spaced apart at the 
bottom thereof. These words are also smaller in size than the words 
‘“Weather,’’ ‘‘Eye’’ and ‘‘Control.”’ 


It is the examiner’s opinion that the word ‘‘Control’’ was used de- 
scriptively to denote that this was the knob by which the ‘‘ Weather Eye’’ 
heater was controlled. He points out that in all the other advertisements, 
literature and exhibits the heater was identified by the mark ‘‘ Weather 
Eye’’ and that the word ‘‘Control’’ was not otherwise mentioned there- 
with. 
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I agree with the examiner’s holding in this respect, since it seems 
clear from the record that the word ‘‘Control’’ was used only in a descrip- 
tive sense and not as part of opposer’s trade-mark. 


Applicant introduced proofs to show that it had used the trade-mark 
‘Weather Control’’ for automobile heaters as early as October 1, 1938, 
and that as early as the latter part of September, 1938, the notation 
‘‘Weather Master Fresh Air Heat Control’’ was displayed in respect to 
automobile heaters in booklets placed in the glove compartments of all 
1939 Hudson ears. 


The opposer contends that applicant cannot in an opposition pro- 
ceeding defend its right to register a mark by showing prior use of a 
similar mark. 


The examiner held that where an applicant disputes the priority 
claimed by an opposer he is entitled to rely on an alleged prior use by 
himself of a similar mark. The examiner also held that from the proofs 
the opposer had failed to prove the use of the notations it relies upon 
prior to the first use of the mark ‘‘ Weather Master’’ by applicant. 


I fail to see what pertinence this question has to the issue of the 
opposition, since the opposer is opposing the registration of applicant’s 
mark ‘‘ Weather Control’’ and not ‘‘ Weather Master.’’ 


The examiner also held that the notation ‘‘Weather Control’’ is con- 
fusingly similar to the notation ‘‘Weather Eye Control’’ which the 
opposer had used descriptively on automobile heaters as early as the Fall 
of 1938. The examiner also held that the expression ‘‘ Weather Control’’ 
as applied to heaters is descriptive thereof and therefore applicant is not 
entitled to register it. 


Applicant questions the authority of the Examiner of Interferences 
to pass on the decision of the Examiner of Tyade-Marks as to the regis- 
trability per se of the mark. 


Section 18 of the Act of 1946 clothes the Commissioner with authority 
to refuse to register the opposed mark if he deems it proper. This author- 
ity is exercised by the Examiner of Trade-Mark interferences in oppo- 
sition proceedings and by the Commissioner or his designate in appellate 
proceedings. 

It has been held in many decisions that it is not only the 
right but the duty of the Patent Office to consider and determine the 
registrability of a mark ex parte without reference to the issues raised 
in the notice of opposition. See for example the decisions in National 
Rifle Association of America v. Stoeger Arms Corporation, 642 O. G. 1258, 
88 U. S. P. Q. 30; Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 
35 C. C. P. A. 985, 166 F. 2d 585, 77 U. S. P. Q. 96; Quaker State Oil Re- 
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fining Co. v. Wolverine-Empire Refining Co., 23 C. C. P. A. 827, 81 F. 2d 
245, 28 U.S. P. Q. 219; Burmel Handkerchief Corporation v. Cluett, Pea- 
body & Co., 29 C. C. P. A. 1024, 127 F. 2d 318, 53 U. S. P. Q. 369; Tidy- 
House Paper Products, Inc. v. Tidy House Products Company, 89 U. S. 
P. Q. 599. In fact there are so many decisions on this point that a separate 
classification has been provided therefor by the United States Patents 
Quarterly in their trade-mark index under ‘‘Opposition.”’ 


Applicant contends that the notation ‘‘Weather Control’’ is not de- 
scriptive of automobile heaters since this notation means control of the 
weather and that it certainly cannot be said that an automobile heater 
controls the weather. 


The definition of ‘‘weather’’ as given in Webster’s New International 
Dictionary, Second Edition, is as follows: 


‘1. State of the air or atmosphere with respect to heat or cold, 
wetness or dryness, calm or storm, clearness or cloudiness or any other 
meteorological phenomena; meteorological condition of the atmos- 
phere; as warm, cold, wet, or dry weather.’’ 


From the above quoted definition it is clear that the word ‘‘ Weather 
Control’’ is descriptive of the operation of an automobile heater, since it 
does control the state of the air in the car with respect to heat or cold. 


It seems clear to me that ‘‘ Weather Control’’ is not confusingly sim- 
ilar to ‘‘Weather Eye’’ as applied to automobile heaters, since the word 
‘“Weather Eye’’ is defined in the dictionary as ‘‘an eye humorously re- 
garded as specially used in observing the weather,’’ such as ‘‘to keep 
one’s weather eye open’’ and in this sense is somewhat arbitrary, whereas 
the mark ‘‘Weather Control’’ as applied to automobile heaters is purely 
descriptive of its function. I do not think that the marks ‘‘ Weather Con- 
trol’’ and ‘‘Weather Eye’’ are so similar as to be likely to cause confu- 
sion in the trade or deceive purchasers when applied to automobile heaters. 


The decision of the Examiner of Interferences sustaining the opposi- 
tion is reversed. The decision of the Examiner of Interferences holding 
the words ‘‘Weather Control’’ to be descriptive as applied to the goods 
is affirmed. 








